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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

State of Michigan

)
)
Petitioner, ) Reg. Nos.: 3992159
) 3348635
)
V. )
)
M22, LL.C ) Proceeding: 92058315
)
Respondent. )
)
)

PETITIONER STATE OF MICHIGAN’S COMBINED
BRIEF IN REPLY AND RESPONSE TO
RESPONDENT’S CROSS-MOTION

Pursuant to the October 2, 2015 Order of the Trademark Trial and Appeal Board
(TTAB), Petitioner, State of Michigan (State), in reply to Respondent’s Response to the
State’s Motion for Partial Summary Judgment, and in response to Respondent’s Cross-
Motion for Partial Summary Judgment, states as follows:

INTRODUCTION

The parties each move for summary judgment on the State’s claim that
Respondent’s use of the State’s road sign was not lawful use in commerce so as to qualify
for trademark registration under the Lanham Act. The State’s motion is premised on
TMEP § 1205, which precludes registration of marks for which trademark protection is
prohibited under “various federal statutes and regulations.” The State established the
development of the Manual on Uniform Traffic Control Devices MUTCD or Manual), and
further demonstrated that MUTCD Standards (i) constitute mandatory or prohibited
conduct, (i1) are applicable to private and public parties, and (ii1) are incorporated into the

Code of Federal Regulations, thereby having the force and effect of law. The State also



established that to qualify for federal funding, states must adopt the MUTCD, which
applies to all roads involving federal funds, and may supplement the Manual with approval
by the Federal Highway Administration (FHWA).

In 2003, after notice-and-comment rulemaking, the FHWA promulgated a MUTCD
Standard prohibiting trademark protection for road signs included in the Manual. The
State adopted the 2003 MUTCD, and included the State’s trunkline highway route marker,
e.g., @, via a FHWA-approved supplement, as has been done since 1973. Because the
State’s sign is included in the MUTCD, and federal regulations prohibit trademark
protection for such signs, Respondent’s use of the State’s sign affixed to goods and services
sold, i.e., and Y22 (Marks), was not lawful use in commerce so as to be eligible for
trademark registration. Moreover, as it is the State’s sign design, Respondent cannot
satisfy the Lanham Act’s ownership requirement for trademark registration.

Respondent failed to dispute the history of the MUTCD or that MUTCD Standards
constitute mandatory requirements and prohibited practices applicable to both public and
private parties. Even the case law cited by Respondent confirms that MUTCD Standards,
as opposed to support, guidelines, and options, have the force and effect of law. Nor did
Respondent dispute that (i) the State’s sign has been included in the MUTCD by FHWA-
approved supplement since 1973, (i1) the 2003 MUTCD, as adopted and supplemented by
the State, includes the State’s sign as well as the Standard prohibiting trademark
protection for road signs incorporated therein, and (ii1) all trunkline highways in Michigan
involve federal aid and, therefore, federal regulations apply to them.

Nevertheless, Respondent misconstrued the crux of the State’s lawful use in



commerce claim and applicable case law, as well as authority on MUTCD enforcement.?
Contrary to Respondent’s assertion, the issue at hand is not whether Respondent violated
federal statutes or regulations pertaining to labeling and shipping products, such as food,
cosmetics, and wine. Rather, the issue is that Respondent’s use of the State’s sign, affixed
to apparel and other novelty items, cannot satisfy the “lawful use in commerce”
requirement for trademark registration under the Lanham Act because, like other federal
statutes and regulations prohibiting trademark protection, which are implemented by the
USPTO in deciding registration, MUTCD Standards prohibit trademark protection for the
State’s sign and, having the force and effect of law, must also be effectuated. Otherwise,
the risk of harm to the State is substantial.

Finally, in an attempt to circumvent federal law, Respondent asserted that the
State’s claims are barred by laches and acquiescence, also known as the Morehouse defense.
However, as explained below, the TTAB has held that the Morehouse defense cannot be
invoked where, as here, the claim at issue is whether the party’s use is not lawful because it
1s prohibited by law. Nor can laches defeat a governmental entity acting in the public
interest and to protect a public right. Accordingly, summary judgment in favor of the State
on its lawful use in commerce claim is warranted.

UNDISPUTED FACTS

Respondent did not dispute that the State developed the diamond sign design for

trunkline highways and has used the sign throughout the State of Michigan, dating back

nearly 100 years. Further, Respondent failed to dispute the State’s continuous use of the

1 Remarkably, Respondent even suggested that the State should have declined federal
funding for its roads to allow trademark rights in the State’s sign, obviously under the
misconception that a party other than the State, which owns the sign, could register the
mark as its own.



current sign design since 1973, e.g.,[223. Nor did Respondent refute that the M-22 route
marked by the State’s sign i1s a Scenic Heritage Route, and one of several notable Michigan
trunkline highways marked by the same sign design, albeit with a different route number,
in the Great Lakes Circle Tour and the Lake Michigan Tour.

Regarding the Manual, Respondent did not dispute that MUTCD Standards
constitute federal regulations establishing mandatory and prohibitive conduct to be
adhered to by private parties and all states receiving federal funds. Respondent also failed
to dispute that, after notice-and-comment rulemaking, a Standard prohibiting trademark
protection for all signs in the Manual was included in the federal MUTCD in 2003, and
adopted by Michigan. Nor did Respondent establish a material factual dispute that, since
1973, the State has adopted the federal MUTCD with a FHWA-approved State supplement
incorporating the State’s sign in the Manual, and there is a risk of substantial harm to the
State if the registrations are not canceled.

As for the facts alleged by Respondent, the State does not dispute that northwest
Michigan and the M-22 route have been a popular tourist destination for several decades
before Respondent put the State’s sign on a t-shirt, and that Respondent has a successful
business and was recognized for its success. The State also agrees that, in 2012, the
Michigan Attorney General issued an Opinion stating that the State’s sign is not
protectable as a trademark. Prior to and after the Attorney General Opinion was issued,
the parties spent nearly two years trying to resolve this matter amicably, but were
unsuccessful. However, as explained more fully below, Respondent’s contentions that the
Marks are “creatively dissimilar from” the State’s sign, that northwest Michigan and the
M-22 route are popular because of Respondent’s business success, that Respondent’s use
and registration of the Marks as trademarks is permissible, and that the State’s claim is

barred by acquiescence or laches, are meritless and lack any basis in fact or law.

4



ARGUMENT

I. Respondent failed to meet Lanham Act requirements for registration of the
Marks, which are nearly identical to the State’s sign.

To be registrable as trademarks under the Lanham Act, the Marks must be, inter
alia, trademarks used in commerce, and Respondent must own the Marks. (Motion, pp. 20-
22.) As explained below, there is no material factual dispute, and by its own actions
Respondent has conceded, that the Marks are virtually identical to the State’s sign, which
Respondent clearly does not own. Respondent also failed to establish any material facts in
dispute as to whether federal regulations prohibit trademark protection for the State’s sign
included in the Manual by FWHA-approved supplement. Because the State’s sign is not
eligible for trademark protection, it cannot be a “trademark” or in “lawful use in commerce”
as required under the Lanham Act; nor is Respondent the owner of the State’s sign, which
is incorporated into the Marks. Thus, the registrations at issue must be canceled.

Strangely, Respondent placed the blame for its inability to register the State’s sign as
a trademark on the State’s “selfishness” in securing federal funding for its roads, claiming
the State acted “through its own volition and in order to obtain federal road funding” by
adopting the MUTCD and including in the Manual the State’s sign design, with approval by
FHWA, for more than forty (40) years. (Response, pp. 13-14.) While Respondent contends
that the State could have rejected federal funds and the Manual to allow trademark
protection for the State’s signs, such a ridiculous suggestion does not weigh in its favor
because, under any scenario, Respondent does not own the State’s sign.

A. The Marks are not readily distinguishable from the State’s road sign, and
they need not be identical to be simulations.

Without question, the Marks, i.e., and {223 , are virtually identical to the

State’s sign, e.g., @ In fact, Respondent failed to dispute the Examiner’s finding that the



Marks are used in “exactly” the way the State uses the road signs for its highway. (Motion,
pp. 19-20.) On its Facebook page, Respondent admits that the “M22 road sign” is protected
as a trademark. (Ex. 30.)

Now Respondent purports to have made “creative” modifications to the State’s sign.
By its own admission, Respondent’s “creativity” is limited to a white border, imperceptibly
thicker letters within and rounder corners on the diamond, and the addition of
“M220NLINE.COM” below the State’s sign. However, the allegedly “creative” white border
around the sign in the Marks is the same as the border that appears on signs erected along
Michigan’s roads. See Ex. 28, p. 2 and Ex. 31. Moreover, a white border added to the sign
to set it apart from the dark color of a t-shirt is not even remotely creative. Clearly,
Respondent’s creativity is as indiscernible as the thickness changes and rounded corners
that it self-servingly claims make the Marks readily distinguishable from the State’s sign
design. In fact, Respondent has admitted that its feigned “creative” differences are of no
moment by threatening to sue those who duplicate the State’s sign on grounds that such
signs, including the M-22 sign, i.e., without thickness changes and rounded corners, are
identical to and infringe the unlawfully registered Marks. (Exs. 32-35.) For example,
Respondent threatened to sue users of the State’s sign with M-25, M-26, M-28, M-37, and
M-119 in the diamond, on the basis that each applicant’s mark was “identical” to the Marks
at issue here. (Ex. 29, Exs. 36-41.) Respondent cannot have it both ways. Its admission
that third party uses of the State’s sign infringe and are confusingly similar to the Marks
constitutes an admission by Respondent that the Marks are not creatively different from
the sign.

Moreover, Respondent has admitted that identicalness of its Marks to the State’s
sign is not required, especially where the “substantial and distinctive portion” of the State’s

sign are copied. (Exs. 36 and 37.) Any notion that the Marks must be identical to the
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State’s highway route marker, or that identicalness must be determined by a careful
analysis and side-by-side comparison to determine whether they are readily
distinguishable, is misguided because purchasers retain only an overall recollection of
design marks:

The determination of whether applicant’s mark is a simulation of an

insignia of the United States is made “without a careful analysis and

side-by-side comparison” with the government insignia because

“purchasers normally retain but a general or overall rather than a

specific recollection of the various elements or characteristics of design

marks.”
In re Peter S. Herrick, P.A., 91 U.S.P.Q.2d 1505; 2009 WL 1741898 (TTAB 2009) (citations
omitted) (finding that, in comparing the applicant’s mark to the government seal at issue,
with the exception of the words “U.S. Customs Service” in place of “The Department of the
Treasury,” the challenged mark was identical to the seal, and “the average person upon
seeing applicant’s mark would associate it with the Department of Treasury seal” and,
therefore, because the applicant’s mark was not readily distinguishable from the
Department of Treasury seal, it “consists of or comprises a simulation of an insignia of the
United States thereby prohibiting registration.”). Here, evidence of purchasers’ recollection
that the Marks are not readily distinguishable from the State’s sign is clear from the
dramatic uptick in road sign thefts after Respondent adopted the sign as its brand.
(Motion, p. 19.)

Without question, Respondent has admitted that the Marks are not readily

distinguishable from the State’s sign. Because federal regulations prohibit trademark
protection for the sign, and the Marks are virtually identical to the sign, it is axiomatic that

trademark protection for the Marks is prohibited by law, and the trademark registrations

at issue must be canceled.



B. For decades before Respondent copied the State’s sign onto a t-shirt,
northwest Michigan was, and still is, recognized as a popular tourist
destination identified by the State’s route marker.

Respondent conceded that northwest Michigan “has long served as a coastal

A3

retreat,” “was recently named ‘Most Beautiful Place in America’ by ABC News,” and is
home to several famous festivals. (Response, p. 2.) Nevertheless, Respondent claims,
without any supporting evidence, that its adoption of the State’s sign as its brand has been
the catalyst for the region’s popularity. (Response, p. 3.) To the contrary, the popularity of
the region, identified by reference to the state trunkline road, existed long before
Respondent put the State’s sign on a t-shirt to “express a common passion for northern
Michigan.” (Response, Ex. A, p. 4, Story (emphasis added)).

In 2011, Respondent admitted that the road marked by the State’s sign, and the
northwest Michigan region represented by the road and sign for decades before Respondent
put the State’s road sign on a t-shirt, has always been special to residents and tourists alike
— “It is easy for people to relate to the road because of its cool location and most people
already have an attachment to it. M-22 is a special place for people, good memories.” (Ex.
43.) Respondent’s founders admit that “[t]he highway is the nicest, most beautiful stretch
of road along any fresh water in the world.” (Ex. 43.) Indeed, in September 2015, USA
Today readers voted the route known as M-22 as the top scenic drive in the country —
although there was no mention of Respondent’s store in the article or that it was in any way
a contributing factor to the region’s popularity. (Ex. 44.) More than a decade earlier, the
M-22 route was declared a Scenic Heritage Route by the Michigan Legislature, and part of
the Lake Michigan Circle Tour and the Great Lakes Circle Tour in northwest Michigan.
(Response, p. 3, Ex. A, p. 4.) Clearly, Respondent’s adoption of the State’s sign is not the

reason for the popularity of the region. Rather Respondent adopted the State’s sign to



trade on the goodwill and well-established popularity of the tourist region associated with
the State’s route marker over the past century.

C. MUTCD Standards must be implemented under TMEP 1205.01, and warrant
cancellation of the registrations at issue.

Despite clear and unambiguous language in the Manual and in federal regulations,
Respondent contends that the entirety of the MUTCD comprises suggestions and guidelines
that the states may choose to ignore. (Response, p. 15.) To the contrary, the express
language of the MUTCD and 23 C.F.R. § 655.603 confirm that MUTCD Standards, rather
than support, guidelines and options, have the force and effect of law. See Motion, pp. 10-
16. Indeed, the cases cited by Respondent confirm that MUTCD Standards are mandatory
or prohibitory and must be given preclusive effect, including the provision preventing
trademark protection for the State’s sign.

Referring to 36 C.F.R. § 261.22, Respondent admitted that “it is clear that where . . .
a regulatory agency through the Code of Federal Regulations, has intended to exclude
certain subject matter from trademark registration, it has explicitly stated its intent to do
s0.” (Response, p. 13.) The FHWA has done so in adopting a federal regulation expressly
prohibiting trademark protection for signs in the Manual. Nevertheless, Respondent
asserts that whether it satisfies the requirements of the Lanham Act for purposes of
trademark registration should not be determined based on the language of this MUTCD
Standard. Section 1205.01 of the TMEP belies Respondent’s claim, as it requires
consideration of statutes and regulations precluding trademark registration, including
those listed in Appendix C. That the MUTCD is not currently listed in Appendix C is
irrelevant, as the list is “nonexhaustive” and “other sections also exist . . . which are not
indexed under these terms.” T.M.E.P. § 1205, Appendix C.

Respondent also contends that its “violation” of the Manual cannot be a basis for



canceling registration of the Marks. As explained in the TMEP, the MUTCD does not
provide the basis for refusing or canceling registration; rather, the Board must consult the
relevant statute or regulation “to determine the function of the designation and its
appropriate use.” TMEP § 1205.01. TMEP § 1205 requires the USPTO to give effect to
regulations that prohibit trademark protection, such as the MUTCD. Where, as here, the
MUTCD provides that no one has the right to trademark protection for road signs in the
Manual, the Marks must be canceled “on ground that the mark is not in lawful use in
commerce, citing §§1 and 45 of the Trademark Act, 15 U.S.C. 1051 and 1127, in addition to
the relevant [regulation].” T.M.E.P. § 1205.01.

In addition, Respondent failed to refute the risk of substantial harm to the State if
the registrations are not canceled, as explained in the State’s Motion. See Motion, pp. 22-
25. However, Respondent’s purported lack of “intent” to enforce the Marks against the
State has no bearing on the requirement to adhere to federal regulations, and is not a valid
defense to its inability to satisfy the “lawful use in commerce” requirements necessary for
trademark registration. Not surprisingly, Respondent failed to cite any authority for its
claim.

1. Contrary to Respondent’s misunderstanding, the Supreme Court and
other courts have confirmed that MUTCD Standards are mandatory
and adherence is required.

Respondent misconstrued the Supreme Court’s holding in CXS Transp. Inc. v.
Easterwood, 507 U.S. 658 (1993). Contrary to Respondent’s assertion that the MUTCD
cannot be enforced, the Supreme Court stated unequivocally that standards set out in the
MUTCD are mandatory on all projects, and must be adhered to: “For all projects, [States]
must employ devices that conform to standards set out in FHWA’s Manual on Uniform Traffic

Control Devices for Streets and Highways (MUTCD or Manual).” CXS Transp. Inc., 507 U.S.
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at 666 (emphasis added) (citing 23 C.F.R. § 655.603 (1992)).

Similarly, in Oliver v. Ralphs Grocery Co., 654 F.3d 903 (9th Cir. 2011), another case
misconstrued by Respondent, the Ninth Circuit confirmed that “[i]n order to remain eligible
for federal highway and highway safety program funds, a state must . . . adopt the federal
MUTCD in conjunction with a state supplement.” Id. at 910. Although the facts in Oliver do
not resemble those in the case at bar, the opinion is instructive here, but not for the reasons
stated by Respondent.

In Oliver, contrary to the plaintiff’'s assertions, the court found that (i) the federal
MUTCD was issued pursuant to 23 U.S.C. § 109(d) and § 402(a), not the Rehabilitation Act;
and (i1) the department of transportation did not revise the federal MUTCD to bring it into
conformance with the Rehabilitation Act, but rather promulgated regulations to implement
the Act’s prohibition on discrimination. Id. at 910. Thus, a design feature inconsistent with
the Manual was not a per se violation of the ADA. Id. at 911. Oliver is instructive in the
instant case where the Lanham Act prohibits trademark registration for marks that are not
in lawful use in commerce. Like dozens of other statutes and regulations prohibiting
trademark protection for various marks, in promulgating regulations prohibiting trademark
protection for road sign designs in the Manual, the FHWA implemented the Lanham Act’s
prohibition on registration by preventing the use of such signs in commerce from being the
“lawful use” required for registration.

2. Respondent’s cited cases confirm that MUTCD “guidelines” are
optional, while “Standards” are mandatory or prohibitive.

Other cases cited by Respondent discuss MUTCD guidelines, which are not
standards and, therefore, are not mandatory or prohibitive. For example, in Peruta v. City
of Hartford, 2012 WL 3656366 (D. Conn. Aug. 24, 2012), the plaintiff sought to enjoin the

city from operating and enforcing a Pay and Display Parking Meter System on grounds that
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the system, inter alia, failed to meet national uniform standards for traffic control devices,
as supplemented by state standards, for giving notice of traffic laws and regulations. Id. at
1-2. Specifically, the plaintiff alleged that the parking meter system in place at the location
where he received a ticket, and in other areas throughout the city, did not meet the
standards set forth in the MUTCD and the municipal code. The court held that the
guidance portion of the MUTCD relied on by the plaintiff was, as explained in the MUTCD,
only general guidance and, “therefore clear based on the express terms, structure, and
context of the MUDCT [sic] that it poses nothing more than a form of guidance for states
and local municipalities to follow in the design and placement of regulatory, including
parking, signs.” Id. at 14. Further, the court held that “there is no private right of action
for an alleged violation of MUTCD as incorporated into 23 C.F.R. §§ 600 et seq.” Id. at 15.
Clearly, the facts in Peruta have no resemblance to this case where Standards, rather than
guidelines, are at issue.

Similarly, the facts and issues in Wasserman v. City of New York, 802 F. Supp. 849,
855 (E.D.N.Y. 1992) confirm that “guidelines” in the MUTCD are not mandatory. In
Wasserman, the sign at issue was posted farther away than the “suggested advance posting
distances” set forth in the MUTCD. The court also distinguished the facts from Peckham v.
State, 387 N.Y.S.2d 491, 492 (App. Div. 4tk Dept 1976), where the state was found negligent
because it did not post a sign in accordance with MUTCD requirements. Wasserman, 802 F.
Supp. at 855.

In Albertson v. Fremont County, Idaho, 834 F. Supp. 1117 (D. Idaho 2011), another
case that Respondent cites, the court confirmed that “the Idaho Supreme Court has held
that a violation of a mandatory provision of the MUTCD may act as the basis for a claim of

negligence per se.” Albertson at 1137. However, MUTCD “guidelines” are not mandatory.
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Id. at 1136. The plaintiff’s negligence per se claim failed because application of the
MUTCD on snowmobile trails, which are not “highways,” is not mandatory. Id. at 1138.
Respondent’s summary of another case, Texas Department of Transportation v.
Andrews, 155 S.W.3d 351, 359-360 (Tx. App. 2004), as one in which the court found that
MUTCD standards are discretionary rather than mandatory, is also wrong. In Andrews, the
State of Texas adopted a Texas Manual with more stringent standards than the federal
MUTCD, but the state statute authorizing implementation of the Texas Manual indicated
that these higher standards were discretionary rather than mandatory. Id. at 359. The court
confirmed that standards in the federal MUTCD are mandatory, while guidelines are
discretionary. Id. at 359-360 (finding that “appellees presented no evidence showing that the
roadway and extension do not conform to the standards set forth in the federal manual,” and
the provisions relied on by appellees were guidelines and, therefore, not mandatory).
Respondent also misconstrued another case, Donaldson v. Department of
Transportation, 511 S.E.2d 210, 214 (Ga. App. 1999). In Donaldson, the court confirmed that
“[t]hrough the Code of Federal Regulations, the MUTCD can be [sic] established applicable
standard of care under proper facts.” Id. at 213. However, the roadway at issue in the case
was not a “Federal-aid highway so that the MUTCD would be applicable and have the force
of law in this case.” Id. In the instant case, all Michigan state trunkline highways are
federal-aid highways to which the MUTCD applies and has the force and effect of law.

3. The USPTO regularly consults regulations prohibiting certain
conduct in determining whether a mark was in “lawful use in
commerce” so as to qualify for trademark protection.

Respondent misunderstood the matter at issue here as whether its products
complied with shipping and labeling requirements in areas of commerce regulated by

Congress, such as cosmetics, food, wine, and pharmaceuticals, i.e., whether various
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products are labeled and shipped in compliance with federal statutes, so as to constitute
lawful use in commerce. Response, pp. 7-11, 18-20. However, the State’s “lawful use in
commerce” claim is not about whether Respondent’s goods, apparel and souvenirs with the
State’s sign met the standards required by labeling or shipping statutes. The issue is
whether MUTCD Standards prohibiting trademark protection for the State’s sign prevent
Respondent’s use of the sign from satisfying the “lawful use in commerce” requirement for
registration under the Lanham Act. The answer is a resounding “yes” and, therefore, the
Marks must be canceled.

The cases Respondent cites are relevant here only insofar as they demonstrate that
the USPTO consults statutes and regulations prohibiting particular conduct, including
trademark protection, when determining whether use of a mark satisfies the “lawful use in
commerce” standard. Otherwise, the cited cases are irrelevant to the instant case.

For example, in In re Stellar International, Inc., 159 U.S.P.Q. 48; 1968 WL 8159
(T.T.A.B. 1968), the applicant’s shipment of cosmetics was misbranded with a label that
included the applicant’s mark but not an accurate statement of the contents as required by
The Federal Food, Drug and Cosmetic Act.2 Id. at *1. The misbranded labels were used to
establish use in commerce by the applicant. Id. at *2. The Board held that the question of
whether or not the statement of contents should be required on the applicant’s label was to
be determined by the Secretary of Health, Education, and Welfare, rather than the USPTO.
Id. The issue before the Board was whether the applicant’s failure to include the contents

on the label rendered the shipment of goods “unlawful shipments” in interstate commerce

2 Although Respondent contends that the Board is not experienced or knowledgeable in
statutes unrelated to trademark law, the holding in In re Stellar International, Inc., 159
U.S.P.Q. 48 (TTAB 1968) confirms that the Board is aptly suited to review whether an
applicant’s alleged use of a mark complies with applicable laws and regulations so as to
constitute lawful use in commerce.
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from which no trademark rights can be derived and, therefore, barred registration of the
application. The Board denied registration because it could not accept “as a basis for
registration a shipment in commerce which is unlawful under a statute specifically
controlling the flow of such goods in commerce,” and trademark rights did not accrue to
properly form a basis for “use of a mark in commerce.” Id. at *3. According to the Board, “a
party may not enter commerce and seek registration unless and until he has fully complied
with the particular Act of Congress which directly controls the commerce in such goods.”
Id. at *5. If a shipment of goods in commerce is proscribed by statute because it does not
meet specific labeling requirements, the shipments under such nonconforming labels are
“unlawful shipments’ in commerce from which no trademark rights can accrue much less
form the basis or foundation for a federally issued trademark registration.” Id.

Furthermore, the Board in Stellar confirmed that it cannot turn a blind eye to
regulatory requirements that may have an effect on registration. Pursuant to Section 41 of
the Act of 1946, the Commissioner promulgated Rule 2.69, “which permits the examiner,
when the sale or transportation of any product for which registration is sought is regulated
under an Act of Congress, to make appropriate inquiry as to compliance with such act ‘for
the sole purpose of determining lawfulness of the commerce recited in the application.” Id.
at 3. If the Patent Office determines that an applicant has not complied with the
regulatory act, registration may be refused until compliance is made. Id. While the Patent
Office is not required to police all regulatory statutes to ensure compliance therewith, if an
inquiry can be made and information is forthcoming that renders the subject application
void ab initio, it would be “illogical and incongruous” to expect the Patent Office to
“conveniently forget about it and let the information ‘slumber in the archives of the Patent
Office.” Id. If the Patent Office cannot take such action, then Rule 2.69 would be

ineffective:
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It seems evident that the term “commerce” whenever and wherever used in

the trademark statute must necessarily refer to “lawful commerce”; and that

the statute was not intended to recognize under its registration provisions

shipments in commerce in contravention of other regulatory acts

promulgated under the “commerce clause” of the Constitution. To hold

otherwise would be to place the Patent Office in the anomalous position of

accepting as a basis for registration a shipment in commerce which is

unlawful under a statute specifically controlling the flow of such goods in

commerce. (Id. at *3.)

Here, the MUTCD regulates traffic control devices used throughout the country on
roadways where federal funds are used, and MUTCD Standards must be followed by the
states and private parties, while the guidelines, support, and options are not obligatory.
With the Standard prohibiting trademark protection now before the Board, the USPTO
must ensure compliance. Because the MUTCD Standard constitutes a federal regulation
that prohibits trademark protection for road signs that are incorporated therein,
compliance with the regulation is not voluntary and renders registrations of the Marks void
ab initio.

Whether Respondent’s sale or transportation of t-shirts and other souvenirs is
regulated by an Act of Congress, and whether Respondent has complied with any such Act
vis-a-vis labeling its products, has no bearing on the parties’ motions. Similarly, cases
relating to unclean hands and unlawful commerce, as cited by Respondent, are irrelevant to
the motions before the Board, as the issue is not about whether Respondent’s shipment of
goods bearing the State’s sign violated a labeling statute. Cases about whether an
applicant misrepresented ingredients or whether an applicant’s business was unlawful, as
cited by Respondent, are also inapposite here. (Response, pp. 7-11.) (Kellogg Co. v. New
Generation Foods, Inc., 6 U.S.P.Q.2d 2045 (TTAB 1988) involves labeling issues and
whether Kellogg complied with applicable statutes, rules and regulations pertaining to

labeling; Satinine Societa in Nome Collettivo v. P.A.B. Produits, 209 U.S.P.Q. 958 (TTAB

1981) involves whether a non-compliant label used in shipping goods could acquire
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trademark rights; in Churchill Cellars, Inc. v. Graham, 2012 WL 5493578 (TTAB Oct. 19,
2012), the Board held that the statutory requirement for label approval by the Department
of Treasury Alcohol and Tobacco Tax and Trade Bureau was not met and, therefore,
shipments of wine with the unapproved label did not constitute lawful shipments to
constitute use for a trademark registration; General Mills v. Health Valley Foods, 24
U.S.P.Q.2d 1270 (1992), relates to unlawful shipments wherein the Board stated that “[t]he
decision herein will require the Board to make a case by case determination of the
importance or materiality of the labeling requirement which a party may have

violated . ...”;in In re Taylor, 133 U.S.P.Q. 490 (TTAB 1962), specimens failed to show
lawful use where the label failed to include information required under the Federal Food,
Drug and Cosmetic Act.) Similar cases relied on by Respondent are also irrelevant for the
same reasons. See Response, pp. 18-19.

Without question, Respondent’s assertions, and cases cited in support, misconstrue
the matter at issue. Because Respondent is not the owner of the State’s sign design and
cannot, under federal regulation, use the sign design in commerce so as to qualify for
trademark protection, Respondent cannot satisfy the conditions set forth in the Lanham
Act for trademark registration and the Marks must be canceled.

4. The State is not required to prove its claim by clear and convincing
evidence.

Consistent with its misapprehension of the issue, Respondent misstated the law

applicable to the State’s lawful use in commerce claim.? The “clear and convincing” burden

3 Respondent also misstated the issue of lawful use as one of illegality to which TMEP § 907
applies. The State’s Motion does not allege illegal conduct by Respondent. Nor does the
State allege that Respondent cannot use the State’s sign on apparel, drinkware or other
souvenir and novelty items. Despite the parties’ dispute, the State wishes Respondent
continued success, but cannot condone, encourage, or turn a blind eye to Respondent’s
efforts to exercise trademark rights over the State’s sign design, which Respondent does not
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of proof proposed by Respondent is not required here. Rather, the clear and convincing
standard applies where a party asserts that an applicant failed to comply with an FDA
labeling statute. In other words, the State is not required to prove its lawful use in
commerce claim by clear and convincing evidence because — and Respondent left out
crucially important language here — the State does not seek to show that use by Respondent
“was unlawful by virtue of noncompliance with a labeling statutory provision.” Churchill
Cellars, supra at *7. The language of the FDA labeling statute at issue in the cases that
Respondent relies on sets labeling requirements. In Churchill Cellars, the court held that,
in the absence of an FDA ruling as to whether the label complies with the statute, one must
show by clear and convincing evidence that the applicant failed to comply with the labeling
statutory requirements. Id. The issue before this Board is simple and does not require an
analysis of whether Respondent complied with such statutory requirements. Instead, the
Board must enforce the Lanham Act, and ensure compliance with federal regulations
prohibiting trademark protection for the State’s road sign, by canceling registration of the
Marks that Respondent does not own and that were not in law use in commerce. The “clear
and convincing” standard proposed by Respondent does not apply here because this case is
not about whether Respondent’s sale of goods, vis-a-vis a label affixed to the goods, complies
with a labeling statute, or the like.

To the extent the cases cited by Respondent are even remotely relevant here, it is
limited to the Board’s requirement of an agency determination as to whether compliance
with a statute has been met. In this case, the FHWA approved Michigan’s use of its sign
design dating back to 1973 when it first issued the MUCTD. Thus, there is no dispute

about whether the State’s sign satisfies MUTCD requirements; the FHWA has already

own and which is not subject to trademark protection.
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determined that it does and that it is not subject to trademark protection. Giving effect to
federal regulations and the FHWA’s determination that the State’s sign complies with the
MUTCD, and is incorporated therein by supplement, compels cancellation of the trademark
registrations on the Marks.

5. FHWA'’s approval of the State’s supplement is not subject to notice-
and-comment rulemaking.

Respondent contends, without any factual or legal bases, that the FHWA’s approval
of the State’s supplements to the MUTCD adopted by Michigan is subject to notice-and-
comment rulemaking. However, as explained by the FHWA, the State’s adoption of the
MUTCD with a State supplement is permitted so long as the supplement is in substantial
conformance with the MUTCD. For example, states cannot omit or change a MUTCD
“shall” to a “should” or a “may.” (Ex. 43, p. 6.) The FHWA’s approval of the State’s
supplement confirms that it is in substantial conformance with the MUTCD, i.e., “[it]
conforms as a minimum to the standard statements included in the National MUTCD.”
(Ex. 43, p. 6, FHWA FAQs; 23 C.F.R. § 603(b).) Therefore, because a State supplement
conforms to, but does not substantively change, the MUTCD, common sense dictates that
there is no requirement for notice and comment.

Respondent further speculates that it is “improbable” that the State’s inclusion in
the MUTCD of its road sign via a supplement approved by FHWA is enforceable.
(Response, p. 20.) However, according to the FHWA, for purposes of enforcement, “when
traffic control devices are installed on a federal aid project,” the Code of Federal
Regulations applies and requires such devices to comply with the MUTCD. See Ex. 43, p. 6.
Here, all State trunkline highways involve federal aid and are marked by the diamond

design sign. Therefore, the MUTCD, as supplemented by the State, applies.
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II. Respondent’s affirmative defenses of laches and acquiescence fail because
such equitable defenses do not apply to a “lawful use in commerce” case or
to governmental entities acting in their sovereign capacity to protect the
public welfare or enforce a public right.

Respondent asserts, again without any factual basis, that the State waited too long
to complain that Respondent’s use of the State’s signs failed to satisfy the lawful use in
commerce element required for trademark registration. However, pursuant to long-
standing precedent of the TTAB, as well as that of federal and state courts, Respondent’s
defenses fail here where the State is a governmental entity acting in its sovereign capacity
to protect the public welfare and enforce a public right, and because laches and
acquiescence do not apply to the State’s “lawful use in commerce” claim.

A. The equitable defenses of laches and acquiescence do not apply to a “lawful
use in commerce claim.”

The TTAB has made clear that equitable defenses “in the nature of laches, estoppel
or acquiescence,” which have come to be known as the “Morehouse defense,” are not
applicable in all cases, including when the ground asserted for cancellation is that the
party’s use is unlawful because it is prohibited by law. See U.S. Olympic Committee v. O-M
Bread Inc., 29 U.S.P.Q.2d 1555; 1993 WL 574463 (1993). The facts here are on par with
those in Olympic Committee, where the TTAB found that the applicant’s use of the mark
OLYMPIC KIDS violated Section 110(c) of the Amateur Sports Act, 36 U.S.C. 380(c) and,
therefore, the use was not lawful use in commerce. Id. at *2. The applicant invoked the
Morehouse defense and claimed that its incontestable registrations for OLYMPIC and
OLYMPIC MEAL for bread and bakery products meant that the opposer could not suffer
additional damages if a registration for OLYMPIC KIDS issued. The TTAB rejected the
applicant’s argument, finding that the equitable defenses of laches and acquiescence do not
apply where the ground asserted is that the applicant’s use is unlawful because it is
prohibited by law. Id. at 3. See also, Schnur & Cohan, Inc. v. Academy of Motion Picture
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Arts & Sciences, 223 F.2d 478; 106 U.S.P.Q. 181 (T.T.A.B. 1955) (laches does not apply
where the mark is void).

The facts in the instant case mandate the same result. The Board has held that the
State has standing to assert claims as set forth in the Second Amended Petition, including
its lawful use in commerce claim based on federal regulations that prohibit trademark
protection for signs in the Manual. Equitable defenses of laches and acquiescence cannot
be invoked to defeat the State’s claim that Respondent’s use of its sign was not lawful use
in commerce so as to be eligible for trademark registration under the Lanham Act. Olympic
Committee at *3. Accordingly, the State’s Motion should be granted, and Respondent’s
Motion should be denied.

B. Respondent’s equitable defense of laches is inapplicable against the State
acting in the public interest and to protect public rights in the State’s sign.

Under the Summerlin rule, the Supreme Court has held that laches is “no defense to
a suit by [a governmental entity] to enforce a public right or protect the public interest.”
U.S. v. Philip Morris Inc., 300 F.Supp.2d 61, 72 (D.C. Cir. 2004) (citing U.S. v. Summerlin,
310 U.S. 414, 416 (1940)). According to the Supreme Court, “the ‘continuing vitality’ of this
rule rests on ‘the great public policy of preserving the public rights, revenues, and property
from injury and loss, by the negligence of public officers.” Philip Morris at 72-73 (citing
Guaranty Trust Co. of New York v. U.S., 304 U.S. 126, 132 (1938). As explained supra,
Respondent has improperly exercised trademark rights over the State’s sign by claiming to
use it as a trademark, registering trademarks on the sign, and threatening to sue numerous
entities for using the State’s route markers to promote the scenic Michigan region in which
their businesses are located. Respondent cannot be permitted to act contrary to federal
regulations and to harm the public. There can be no dispute that the State is acting in the

public interest by seeking adherence to federal regulations intended to prevent exclusive
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use of the State’s sign, and protecting public rights to use the State’s sign which, pursuant
to federal regulations, is in the public domain and not subject to trademark protection.
Therefore, Respondent’s laches defense does not apply.

C. To the extent the Board determines that the equitable defenses may be
asserted, Respondent has failed to meet its burden to show prejudicial
reliance.

To the extent the Board finds that laches and acquiescence may be considered, the
facts in this case confirm they do not apply. The equitable defense of acquiescence “is
available when a plaintiff has responded to a defendant’s actions with implicit or explicit
assurances upon which the defendant relied,” and focuses on a party’s response to the
offending action; any response that might constitute acquiescence must come after the
responding party is aware of the action. Emmpresa Cubana Del Tabaco v. Culbro Corp.,
213 F.Supp.2d 247, 276 (S.D.N.Y. 2002) (finding that interviews were not a “response” to
allegedly infringing conduct and cannot constitute acquiescence). To prove its laches
defense, Respondent has the burden to “demonstrate: (1) a delay in asserting a right or a
claim; (2) that the delay was not excusable; and (3) that there was undue prejudice to the
party against whom the claim was asserted.” Cross Country Home Services, Inc. v. Home
Service USA Corp., 2010 WL 331752, *10 (S.D. Fla. 2010).

Here again, Respondent misstates the facts. The State learned of Respondent’s
trademark claims in 2011 and contacted Respondent to discuss the matter. Michigan
businesses in the business of marketing and advancing Michigan businesses, including
Michigan Economic Development Corporation (MEDC), through its Pure Michigan
campaign, and MiQuest, via a Michigan Celebrates Small Businesses program, recognized
Respondent as a successful business. (Exs. 51 and 52.) Respondent accepted the
recognition while in discussion with the State about wrongful registration of the State’s

sign and after the Attorney General’s Opinion was issued in 2012. When the parties
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reached a stalemate in October 2013, nearly two years after discussions began, Respondent
understood that the State would pursue legal or administrative remedies. Ex. 53.

Respondent cannot argue in good faith that it understood the recognition of
Respondent’s business success in 2013 constituted implicit or explicit assurance that the
State did not intend to challenge the validity of the Marks, months after the Attorney
General’s Opinion was issued and while the parties were continuing their efforts to reach
an amicable resolution of their dispute over Respondent’s trademark claims. Furthermore,
Respondent failed to show that the State gave any explicit assurances that it would not
seek to protect the public’s interest in and rights to use the State’s sign based on the
language of the MUTCD. In fact, Respondent was fully well aware that the State had every
intention to do so. Therefore, Respondent’s acquiescence defense fails.

Respondent’s laches defense also fails because it cannot demonstrate prejudice, as
cancellation of the Marks does not change its ability to conduct business and continue
selling products bearing the State’s sign. Cancellation simply means that Respondent
cannot enforce the Marks against others, which it knew that it did not have the right to do
from the start because the State’s sign was included in the MUTCD by supplement and the
MUTCD prohibits trademark protection for signs in the Manual.* Respondent even
revealed that it “has substantially expanded its business in reliance on Petitioner’s
inaction,” rather than on a reasonable and good faith basis for seeking trademark
protection based on lawful use in commerce. (Response, p. 24.) In other words, Respondent

knew that the State’s sign was not protectable as a trademark, but applied for registration

4 Notably, Respondent claimed that it “has been clearly prejudiced” because the State could
have taken action” to cancel the Marks in 2007, although only the Apparel Mark, i.e.,
(Reg. No. 3348635), was registered in December 2007. (Response, p. 23.) Respondent also
claimed that, in 2007, it relied on its “ownership of trademark rights” in both Marks to grow
its business. (Response, pp. 23-24.)
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anyway to see if it could get away with it. Prejudice cannot result from Respondent’s
unreasonable reliance on hijacking trademark rights that it knew or should have known
were prohibited by federal regulation. See Schnur & Cohan, 223 F.2d at 481-483. Thus, its
laches defense fails.

As to delay, Respondent’s Retail Mark, i.e., @ (Reg. No. 3992159), was registered
on July 12, 2011, less than five (5) years before the State filed this proceeding in 2013.
Thus, the State’s petition to cancel the registration is not barred by laches. See Valmor
Products Co. v. Standard Products Corp., 464 F.2d 200; 174 U.S.P.Q. 353 (1%t Cir. 1972).

As for the Apparel Mark, contrary to Respondent’s assertion, the State was not
notified in May 2010 that the Good Hart Store received a cease and desist letter. Notably,
Respondent did not produce a cease and desist letter allegedly sent to Good Hart in or
before May 2010. Rather, as shown in Exhibit N to Respondent’s brief, in May 2010, the
Good Hart Store submitted an inquiry to the State about ownership and rights to use the
State’s sign. Neither a cease and desist letter nor trademark registration were
raised. Rather, the timeline submitted by the Good Hart store confirmed that Respondent
first contacted Good Hart in April 2011. (Ex. 45, MDOTO000007.) Moreover, because the
State’s sign was not protectable as a trademark under federal regulation, and has been
widely recognized, known and used by the public to refer to northwest Michigan for nearly
a century, the State had no reason to suspect that anyone could secure trademark rights so
as to require it to track trademark publications, until notified by the Good Hart Store in
November 2011. Thus, any delay by the State was excusable. See Loma Linda Food Co. v.
Thomson & Taylor Spice Co., 126 U.S.P.Q. 261 (TTAB 1960) (if the party had no knowledge
that its rights were being invaded and was not chargeable with such knowledge, laches
does not apply).

Upon receiving notification that Respondent had made trademark infringement
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threats, the State promptly undertook an investigation of the matter and reached out to
Respondent in an effort to resolve the matter amicably. The parties’ representatives
discussed the issues and met in person several times over the course of nearly two

years. (Exs. 46-49.) In 2012, the Attorney General issued an opinion confirming that the
State’s sign may not be protected as a trademark. (Ex. 50.) Inlate 2013, when it became
clear the parties could not resolve the matter, the State filed the Petition to Cancel.

Any delay as a result of the settlement discussions is not a basis for laches. Cross Country
Home Services, supra.

Clearly, Respondent failed to establish prejudice or delay, and lacked any good faith
basis for claiming that it conducted business in reliance on valid registrations or that the
State had abandoned its rights. Indeed, the Supreme Court has confirmed that the State
cannot abandon its right to act in the public interest and for the rights of the public. While
cancellation of the registrations does not prevent Respondent from continuing to sell its
wares with the State’s sign, allowing the State’s sign to be trademarked harms the State
and the public’s interest in the sign.

REQUEST FOR RELIEF

Based on the foregoing, together with the facts and argument set forth in the State’s
Motion, the State respectfully requests that this Board grant summary judgment in favor of
the State and cancel the trademark registrations at issue.

Respectfully submitted,

By: /s/Toni L. Harris Date: October 22, 2015

Toni L. Harris, Assistant Attorney General
Transportation Division

Van Wagoner Building

425 W. Ottawa, 4th Floor

Lansing, MI 48913

Tel: 517-373-1470

Fax: 517-335-6586
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BODE & GRENIER, LLP 1150 CONNEGTICUT AVENUE, NW, Surre 900

WASHINGTON, DC 200364129

ATTORNEYS AND COUNSELORS TELEPHONE: 202-828-4100
FACSIMILE: 202-828-4130

www.bode.com

DouaGLas E. FIERBERG, ESQ.

Direct Dial: 202-862-4322 THE WASHINGTON BUILDING
Toll Free: 877-WASHDC-1 6701 M-204

dfierberg@bode.com P.O. Box 121

LAKE LEELANAU, M| 49653

TELEPHONE: 231-256-7068

FACSIMILE: 231-256-7069

July 30, 2013 www.schoolviolencelaw.com

BY FACSIMILE AND REGULAR MAIL
Enrico Schaefer, Esq.

Traverse Legal PLC

810 Cottageview Drive, G-20

Traverse City, Ml 49684

Re:  Murdick’s Fudge Shoppe, LLC
Deat Mr, Schaefer:

I have been retained by Murdick’s Fudge Shoppe, LLC (“Murdick’s”) to defend it against
your client’s allegations of misuse of the M-22 sign on merchandise in the fudge stores in Suttons
Bay and Leland, Michigan. Based upon prior negotiations, correspondence, and proposed
settlement agreements originating from your office, I understand that you represent Broneah, Inc.
and M22, LLC (“Broneah™),

Please be advised that any prior contract executed by Murdick’s in an atterpt to amicably
settle this dispute is hereby revoked and nullified, and any execution by Broneah of that document
would not create a valid contract. Further, I kindly reiterate the request of my client’s former
counsel, Douglas Bishop, that Broneah, and its principals, including Mr. Keegan Meyers, cease any
further harassment of my client and its principals and employees, and that all communication be
directed to me. [ appreciate your assistance in. this regard.

Your client’s trademark registration of the State of Michigan’s M-22 road sign was unlawful
and may be cancelled at any time. While the S year period for challenging the 2007 filing, which
includes a border around the State’s design, has generally passed, the defense of a violation of

* Section 1052(a) of the Lanham Act is a statutory ground for cancelling the trademark that may be
raised at any time. It should be noted, however, that the M-22 design being used by Murdick’s is
the exact replica of the State of Michigan road sign, derived from Google images of the State’s sign,
which was unlawfully registered by your client on July 12, 2011. This later filing is still well within
the five year period for challenge and is absolutely subject to challenge on all grounds.

In either case, Murdick’s would be successful in challenging the ertoneous registration of
Michigan’s highway sign because, infer alia, the registration falsely suggests a connection with the
State and the Michigan Department of Transportation (“MDOT”). In his opinion dated May 29,
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Traverse Legal PLC
July 30, 2013
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2012, the Michigan Attomey Geperal made it clear that the federal Manual on Uniform Traffic
Control Devices “is consistent with case law establishing that materials or works in the public
domain are not subject to trademark protection,” and that “Michigan’s highway route marker design
cannot — indeed ‘shall not” - be subject to trademark protection.” While legal issues involving
trademarks are generally a matter of federal law, the Attorney General was absolutely correct in
citing Section 1052(a) of the Lanham Act, which precludes trademarks that “falsely suggest a
commection with persons, living or dead, {or] institutions,” including the State of Michigan. The
design has been used in and by the State, and within the public domain, for decades, and the State’s
reputation is inextricably associated with the design of the highway it designed, built, and maintains,
and for which it expended public funds, and manufactured and posted signage. The State did not
approve or grant your client exclusive use of its design, and your client did not disclose the false
association between this design and the State to the U.S, Patent and Trademark Office.

In his pursuit of Murdick's, apparently outside the scope of your advice and representation,
Mz, Keegan Meyers is harassing and interfering with Murdick’s business operation, calling the
business telephone(s) multiple times each day and going into the stores to harass and intimidate my
¢client and its employees. All of these actions have been documented, and are intended to extorta
settlement from my client that unlawfully forces the business to permanently discontinue certain
sales to consumers and acknowledge an ownership interest by your client in the M-22 design that
does pot exist as a matter of law. Our information further confirms that your client bas engaged in
this type of abusive, illegal activity with other area retailers.

With respect to Murdick’s, your client is advised that it will not be extorted into executing
an illegal agreement, Murdick’s will protect its business and right to lawfully sell products to its
customers, including products it currently carries that bear the State’s M-22 design. Thus, if your
client seeks to enforce its specious irademark, or fails to immediately stop its unlawful conduct,
Murdick’s will seek to hoid it liable for false competition in violation of the Lanham Act, unfair
trade practices under the Michigan Consumer Protection Act, and unfair competition and tortions
interference with prospective business advantage under the common law. Under such laws,
Murdick’s would be entitled to injunctive and declaratory relief, business damages and reasonable
attorneys’ fees. To be sure, it would seek to fully and finally resolve issues related to the
termination of your client’s purported tradematk and the protection of Murdick’s business,

Presently, Murdick's does not intend to expend the resources necessary to seek cancellation
of your client’s trademark. Rather, it would prefer to coexist and no longer be harassed by your
client. Nevertheless, if the harassment continues, ot if suit is brought by your client, Murdick’s will,
without further notice or demand, fully protect its legal rights by pursuing all of its remedies against
your client, including, without limitation, by counterclaim, suit, and/or Petition for Cancellation
before the U.8, Patent and Trade Office.
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[ trust this comespondence will ¢nd the conflict between our clients. Nevertheless, feel free
to contact me if you have any questions or concerns,

Douglas Fierberg

DEF/edd
ce: Ms. Michelle Murdick, Murdick’s Fudge Shoppe, LLC
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: wis Traverselegal.com WASHINGTON DC
ATTORNEYS & ADVISORS
August 27, 2013
dfierberg@bode.com

Douglas E. Fierberg, Esq.

Bode & Grenier, LLP

1150 Connecticut Avn NW, Ste. 900
Washington, DC 20036

Re: Murdick’s Fudge Shoppe, LLC
Dear Mr. Fierberg:

Thank you for your letter dated July 30, 2013. Please be advised that all prior settlement
offers to Murdick’s Fudge Shoppe, LLC (“Murdick’s”) are hereby withdrawn. It appears you
are intent on challenging our clients’ M22 trademarks based on confusion with an institution,
i.c. the State of Michigan. Our clients have spent seven years developing the M22 brand. You
should be aware that in the tens of thousands of customers who have frequented that store in
that time, there is no record or evidence of any single customer ever believing that the store or
products were in any way affiliated, sponsored, owned or affiliated to the State of Michigan.
Moreover, your client lacks standing to challenge the marks on Section 2(a) grounds. I would
recommend that you review case law in this particular area, which is very favorable to our
clients’ position.

In Internet, Inc. v. Corporation for Nat'l Research Initiatives, 38 U.S.P.Q.2d 1435
(T.T.A.B. 1996), TTAB address this very issue squarely. A mark contested under Section 2(a)
“must point uniquely and unmistakably to the identity or persona of the ‘person’ or ‘institution’
asserting the claim.” Id. at 1437 (emphasis added). Stating this point even more clearly, the
court in Heroes, Inc. v. Boomer Esiason Hero’s Foundation, Inc. said, “to raise a claim that a
mark falsely suggests a connection with an institution under Section 2(a), the challenger must
be the institution itself.” 43 U.S.P.Q.2d 1193, *3 (D.D.C. 1997) (emphasis added) (finding that
because the defendant was not United States Congress or the D.C. Metropolitan Police
Department, it was not entitled to raise a claim that plaintiff’s mark falsely suggests a
connection with those institutions): see also Petroleos Mexicanos v. Intermix S.A., 97 U.S.P.2d
1403, #2 (T.T.A.B. 2010) (Petitioners secking cancellation of a trademark have standing to
raise a Section 2(a) claim based on their identity is institutions). Additionally, several other
TTAB decisions, though non-precedential, offer persuasive guidance on this point. E.g.,
Cavern City Tours Ltd. v. Hard Rock Cafe Int’l, Inc., Cancellation No. 92044795, 2011 WL
5014033 (T.T.A.B. Sept. 29, 2011) (noting that to prevail on its 2(a) claim, the petition must
show that the mark at issue was the petitioner’s identity); Bridgewater Candle Company, LLC
v. Elephant Design Limited, Cancellation No. 30,658, 2002 WL 122608 (T.T.A.B. Jan. 30,
2002) (stating that Petitioner was not entitled to assert a claim on behalf of Emma Bridgewater
and its allegation that Respondent’s mark falsely suggests a connection with Emma
Bridgewater constituted an admission by Petitioner that the mark does not point uniquely and




M22000408

unmistakably ro Petitioner, thus its Section 2(a) claim failed). Because your client is neither the
State of Michigan or any subdivision or entity thereof, such as the Department of
Transportation, your client cannot possibly show that our clients’ M22 marks “point uniquely
and unmistakably to [Murdick’s] identity or persona.” Internet, Inc., 38 U.S.P.Q.2d at *1-2.

Even if Murdick’s did have standing to petition for cancellation of the M22 marks on
Section 2(a) grounds, cases decided on such grounds make it clear that false association might
arguably occur when the institution or government is using the mark in connection with the same
services as the trademark holder. For example, if our clients attempted to open a toll road and
use the M22 marks in connection therewith, consumers travelling such road might falsely believe
that the road was operated by the State of Michigan. See In re Cotter & Co., 228 U.S.P.Q. 202
(TTAB 1985) (WESTPOINT for fircarms was rejected as falsely suggesting a connection with
the U.S. Military Academy (West Point)). Conversely, where the government has no existing
fame or notoriety with regard to the goods being offered by the trademark owner, there can be no
false association. See Heroes, Inc. v. Boomer Esiason Hero's Foundation, Inc., 43 U.S.P.Q.2d
1193 (D.D.C. 1997) (a composite mark consisting of the word HEROES on a shield design with
a picture of the U.S. capitol building in the shield does not violate Section 2(a) because it does
not mislead persons into assuming that the U.S. government has sponsored or approved of the
charitable services symbolized by the mark); see also U.S. Navy v. United States Manufacturing
Co., 2 U.S.P.Q.2d 1254 (T.T.A.B. 1987) (When used on orthopedic devices, the letters USMC
did not point uniquely to the United States Marine Corps).

Similarly, there is no reasonable claim to be made under Section 2(b). Section 2(b)
identifies a number of items associated with government functions that are specifically precluded
from registration. Specifically, Section 2(b) precludes registration of “the flag or coat of arms or
other insignia of the United States, or any State of municipality, or any simulation thereof.” See
also TMEP § 1204.02(a) (“Flags and coats of arms are specific designs formally adopted to serve
as emblems of governmental authority.” ) “Other insignia” is meant to be read narrowly and
“include([s] only those emblems and devices that also represent governmental authority.” Road
signs clearly fall outside of Section 2(b)’s prohibitions, but in case there is doubt, TTAB made
clear that “department insignia which are merely used to identify a service or facility of the
Government are not insignia of national authority and that they therefore do not fall within the
general prohibitions of this section of the Statute.” In re United States Dep't of the Interior, 142
U.S.P.Q. 506, 507 (T.T.A.B. 1964). Thus, they fall outside the scope of Section 2(b). There is
no ‘catch-all’ provision that exempts other government landmarks, buildings, symbols or
designs, thus making them available for trademark use and registration. In fact, the USPTO
Design Search Code Manual contains a category specifically for design marks that contain traffic
or road signs, Category 18. See http://tess2.uspto.gov/tmdb/dscm/dsc_18.htm#18 (Note, in
particular, category 18.15.03.). You client’s lack of standing aside, we are having some
difficulty understanding specifically what grounds Murdick’s would defend a trademark
infringement lawsuit, file a counterclaim or file Petition for Cancellation.

As you are also aware, neither the Michigan Attorney General or the federal Manual on
Uniform Traffic Control Devices is remotely relevant to trademark registration under the
Lanham Act. Your suggestion that enforcement of our trademark is somehow “extortion” is
both unprofessional and unsubstantiated. We will aggressively protect our clients’ marks
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including by way of federal court complaint and by way or registrations and/or other necessary
action before the USPTO. We will pursue all damages available under law and, given the
frivolous nature of your defense, we will pursue an action for willful infringement by your
client. We are confident that maximum damages will be awarded under the law well into seven
figures. Not only may our clients recover Murdick’s profits, damages sustained and costs of the
action, see 15 U.S.C. § 1777(a), but in a case involving willful infringement such as this, our
clients may instead elect to recover statutory damages in the amount of $2,000,000 per
counterfeit mark per type of goods/services sold, offered for sale, or distributed, see 15 U.S.C. §
1117(¢)(2); see also 15 U.S.C. §§1114-1125. While we understand that you may be
representing Murdick’s pro bono (at least that is what your client has indicated to our client),
the liability belongs to Murdick’s. Any judgment or award will be paid by Murdick’s.

Your letter fails to indicate whether or not Murdick’s intends on continuing to sell goods
including the M-22 trademarks. Please provide us with a clear statement of your client’s intent.

In the meantime, do not hesitate to contact me if you have any further questions. Ilook
forward to working with you on this important matter.

Very truly yours,

Traverse Legal, PLC

Enrico Schaefer
Attorney at Law
enrico@traverselegal.com

CES/plb




EXHIBITS 33 TO
PETITIONER STATE OF MICHIGAN’S COMBINED

BRIEF IN REPLY AND RESPONSE




810 Cottageview Dr 231 932 o411 (§

M22000233 : Sufte G20 231 932 0636 rax
TRANE RS T l(\ )w_ll TBIVEEStTECy
IS VIE KDL ,:é_)t, : Michigan 49684 fraverselegal.com

ATTORNEYS & ADVIESORS

August 17, 2010

Riverside Canoe Trips
5042 N. Scenic Hwy
Honor, Ml 49640
(231) 325-5622

RE:  Unlawful use of mark confusingly similar to M22
Dear Sir or Madam:

We represent the interests of M22, LLC, a corporation organized under the laws of the State
of Michigan. M22, LLC s a retailer of clothing, sporting goods, and novelty items, which it
sells through its M22 retail brick and mortar and online stores. Local kiteboarding icons Matt
and Keegan Myers, the founders of M22, LLC, created the M22 brand to pay tribute to the
northern Michigan road of the same name and the natural beauty of its surrounding areas.

M22, LLC has used the M22 mark in association with its line of products since November
2007. The M22 mark has been extensively and exclusively used and advertised as
designator of source for our client’s products, and the M22 mark has been displayed
nationally, such as in the photograph attached as Exhibit A, which was widely distributed
across the United States on the cover of Traverse Magazine. Further, our client has
displayed the M22 mark in association with the advertisement and sale of products through
its website located at http://m220nline.com. As such, our client has obtained common law
trademark rights in the M22 mark.’

It has recently come to our attention that you have adopted and are currently using a mark
that is identical to our client’s M22 mark. Specifically, you are currently using the M22 image
mark in association with your sale of stickers and other novelty items, as evidenced by the
attached Exhibit B. This letter serves as your notice that you have infringed upon our client’s
trademark rights. As such, you face liability for trademark infringement.

Section 45 of the Lanham Act states that a mark is used in commerce when it is “is placed in
any manner on the goods or their containers or the displays associated therewith....””

' See Trade-Mark Cases, 100 U.S. 82, 94 (U.S. 1879) (holding that common law trademark rights are created
through use in commerce),
? See 15 U.S.C. 1127,
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Trademark ownership, in turn, is determined through the priority of use of a mark in
commerce in association with goods or services.” Our client has used the M22 mark in
association with its goods since November 2007. As such, our client gained common law
rights in the M22 mark prior to your use of the same mark. Additionally, our clientis the
holder of registrations for the M22 in a variety of International Classes for use in association
with several different goods or services. Evidence of these registrations is attached to this
letter as exhibit C,

One may be held liable for trademark infringement where one uses, without the consent of
the trademark holder, a mark that “is likely to cause confusion, or to cause mistake, or to
deceive as to the affiliation, connection or association of such person with another person,
or as to the origin, sponsorship, or approval of his or her goods, services, or commercial
activities by another person.”* Where trademark infringement is established, the mark
owner may recover the defendant’s profits, as well as the mark owner’s actual damages and
costs of the action.”

Your adoption and use of a mark that is likely to cause confusion, to cause mistake, or to
deceive as to the affiliation of M22, LLC with Riverside Canoe Trips, namely, your use of the
M22 mark, has subjected you to liability for trademark infringement. As such, you may be
held liable for significant monetary damages.

In light of the foregoing, we hereby request that you comply with the following by
September 6", 2010
1. Cease and desist any and all use of our client’s M22 mark, or any colorable imitation
thereof, that is likely to cause consumer confusion;
2. Provide an accounting of all profits made from the use of M22 to sell stickers and
other goods featuring the mark;
3. Destroy any and all marketing materials, catalogs, labels, or the like that use M22 to
indicate the source of your goods and provide evidence and confirmation of same;
4. Provide confirmation, in writing, of compliance with the above demands.

Your failure to comply with these requests by the date mentioned above may subject you to
a lawsuit for trademark infringement. Should you wish to continue selling stickers bearing
our client’s M22 mark after September 6, 2010, our client would be happy to sell them to you
for their resale price. Understand that our client respects your longstanding support of the
local community and your commitment and contribution to the spirit of northern Michigan.

¥ See Western Stove Co. v. Geo. D. Roper Corp., 82 F. Supp. 206, 217 (D. Cal. 1949).
! See 15 U.5.C. 1125(a)(1).
* See 15 U.S.C. 1117(2).
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You must understand, however, that the M22 brand is the intellectual property of our client
and, as such, must be consistently and vigorously protected. Please contact me directly, or
have your attorney contact me directly, at 231-932-0411 if you have any questions.

Very truly yours,

Traverse Lega[ PLC
/
\ , _,_;E/) '

f{)f/ t/‘ j ,C‘\jl /i_;{:4b'u\'l‘iv'z1-.,,... o

\ John Di Giacomo
john@traverselegal.com
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September 17,2008

VIA EMAIL

Michael Boks
michael@graar.org
miboks@hotmail.com

Re:  Unauthorized Use of M22, LLC’s Federally Registered M22 Trademark

Dear Mr. Boks:

This law firm represents the interests of M22, LLC, The purpose of this letter is to
notify you of your unauthorized use of our client’s M22® trademark (the “Mark”).

Our client offers men’s, women’s, and children’s clothing apparel and accessories, ts
proghucts have been available in stores throughout Northern Michigan, including, for
example, Harbor Wear in Suttons Bay, Harbor House in Leland, Totem Shop in Glen
Arbor, Bay Wear in Frankfort, and Five Corners in Beulah since 2004. Since its opening
in November 2007, its products have also been available at its M22 Store located at 121
East Front St., Suite 104, Traverse City, Michigan 49684 as well as online at
wivw.m22oniine.com. See Exhibit A, Picture of Storefront and Inside.

Our client has spent considerable sums of money on advertising and promotion. See
Exhibit 8, Various Advertiserments and Promaotional Materials. Moreover, our client
also offers M22® wine from wineries and stores throughout Northern Michigan and
heyond. As a result, consumers recognize our client as the source of the products and
services associated with its marks,

As part of its business, our client exclusively uses its trademarks as the distinctive
identifiers of its products. In fact, our client is the owner of the following trademarks
with the United States Patent and Trademark Office:

. M 22 M220NLINE.COM

Registration Number: 3348635
International Class: 025. Apparel specifically hats, t-shirts, long sleeve
shirts, sweat shirts, pants, shorts, underwear, tank tops.
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First Use In Commerce Date: 20040101
Filing Date: August 29, 2006

2. M22
Registration Number: 3427900
International Class: 033. Wine.
First Use In Commerce Date: 20071000
Filing Date: June 4, 2007

Through our client’s registration of the M22® trademark, continuous use of M22® as
part of its products since 2004, Internet presence at the m22online.com domain, and
operation under the M22, LLC trade name, the M22® mark has become the distinctive
identifier and well-known source of its clothing apparel, accessories, and wine,
Through its continuous and extensive efforts, our client has established tremendous
value and goodwill in its Marx,

In order to protect the significant goodwill associated with its Mark, our client makes
reasonable efforts to prevent the unauthorized use of its marks, terms, or names by
others that cause confusion as to the source of products or services as well as to the
sponsorship, affiliation, or endorsement by or with its product offerings. Our client
even provides notice to consumers and competitors alike of its trademark rights, as
seenin its Catalog. See Exhibit C, Printout of Catalog, including M-22 Policies &
Information.

That said, it has come to our attention that you used our client’s Mark without
authorization at http:/f\\'\-vxv.caxf¢j>ress.com/mzzhighway. our client has already
contacted Cafepress to stop your offering for sale of infringing goods and to limit the
consumer confusion that has likely occurred already. You appearto be offering
identical goods using an identical mark. Our client, without waiving any of its rights or
claims, is willing to give you the benefit of the doubt that your use of the Mark was
due to your lack of understanding of trademark law, which is set forth for your benefit
in more detail below,

LAW:

Trademark Infringement

A trademark protects a company’s source, product, and corporate reputation.
Another’s use of someone’s trademark violates Section 43(a) of the federal
Trademark Act, which “prohibits any false designation of origin or false or misleading
representation of fact that is likely to deceive as to the affiliation, connection, or
association of such person with another person, or as to the origin, sponsorship, or
approval of his or her goods, services, or commercial activities by another person.....
2 One World Botanicals Ltd. v. Gulf Coast Nutritionals, Inc., 987 F.Supp. 317, 331
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(D.N.J.1997). A finding of liability by a court of law will revolve around a determination
of whether or not a “defendant’s use of a disputed mark is likely to cause confusion
among consumers regarding the origin of the goods offered by the parties.” Id.
“Nevertheless, the more similar the marks in terms of appearance, sound, and
meaning, the greater the likelihood of confusion.” Brookfield Communs., Inc. v. West
Coast Entertainment Corp., 174 F.3d 1036, 1054 (9th Cir. 1999). Of particular note in this
matter when comparing the marks, significant similarity in appearance is all thatis
needad even if the consumer can differentiate between the two products. See
Malletier v. Burlington Coat Factory Warehouse Corp., 426 F.3d 532 (and Cir. 2005).

As such, you have no rights to M220, and any subsequent use of any counterfeit mark
would subject you to statutory damages of $100,000. Furthermore, any continued use
would be willful and further subject you to bothlegal and financial exposure, including
disgorgement of any and all profits you have obtained, treble damages, and costs of
any action we choose to pursue, which may include injunctive relief. Moreover, you
familiarity with the Mark due to your apparent location in Grand Rapids, Michigan
(upon information and belief) would only strengthen our claims of willful
infringement.

REQUESTS:

Now that we have provided you with a better understanding of the law and your
potential legal exposure should you continue to use M22®@, or any colorable imitation
of our client’s mark, as a trademark, we are confident you will cease and desist all use.
Should you decide to move forward with any use of M220, or any colorable imitation
of our client’s marks, we demand you keep all evidence of use, all revenue attributable
to the sale of the infringing items, and all associated expenses attributable to the sale
of the infringing items. Failure to do so subjects you to claims of spoliation of
evidence. If you have any questions, we encourage you to consult with an attorney

Ultimately, our client prefers to amicably resolve this with you directly. That said, your
failure to reply to this letter will force our client to consider court intervention, which
may include injunctive relief. As such, we would ask that youimmediately:

1. Cease and desist any and all use of our client’s M22© trademark, or any
colorable imitation thereof;

2. Not produce, advertise, market, promote, sell, distribute or otherwise use our
client’s M22® trademark, or any colorable imitation thereof, in connection with
any clothing or other products or services that would be likely to cause
consumer confusion as to source or origin;

3. Not use M22® in such a way that would create a likelihood of consumer
confusion, dilute the Mark, or otherwise damage the M22 Mark or M22, LLG;
and
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4. Sign andreturn the below agreement.

Do not hesitate to contact us directly at 231-932:0411 of enrico@traverselegal.com.
We hope to be able to avoid the consumer confusion that would undoubtedly oceur
should you proceed with any use of our client’s Mark.

Sincerely,

TRAVERSE LEGAL, PLC

Enrico Schaefer
enrico@traverselegal.com

ES{bah
Enclosure

\
R !{ i /1(’; & ( ,[/)( } //)/) , hereby acknowledge and agree that [ will
adhere to the demands set forth in the attached letter, namely: (1) L will cease and
desist any existing and planred and any and all other use of the M22 Mark, or any
colorable imitation thereaf; (2) | will not produce, advertise, market, promote, sell,
distribute, or otherwise use the M22 Mark, or any colorable imitation thereof, in
connection with any ciothing or other products or services that would be likely to
cause consumer confusion as to lts source or origing and (3) | will not use the M22
Mark, or any colorable imitation thereof, in such a way that would create a likelihood
of consumer confusion, difute the M22 Mark, or othenwvise damage the M22 Marg of
M22, LLC. | further acknowledge and agree that [ have read and understand this
agreement,

L
L g

el P U/(\ <

Date: ;/j{] - //{/2




M22 Sticker | Michigan Highway M22 Roadsign Bumper Stickers 8/18/14, 9:11 PM
M22000690

M22 Stickers

Show your Love for Michigan Highway 22

Buy Now

http://wwvw.m22sticker.com/ Page 10f3
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Choose your Sticker Size

These bumper stickers are made from extremely high quality outdoor vinyl and will last for many years on your car.

Large 4" Sticker .? Mini 2" Sticker

1 Sticker for $2 1 Sticker for $§1
Buy Now Buy Now

5 Stickers for $5 5 Stickers for $3
Buy Now Buy Now

FREE SHIPPING!

About the design

The Michigan Highway 22 Roadsign and all other Michigan Highway roadsigns are Public Domain. Please feel
free to download this design and print and share as many copies as you want with friends and family.

According to Michigan Attorney General Bill Schuette:
(http://www.ag state.mi.us/opinion/datafiles/2010s/op10344.htm) "No entity can lawfully claim exclusive
control over use of the State’s highway route marker design because the design is in the public domain and is
otherwise not subject to protection under trademark law.”

"Because the State of Michigan, the creator of the design, placed the Michigan highway route marker design in
the public domain, no entity can lawfully obtain intellectual property protection of the design under trademark

hitp:/fwwrw.m22sticker.com/ Page 2 of 3
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or copyright law"

"Any other individual or company is also free to use the design to promote commercial goods and services.”

This domain name is for sale

Email us (mailto:mail@m22sticker.com) for details

hitpefferan.m22sticker.com/ Page 30f3
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raverse City

Michigan 49684 traverselegal.com

TRAVERSElegal

ATTORNEYS & ADVISORS

May 3, 2010

VIA CERTIFIED MAIL and EMAIL (director@benzie.org)
Benzie County Visitors Bureau

PO Box 204

Benzonia, Ml 49616

Re: Unauthorized Use of M22 (Serial No. 78963038)
Dear Sir/Madam :

This firm represents M22, LLC, which is the owner of the distinctive trademark M22 (the
“Mark”) under the following registration information:

Serial No.: 78963038

International Class: 025

For Apparel Specifically Hats, T-Shirts, Long Sleeve Shirts, Sweat Shirts, Pants, Shorts,
Underwear, Tank Tops, in Class 25 (U.S. Cls. 22 and 39)

First Use Date: 01-01-2004

First Use in Commerce Date: 01/01/2004

Our client’s use of the M22 trademark (“Mark”) dates back to at least as early as January
2004.

Ever since, our client has used its Mark to identify and distinguish the source of its
merchandise, apparel, coffee, wine and other products and services to the local and tourist
communities. The Mark has become well-known and famous throughout the region, and
through its efforts, our client has established tremendous value and goodwill associated
with the Mark. In order to protect the significant goodwill associated with the Mark, our
client must take efforts to prevent the use of trademarks, service marks, terms, or names by
others that cause confusion as to the source of products or services as well as to the
sponsorship, affiliation, or endorsement by or with our client’s mixed use community.

It has come to our attention that you have recently attempted to register a nearly identical
Mark with the United States Patent and Trademark Office. While our initial thought from
reviewing your website is that you did not appear to be using the Mark as a “trademark”,
your direct attack on my client’s trademark registration cannot be ignored. While the
Trademark Office has shut you down based on what should have been obvious to youin the
first place, that there would be a strong likelihood of confusion between your proposed
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mark and our prior registration, we are now forced to do whatever is necessary in order to
protect our client’s substantial investment in this brand. We have a hard time believing that
you did not specifically intend to leverage the tremendous success my client’s Mark has had
in the marketplace and essentially divert business otherwise created by or directed to my
client.

THE LAW:

Section 43(a) of the federal Trademark Act, which “prohibits any false designation of
original or false or misleading representation of fact that is likely to deceive as to the
affiliation, connection, or association of such person with another person, or as to the origin,
sponsorship, or approval of his or her goods, services, or commercial activities by another
person....” One World Botanicals Ltd. v. Gulf Coast Nutritionals, Inc., 987 F.5upp. 317, 331
(D.N.J.1997); Opricians Ass'n. of America v. Independent Opticians of America, 920 F.2nd
187,192 (3rd Cir. 1990). A finding of liability by a court of law will revolve around a
determination of whether or not a “defendant’s use of a disputed mark is likely to cause
confusion among consumers regarding the origin of the goods offered by the parties.” Id.

Use of another’s trademark constitutes infringement even when some dissimilarity in.the
form of the trademark exists. See David Sherman Corp. v. Heublein, Inc., 340 F.2d 377, 380
(8" Cir. 1965); see also Calamari Fisheries, Inc. v. Village Catch, Inc., 8 USPQ.2d 1953 (D.C. Mass.
1988) (holding that THE VILLAGE CATCH for plaintiff’s restaurants so resembles defendant’s
use of DAILY CATCH in the same city so as to not allow the use of CATCHin2or 3 word
restaurant titles). As long as there is a likelihood of confusion, a plaintiff will prevail. See
River Hotel Co. v. La Mansion on Bay, Inc., 228 USPQ 622 (N.D. Fla. 1985) (holding that
another’s use of the identical combination of words, La MANSION, for competing services
involving hotels and condominiums is likely to cause confusion); see also Blumenfeld Dev.
Corp. v. Carnival Cruise Lines, Inc., 4 USPQ.2d 1577 (E.D. Pa. 1987) (holding that CARNIVAL
CLUB for hotel and casino is likely to cause confusion with established use of CARNIVAL for
cruise line).

In addition, a mark need not be registered in order be entitled to find one who engages in
trademark infringement or unfair competition liable. See Deyerle v. Wright Mfg. Co., 496 F.2d
45 (6" Cir. 1974) (holding that Section 43(a) of the Lanham Act may be violated even though
the injured party did not have a federally registered trademark); see also New West Corp. v.
NYM Co. of California, Inc., 595 F.2d 1194 (9" Cir. 1979) (holding that unfair competition under
the Lanham Act for using trademark and trade names applies equally to registered and
unregistered marks). Therefore, with regard to other uses of the mark which have not been
registered, our client still maintained prior common law trademark rights.
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YOUR UNAUTHORIZED USE SUBJECTS YOU TO LIABILITY:

You were undoubtedly aware of our client’s use of “M22" as its Mark when you copied their
business model and Mark. You are purposefully incorporating our client’s Mark in the same
tourist niche market, geographical region, and consumer base targeted by our client.

The fact that you have copied the substantial and distinctive portion of our client’s Mark
constitutes infringement even when some dissimilarity in the form of the trademark exists.

Nevertheless, if forced to seek court intervention to prevent your use of our client’s Mark,
we are extremely confident that all of the facts and law set forth above will render a
decision enjoining your continued use of “M22.” See Bishops Bay Founders Group, Inc. v.
Bishops Bay Apts., LLC, 74 USPQ.2d 1877 (W.D. Wis. 2003) (granting plaintiff’s motion for
preliminary injunction in its trademark infringement action because plaintiff showed a
likelihood of success on the merits of its Lanham Act claim since the evidence demonstrated
that although its mark was connected to a geographic description, the mark had achieved
secondary meaning and defendant’s use of its mark was likely to diminish distinctive
qualities of the mark, which was associated with its luxury community, because defendant’s
apartment complex was not on part with plaintiff's development).

A. Statutory Damages for Trademark Infringement

Under the Lanham Act, a court may award a minimum of ¢ 500.00, and a maximum of $
100,000.00 "per counterfeit mark per type of goods or services sold, offered for sale, or
distributed, as the court considers just . . ." 15 U.S.C. § 1117(c)(1). If the court finds that the
use of the counterfeit mark was wilful, the maximum limit of statutory damages is raised to
$1,000,000.00. 15 U.S.C. § 1117(c)(2). An infringement is wilful, and thus triggers the
enhanced statutory damages limit, if the defendant "had knowledge that its actions
constitute an infringement." N.A.S. Import, Corp. v. Chenson Enters., Inc., 968 F.2d 250, 252
(2nd Cir. 1992). [¥%28] Actual knowledge is not required, and constructive knowledge will
suffice to trigger the enhancement. Thus, knowledge need not be proven directly, but may
be inferred from the defendant's conduct. A defendant's continued infringement after
notice of his wrongdoing is probative evidence of willfulness. Int'l Korwin Corp. v.
Kowalczyk, 855 F.2d 375, 380-81 (7th Cir. 1988) (willfulness may be demonstrated where the
infringer is provided notice of its infringing conduct). Paragraphs 10, 12-31, and 47 of the
Complaint, together with Paragraph 3 and Exhibits C-E of the Zumwalt Declaration, assert
that Defendants have persisted in their unlawful and infringing use of Ford's trademarks,
despite their receipt of actual notice that their actions were unauthorized. Plaintiff has cited
authority for the proposition that a successful plaintiffina trademark infringement case is
entitled to recover enhanced statutory damages even where its actual damages are nominal
or non-existent. Peer Int'l, 9og F.2d at 1336-37; Superior Form Builders, Inc. v. Dan Chase
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Taxidermy Supply Co., inc., 74 F.3d 488, 496-98 (4th Cir. 1996). Ford has also cited

cases [¥*29] which have recognized the deterrent effect of statutory damages as a proper
objective. Fitzgerald Publ'g Co. v. Baylor Publ'g Co., 807 F.2d 1110, 1117 (2nd Cir. 1986). Ford
Motor Co. v. Cross, 441 F. Supp. 2d 837, 852 (D. Mich. 2006)

DEMANDS:

Our client is prepared to take all necessary actions to protect its valuable trademark rights in
its Mark. Your use of our client’s mark subjects you to treble damages, costs, attorney’s
fees, and a potential $100,000 penalty for your wiliful and knowing infringement, as
provided under the Lanham Act,

No later than May 10, 2010, we demand that you:

1. Cease and desist use of the “M22" logo as part of your advertising campaign.

2. Contact me, or have your attorney contact me, to discuss a release of liability for
reasonable compensation.

3. Initiate corrective advertising; specifically stating in all materials, marketing or
otherwise, that all material associated with your company is in no way connected
with our client.

4. Agree in writing that you will not infringe on the trademark of our client again.

If forced to litigation, we will pursue all monetary penalties available under law. However, in
an effort to amicably resolve this matter, we would prefer to avoid litigation. As such, I look
forward to speaking with you.

Sincerely,

TRAVERSE LEGAL, PLC

/,/ ';’,::/,

Enrido Schaefer

A;t’f)/r;ne’y? at Law

enfico@traverselegal.com
Enclosure
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July 13, 2010

Nicholas DeGrazia

Sandy White

MI Thumbprint

3650 Shorewood Drive

North Lakeport, Ml 48059

Phone: (810) 327-6569

Email: thumbi@mithumbprint.com

RE:  Unlawful use of mark confusingly similar to M22
Dear Sir or Madam:

We represent the interests of M22, LLC, a corporation organized under the laws of the State
of Michigan. M22, LLCis a retailer of clothing, sporting goods, and novelty items, which it
sells through its M22 retail brick and mortar and online stores. Local kiteboarding icons Matt
and Keegan Myers, the founders of M22, LLC, created the M22 brand to pay tribute to the
northern Michigan road of the same name and the natural beauty of its surrounding areas.

M22, LLC has used the M22 mark in association with its line of products since November
2007. The M22 mark has been extensively and exclusively used and advertised as a
designator of source for our client’s products, and the M22 mark has been displayed
nationally, such as in the photograph attached as Exhibit A, which was widely distributed
across the United States on the cover of Traverse Magazine. Further, our client has
displayed the M22 mark in association with the advertisement and sale of products through
its website located at http://m220nline.com. As such, our client has obtained common law
trademark rights in the M22 mark.'

It has recently come to our attention that you have adopted and are currently using a mark
that is confusingly similar to our client’s M22 mark. Specifically, you are currently using M25
in association with your sale of t-shirts, as evidenced by the attached Exhibit B. This letter
services as your notice that you have infringed upon our client’s trademark rights. As such,
you face liability for trademark infringement.

! See Trade-Mark Cases, 100 U.S. 82, 94 (U.S. 1879) (holding that common law trademark rights are created
through use in commerce).
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Section 45 of the Lanham Act states that a mark is used in commerce when it is “is placed in
any manner on the goods or their containers or the displays associated therewith....””
Trademark ownership, in turn, is determined through the priority of use of amark in
commerce in association with goods or services.” Our client has used the M22 mark in
association with its furniture since November 2007. As such, our client gained common law
rights in the M22 mark prior to your use of M25 in association with t-shirts. Furthermore, our
client has registered the M22 mark, as evidenced by the certificate attached as Exhibit C.
Such a certificate “shall be prima facie evidence of the validity of the registered mark and of
the registration of the mark, of the owner's ownership of the mark, and of the owner's
exclusive right to use the registered mark in commerce on or in connection with the goods
or services specified in the certificate....”

One may be held liable for trademark infringement where one uses, without the consent of
the trademark holder, a mark that “is likely to cause confusion, or to cause mistake, or to
deceive as to the affiliation, connection or association of such person with another person,
or as to the origin, sponsorship, or approval of his or her goods, services, or commercial
activities by another person.”® Where trademark infringement is established, the mark
owner may recover the defendant’s profits, as well as the mark owner’s actual damages and
costs of the action.® Further, the owner of a registered mark may recover up to $2,000,000
in statutory damages per mark infringed.’

Your adoption and use of a mark that is likely to cause confusion, to cause mistake, or to
deceive as to the affiliation of M22, LLC with MI Thumbprint, namely, your use of M25, has
subjected you to liability for trademark infringement. As such, you may be held liable for
significant monetary damages, costs, and attorneys fees.

In light of the foregoing, we hereby demand that you comply with the following by
Monday, July 19, 2010:

1. Cease and desist any and all use of our client’s M22 mark, or any colorable imitation
thereof, that is likely to cause consumer confusion;

2. Provide an accounting of all profits made from the use of M25 to sell t-shirts;
Destroy any and all marketing materials, catalogs, labels, or the like that use M25 to
indicate the source of your t-shirts and provide evidence and confirmation of same;

4. Provide confirmation, in writing, of compliance with the above demands.

25ee 15 U.S.C. 1127,

¥ See Western Stove Co. v. Geo. D. Roper Corp., 82 F. Supp. 206, 217 (D. Cal. 1949).
! See 15 U.S.C. 1057(b).

% See 15 U.S.C. 1125(a)(1).

¢ see 15 U.S.C. 1117(a).

7 See 15 U.S.C. 1m17(¢)(2).
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Your failure to comply with these requests by the date mentioned above may subject you to
a lawsuit for trademark infringement. Our client reserves all rights under the law, including
the right to initiate a trademark infringement lawsuit at any time and without notice to you.
Please contact me directly, or have your attorney contact me directly, at 231-932-0411 if you
have any questions.

Very truly yours,
Travers«a Legal, PLC

,/(L{/LU L /< A3 A T 5

- John Di Glacomo
john(@traverselegal.com
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M-23 T-Shint
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M22000076

KOME SHOP GNLINE

View Full-Size Image

Avallability

Usually ships in:

24 h

M-25 T-Shirt

Pricer $22.00
Asl a guestion abuut this product

frea, 'Cuz why not?

soft to the touch and durable in the wash,

Bumper decals coming soon!

hitp://www.mithumbpeint.com/store. luml

HETALL LOTATIONS WHOLESALE GET A FREE SHIRT) GALLERY ABOUT US CONTALTUS LIHKS

Lser MERUS

Username

Paszyord

ster Mo it

— JE e e —— e Filagln
Okay, well, right now all wie have Is this really cool T-shirt, but we'tt e happy to Fopgol yout possard?
send you THUMB, or even just one. A shirt is $22 plus & parcent MI tax. Shipping is Foigol your aseinane?

Lranle an accounl

Mi Thumbprint shitts are printed in the USA with eco-frieadly wates-based ink, both

Show Cary

Praceeds of the sale of this shirt are being donated 1o the S04 Foundation,
earmarked far scholarships at St. Clalr County Community Colfege in Port Huron. your Cart s cuircally £mply.

Aré these T-shirts not the perfect glft for anyone who lives, warks or vacations along
M-25 - In of near Michlgan burgs like Port Muron, Lakeport, Lexingten, Port Sanilac,
Applegate, Forester, Richmondvitle, Forestville, White Rock, Harbor Beach, Porl
Hope, Grindstene City, Part Austin, Pointg aux Barques, Casevilla, Bay Fo:t,
Sebewalng, Unionville, Wisner, Quanicassee - and all the way into Bay City?

A small discreet statement of Thumb pride for your bunper, bangie board or bock

bag.

Please cinat if you weant to be notified when they're avallabla,

Size: | small

Coogeanht I

2005 ML Thoamprist § et babepart, KIS0 I27.6569 | ATiignts s

exmved | HumB i mithumbpin.Com

T30 8:53 AM
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Trademark Electronic Search System (171:855) hitp://tess2.uspto.gov/bin/showficldf=doc&state=1009:8245¢8 8.3
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United States Patent and Trademark Office

Home | Site Index | Search| FAQ|Glossary | Guides| Contacis| eBusiness|eBiz alerts [ News | Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was fast updated on Tue Jul 13 03:56:20 EDT 2010

2 b

{ Logout ; Please logout when you are done to release system resources allocated for you.

Lotart gy st At [OR LJUmp ;6 record: Record 3outof 4

1 Use the "Back bution of the Infernet
Browser to reftirn lo

|

Waord Mark M 22 M220NLINE.COM
Goods and IC 025, US 022 039. G & S: Apparel specifically hats, t-shirts, long sleeve shirts, sweat shirs,

Services pants, shorts, underwear, tank tops. FIRST USE: 20040101. FIRST USE IN COMMERCE:
20040101

gg;imaw'“g (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Deslgn Search 28.07.01 - Diamonds with plain multiple line border; Diamonds with plain single line border

Code 26.09.20 - Squares inside one another

26.09.21 - Squares that are completely or partially shaded

Trademark ART-07.13 Billboards, Signs

Search Facility LETS-1 M A single letter, mulliples of a single ietter or in combination with a design

Classification  NUM-26-UP 22 Other Numerals - 26 and Up

Code SHAPES-DIAMONDS Diamond shaped designs including shaded or more than one diamend
SHAPES-GEOMETRIC Geometric figures and solids including squares, rectangles, quadrilaterals
and polygons

Serial Number 78963038

Filing Date August 29, 2006

Current Filing

Basis 1A

71310 8:33 AM




Trademark Electronic Scarch System (TESS)

M22000079

Original Filing
Basis

Published for
Opposition

Registration
Number

Registration
Date

Owner

Attorney of
Racord

Description of
Mark

Type of Mark
Register

Live/Dead
Indicator

hup://tess2 uspto. gov/bin/showlield W=doc&stale=4009:8g45¢8.8.3

1A
September 18, 2007
3348635

December 4, 2007

(REGISTRANT) Broneah, Inc. CORPORATION MICHIGAN 121 E. Front St. Suite 103 Traverse
City MICHIGAN 49684

Enrico Schaefer

Color is not claimed as a feature of the mark. The mark consists of an unmounted square street
sign with a centered diamond containing M 22 and with M22online.com in the bottom border of the
square.

TRADEMARK
PRINCIPAL

LIVE

|.HOME | SITE INDEX]| SEARCH | ¢BUSINESS | HELP { PRIVACY POLICY

T30 853 AM
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TRAVERSE CITY

[0S ANGELES
AUSTIN

D . CE R ped .
—I I\ /\ \/ E R N [ LA e € M WASHINGTON DC

January 26, 2012

Via Email and Fax

CafePress.com

Attn: Lindsay Moore

Intellectual Property Rights Agent
1850 Gateway Drive

Suite 300

San Mateo, CA 94404

RE: Copyright Claim Concerning User UP_North_Michigan
Dear Sir or Madam:

We represent the interests of Broneah, Inc., whichis a corporation organized under the laws
of the State of Michigan with its principal place of business in Traverse City, Ml (“Broneah”).
Broneah is the owner of all copyright rights in and to the work of creative authorship
embodied in the M22 logo, which may be viewed at http://www.m220nline.com.
Additionally, Broneah is the owner of the M22 family of marks, which include THE M-22
CHALLENGE (Serial No. 85089688), M22 (Serial No. 85041051), M22 (Serial No. 85040494),
M220NLINE.COM (Serial No. 78963038), and M22 (Serial No. 77197208) marks (“M22 Family
of Marks”).

It has recently come to our attention that a party using your service has infringed upon our
client’s exclusive copyright rights, which are guaranteed by 17 U.S.C. § 106. Specifically, the
user UP_North_Michigan is currently offering for sale goods that are substantially similar to
our client’s copyrighted works and are offered in direct competition with our clients t-shirt
goods. Additionally, this user’s use of M26 as a mark is likely to cause confusion with our
client’s registered M22 Family of Marks, which constitutes trademark infringement in
violation of 15 U.S.C. § 1117 and 1125. These actions have been taken without our client’s
authorization, license, or acquiescence. The goods in question may be accessed at the
following link http://www.cafepress.com/skfup_north_michigan.

This letter serves as your notice that we have a good faith belief that your user has infringed
upon our client’s copyright and trademark rights misappropriating its creative work and by
reproducing, distributing, and publicly displaying that work through your website.
Consequently, we hereby demand that you expeditiously remove the identified work

810 Cottageview Drive G-20 . Traverse City MI 49684 . ™ 866.936.7447 . ™ 231.932.0636 . ** Traverselegal.com
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January 26, 2012
Page 2

pursuant to your statutory safe harbor duties under 17 U.S.C. § 512 or face liability for direct
and contributory copyright infringement, as well as contributory and vicarious trademark
infringement, We further demand that you, now and in the future, refrain from distributing
or displaying the copyrighted and trademarked works of our client through your services.

We hereby affirm, under penalty of perjury, that the information contained in this notice is
accurate and that we are authorized to act on behalf of our client, the copyright holder.
Understand that we will not hesitate to take further action for your failure to remove this
copyrighted work from your servers. Our client reserves all of its rights under the law,
including the right to initiate a copyright and trademark infringement lawsuit at any time
and without notice.

Should you have any questions, do not hesitate to contact me directly at 231-932-0411.

Very truly yours,

TRAVERSE LEGAL, PLC

T

) v \ -,:;ff?-" N
L .(\,_/_\‘ 3,{5\) l—-féfz/é'z-wez,.w..v,..‘.f)

7
{ /John Di Giacomo

" john(@traverselegal.com
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Cathy Dittrich

From: Enrico Schaefer [enrico@traverselegal.com]
Sent: Friday, May 04, 2012 8:08 AM

To: btanis1@hotmail.com

Cc: Matt Myers; Cathy Dittrich; Broneah Dudes
Subject: Re: M22

Brian:

My name is Enrico Schaefer and | am the trademark attorney for M22. As you likely know, M22 spent
years and substantial sums of money building M22 into a brand recognizable throughout the United
States and beyond. It has severally federally registered trademarks which provide for the exclusive
use of M22 marks throughout the United States, and to prevent any marks which might cause
confusion to consumers.

We believe your use of M28 violates the M22 marks. We have already had confused customers
mistake what you are doing with the M22 brand. Copying the success of M22 is a violation of federal
law and can subject you to substantial damages, including up to $150,000 is statutory damages for
willful violations, and payment of attorney fees. It appears your business model is designed to
directly mimic and infringe on the success of M22. | understand that you are doing more than just the
Facebook page, and may even be selling merchandise and stickers which are almost identical to M22
federal trademarks. This is a serious issue which needs to be addressed.

| understand that you may have registered something to do with M28 in Michigan. Please understand
that such a filing has no impact on this issue. Assuming you registered for a state trademark, you also
affirmed as part of that filing that you were not violating any trademark rights. In any event, federal
law controls. The first to use a mark in commerce has the exclusive right to use that mark, and
preclude the use of confusingly similar marks. In this case, that is clearly M22. Federal registration
provides enhance remedies against people who infringe.

| would be happy to speak with you, or your attorney, directly about this important matter. Often
times, we can work out an accommodation which allows both parties to move forward. It is our goal
to resolve, rather than escalate, this issue. However, M22 must protect its marks and substantial
investment. Please let me know when we might speak.

Enrico Schaefer
www.TraverselLegal.com
enrico.schaefer@traverselegal.com
866.936.7447

231-715-3298 (Direct Dial)

ps. | understand you sent an email to my client accusing them of 'hacking' your web site. M22is a
professionally run company with M22 stores in multiple locations, and global merchandise
distribution. Neither M22 nor its owners or employees engages in activities such as hacking. We
operate to resolve legal issues which arise in a professional manner, always seeking to educate
people about our rights so everyone can make solid business decisions.

On May 3, 2012, at 11:58 AM, Broneah Kiteboarding wrote:

1
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> Brian.

>

> Nice talking today. Here is the link with the radio interview |
> mentioned. htip://m22online.com/products-page/trademark/
-1

> Traverse Legal, http:.//iwww traverselegal.com/ will be in touch with
> you soon to discuss your concerns.

>

> Thanks Keegan!

>

o T

> Best Regards,

>

> M-22

>"Join" on Facebook - http://www facebook.com/M22online
> 125 East Front Street

> Traverse City, Ml 49684

> www.M22online.com

> 231-360-9090

>

> BRONEAH

> "Join" on Facebook - htip://www.facebook.com/Broneah

> 125 East Front Street

> Traverse City, Ml 49684

> www.broneah.com

> 231-392-2212
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Cathy Dittrich

From: Brian Tanis [btanis1@hotmail.com]

Sent: Friday, May 11, 2012 6:04 PM

To: enrico@traverselegal.com

Cc: matt@broneah.com; cathy.dittrich@traverselegal.com; m 22
Subject: RE: M22

I have taken down all photos of m28 on the facebook page. How do you suggest we work out so "both parties move
forward".

> Subject: Re: M22

> From: enrico@traverselegal.com

> Date: Fri, 4 May 2012 08:08:02 -0400

> CC: matt@broneah.com; cathy.dittrich@traverselegal.com; broneah@broneah.com

> To: btanis1@hotmail.com

>

> Brian:

b

> My name is Enrico Schaefer and I am the trademark attorney for M22. As you likely know, M22 spent years and
substantial sums of money building M22 into a brand recognizable throughout the United States and beyond. It has
severally federally registered trademarks which provide for the exclusive use of M22 marks throughout the United States,
and to prevent any marks which might cause confusion to consumers.

>

> We believe your use of M28 violates the M22 marks. We have already had confused customers mistake what you are
doing with the M22 brand. Copying the success of M22 is a violation of federal law and can subject you to substantial
damages, including up to $150,000 is statutory damages for willful violations, and payment of attorney fees. It appears
your business model is designed to directly mimic and infringe on the success of M22. I understand that you are doing
more than just the Facebook page, and may even be selling merchandise and stickers which are almost identical to M22
federal trademarks. This is a serious issue which needs to be addressed.

>

> I understand that you may have registered something to do with M28 in Michigan. Please understand that such a filing
has no impact on this issue. Assuming you registered for a state trademark, you also affirmed as part of that filing that
you were not violating any trademark rights. In any event, federal law controls. The first to use a mark in commerce has
the exclusive right to use that mark, and preclude the use of confusingly similar marks. In this case, that is clearly M22.
Federal registration provides enhance remedies against people who infringe.

>

> I would be happy to speak with you, or your attorney, directly about this important matter. Often times, we can work
out an accommodation which allows both parties to move forward. It is our goal to resolve, rather than escalate, this
issue. However, M22 must protect its marks and substantial investment. Please let me know when we might speak.

>

> Enrico Schaefer

> www, Traversel egal.com

> enrico.schaefer@traverselegal.com

> 866.936.7447

> 231-715-3298 (Direct Dial)

>

>

> ps. I understand you sent an email to my client accusing them of 'hacking' your web site, M22 is a professionally run
company with M22 stores in multiple locations, and global merchandise distribution. Neither M22 nor its owners or
employees engages in activities such as hacking. We operate to resolve legal issues which arise in a professional manner,
always seeking to educate people about our rights so everyone can make solid business decisions.

>

> On May 3, 2012, at 11:58 AM, Broneah Kiteboarding wrote:

>

> > Brian,

S B
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> Nice talking today. Here is the link with the radio interview I

> mentioned. hitp://m22online.com/products-page/trademark/

>

> Traverse Legal, http://www.traverselegat.com/ will be in touch with
> you soon to discuss your concerns.

>

> Thanks Keegan!

>

> -

> Best Regards,

>

> M-22

> "Join" on Facebook - hitp://www.facebook.com/M22online
> 125 East Front Street

> Traverse City, MI 49684

> www.M22ontine.com

> 231-360-9090

>

> BRONEAH

> "Join" on Facebook - http://www.facebook.com/Broneah
> 125 East Front Street

> Traverse City, MI 49684

> www.broneah.com

> 231-392-2212
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Suite G-20 231 §312 0636 rax

TRAVERSElegal

)

ATTORNEYS & ADVISORS

March 24, 2010

VIA CERTIFIED MAIL AND EMAIL
mary@traversebaypaddler.com
susan@traversebaypaddler.com
PaddleAway, LLC

15763 Smokey Hollow Road
Traverse City, Ml 49686

RE:  Traversebaypaddler.com
Dear Mary and Susan:

As you know, this law firm represents M22, LLC, with regard to their various M22 trademarks,
including M22 (Serial No. 77,197,208), M22online.com (Serial No. 78,963,038), and M185 (Serial
No. 77,378,131). Please recall that we met last summer to discuss your use of “M37” on t-shirts
and your website. During that meeting, we discussed my clients’ various trademarks and your
virtual identical copying of my clients’ t-shirt designs and marketing model. During that meeting,
you agreed to cease and desist using M37 on apparel and on your website. Itis now apparent
from the information on www.traversebaypaddler.com that you have actually violated that prior
agreement and now are expanding your infringing activities. Before taking this matter further
and potentially filing a complaint in Federal Court in Grand Rapids, we wanted to provide you
one last opportunity to explain your actions. As you know, each instance of infringement can
result in up to $100,000 in statutory damages, plus attorneys’ fees. Given your prior notice and,
in fact, prior agreement to cease and desist, there is no question that your continued activities
are intentional.

We would demand that you contact this office within the next three (3) business days and
confirm that you will immediately disable the website and cease and desist the sale of any
further M37 merchandise.

Sincerely,

Tray rs@ga[, PLC

ﬁ\&J i
\ .

Enrico Schaefer——
enrico@traverselegal.com
ES/cad
Enclosures
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PADDLEAWAY

http://www traversebaypaddler.convPaddleAway/M 37.html

QUR VISION ABOUTUS  STORE ~ M 37 PADDLE TOURS

M 37 Limited Edition Short Sleeve Cotton
T-Shirt
Price: $15.00

Pl vy

EDUCATION

PADDLEBLOG

3/22/2010 11:29 AM




PaddleAway hip: 4w raversebaypaddier.comyPaddleAway/About_Us.html
) ! ¥l ) ;
M22000471

PADDLEAWAY OUR VISION ABOUT US STORE M 37 PADDLE TOURS EDUCATION PADDLEBLOG

Tof2 3/22/2010 11:28 AM
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15763 Smokcy ]_io”ow Rd
T raverse C—_itg Ml 49684
231-715-1454

Mary M«']I'II'\CI' 5[158!1 -TBI'CZOH

Aprit 26, 2010
Enrico Schaefer
810 Cottageview Dr.
Suite G-20
Traverse City M149684

REF: Traversebaypaddler.com
Dear Enrico,
In response to your April 20, 2010 letter, we agree to remave the ability to purchase the M37 t-shirts from our website.

We appreciate your clients' investment in marketing their products. However, we continue to believe consumers are
not misled by road signs any more than Michigan drivers are misled by those same road signs.

It is our hope that both our organizations can now focus our energies on growing our respective companies and
promoting northern Michigan as a great place to live and do business.

Best regards,

Mary Susan
Mary U. Manner Susan G. Tarczon
CEO CFO

www.traversebaypaddler.com
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TRAVERSElegal.

ATTORNEYS & ADVISORS

April 20, 2010

VIA EMAIL ONLY

Mary U. Manner mary@traversebaypaddler.com
Susan Tarczon susan(@traversebaypaddler.com
PaddleAway, LLC

15763 Smokey Hollow Road

Traverse City, Ml 49686

RE:  Traversebaypaddler.com
Dear Ladies:

In response to your letter dated March 26, 2010, we believed that you should have been well
done publicly selling any merchandise that you had. Also, it did appear that your website
had been updated in order to do more marketing. People, are, in fact, confused believing
that your products are being provided through M22.

We appreciate your response and indication that you have not expanded your inventory.
Given the amount of time that has passed, however, we must request that you cease and
desist any further marketing of the M37 merchandise. We cannot continue to allow further
marketing activity. We would request that you cease marketing the t-shirts on
traversebaypaddler.com. We would allow you to continue to sell your merchandise to
customers who come to your tours. This way you could continue to sell any remaining
merchandise that you have. The key is that we cannot allow any public marketing of the
merchandise any further.

Please appreciate our position. My clients have well over six figures invested in creating this
brand, not to mention innumerable hours of time. Your t-shirts look virtually identical to
ours. There is no doubt that people are confused about the relationship between your
company and ours and the source of the M37 merchandise. A jury would have no problem
concluding that there would be a likelihood of confusion between the brands. More
importantly, your sale of M37 simply encourages others to infringe.
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April 20, 2010
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Please let me know if the above approach will work for you. Again, you would remove alt
M37 merchandise marketing from your website. You would agree not to publicly market
M37 gear. We would allow you to continue to sell your merchandise to actual customers of
your paddie tours.

Sincerely,

Traverse Legal, PLC
£ i
Enrico’Schaefer
eprico@traverselegal.com
ESfcad o
Enclosures
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August 9, 2010

North Coast Image Wear
C/O Tracy Piehl

610 West Sheridan, Suite 2
Petoskey, Ml 49770
Phone: (231) 347-3016

Fax: (231) 348-2015
tracy@ncimagewear.com

RE:  Infringement of M22 Trademark

Dear Ms. Piehl:

It has recently come to our attention that you are printing several products for The M119
Project, which distributes products containing a mark that infringes upon our client’s
registered M22 family of marks. This letter serves as your notice that any continued printing
of products containing the M119 mark will subject you to significant liability for contributory
trademark infringement and vicarious liability under federal law.

Our client is the holder of registered trademarks for M22 in a variety of International Classes
and for use in association with several different goods or services. Specifically, our client
holds a registered trademark for M22 for use in association with wine (Registration No.
3427900) and M22 for use in association with apparel, specifically, hats, t-shirts, long sleeve
shirts, sweat shirts, pants, shorts, underwear, and tank tops (Registration No. 3348635).
Our client also has two applications currently pending registration in front of the US Patent
and Trademark Office for M22 for use in association with retail shops featuring clothing,
sporting goods, and novelty items (Serial Nos. 85040494 and 85041051), as well as an
application for M22 Challenge for use in association with entertainment in the nature of
competitions in the field of athletics (Serial No. 85089688). Evidence of these trademarks
are attached to this letter as Exhibit A. Our client also holds common law rights in the M22
family of marks by virtue of its longstanding use of those marks in commerce.
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Consequently, our client’s M22 mark has become well and favorably known across the world
as an indicator of quality goods and services.

Understand that the test for trademark infringement applied by a court asks whether the
opposing party’s mark is “likely to cause confusion, or to cause mistake, or to deceive.” 15
U.S.C. § 1114. In examining whether a mark is likely to cause confusion, courts apply eight
non-exclusive factors: (1) the strength of the plaintiff’s mark; (2) the relatedness of the
goods; (3) the similarities of the marks; (4) evidence of actual confusion; (5) the marketing
channels used; (6) the likely degree of purchaser care; (7) the defendant’s intent in selecting
the mark; and (8) the likelihood of expansion of the product lines. See Frisch’s Restaurants,
Inc. v. Elby’s Big Boy, Inc. 670 F.2d 642, 648 (6" Cir. 1982). When the likelihood of confusion
test “is closely balanced, the question should be resolved in favor of the senior user.” See 3
McCarthy § 23:64; see also Dallas Cowboys Football Club, Ltd. v. Am.’s Team Props., 616 F.
Supp. 2d 622, 637 (N.D. Tex. 2009).

We have no doubt that a court would find that the M11g Project’s use of the M119 mark is
confusingly similar to our client’s M22 mark. Specifically, the M119 Project is currently using
an identical logo, save for a change in the number displayed on the logo from 22 to 119, to
sell goods in direct competition with our client’s goods. This has subjected them to up to
42,000,000 in statutory damages under the Lanham Act. 15 U.S.C. § 1117(c)(2). Further, the
M119 Project can also be held liable for our client’s actual costs, damages, and attorneys fees
under 15 U.S.C. § 1117(a).

Also note that your printing of products for the M119 Project has subjected you to liability for
the same amount, up to $2,000,000 in statutory damages, for your contributory and
vicarious infringement. Contributory infringement occurs where a third party either (a)
induces a third party to infringe on a mark or (b) supplies a product to a third party with
actual or constructive knowledge that the product is being used to infringe upon a mark.
See Inwood Lab, Inc. v. Ives Lab., Inc., 456 U.S. 844, 853-54 (1982). Similarly, vicarious liability
for trademark infringement occurs where a party (1) has the ability to stop or limit the direct
infringement of a mark; (2) directly profits from the direct infringement of another’s mark;
and (3) declines to exercise the right to stop or limit the infringement. See Bridgeport Music,
Inc. v. Rhyme Syndicate Music, 376 F.3d 615, 621 (6th Cir. 2004). It is clear that, should you
decide to continue printing these products, you will be subjected to liability for both
contributory and vicarious trademark infringement.

| hope that the explanation of the law contained within this letter resolves any questions
that you may have as to our client’s trademark rights and that you will cease printing the
M119 products without the need for further legal action. With that said, our client must
reserve all rights, including the right to bring a trademark infringement lawsuit for
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contributory infringement should you continue printing these items. If you have any
questions, please do not hesitate to contact me directly at 231-932-0411.

Sincerely, . L
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August 4, 2011

Douglas S. Bishop, Es4.

Bishop & Heintz P.C.

440 West Front Street

P.O. Box 707

Traverse City, Ml 49685

Emaib: doug1@bishopheintz.com

Re: Broneah, Inc. [ M2 trademark
Dear Doug,

You indicated in your letter that federal regulations and enabling legislation permit anyone whose
business is located on a state highway to use an exact duplicate of the sign for that highway. It is true that a
business is permitted to use a highway sign in this manner. Such use of a trademark, however, is
geographically descriptive, and is not protected under the Lanham Act. See Burke-Parsons-Bowlby Corp. v.
Appalachian Log Homes, Inc., 871 £.2d 590, 594 (6th Cir. 1989). | appreciate your concession that the M-1t9 sign
can and should be used in a geographically descriptive manner.

While | agree with you that the M-119 mark should only be used in a geographically descriptive way,
your client has not limited its use to mere geographic description, and has instead used the M-119 mark to
indicate the source of its apparel, wine, and other products.

Itis clear that your client has copied my dlient’s business model, in a blatant attempt to trade off of the
popularity and good will of the M-22 brand, You are already well aware that there are numerous accounts of
actual confusion in the marketplace by loyal M-22 customers, who mistakenly believe that M-119 is affiliated
with or shares the same origin as M-22 goods. As evidenced by your client’s obvious copying and reckless
disregard for decelving consumers about the true source of M-119 goods, it is clear that your client is engaged
in unfair competition and trademark infringement.

In our last meeting, you presented an administrative traffic manual as your authority for trademark
faw. The authority that governs here, and which will govern in any court, is the federal trademark statute,
the Lanham Act, which was cnacted by Congress and signed by the President of the United States. If you
can provide any federal statutory authority or case law that indicates that a highway sign cannot be
afforded trademark protection, | would like to see it.

Sincerely, o
’'a '/’_; ¢ e -

/ i N /L/, >
g N -
y - e s P Tl

,&;’ (s ( LA e

T L -

7 /1ohn Di Giacomo.---

s V
john@traverselegal.com




310 Cottageview DL 231 9327040

M22000181 4 Sulei2a 231932 0636 ax
{E - - Traverse City :
TDAN/E RG] 2 IV g ‘
FRAVIER O l(‘gdl Mlchipan ao684 traverselegalcon

ATTORNEYS & ADMISORS

August 6, 2010

Lee Lutes

360 McKinley Rd.

Traverse City, Ml 49686
llutes@blackstarfarms.com

RE:  Infringement of M22 Trademark
Dear Mr. Lutes:

It has recently come to our attention that you are printing wine labels for The M119 Project,
which distributes products containing a mark that infringes upon our client’s registered M22
family of marks. This letter serves as your notice that any continued printing of labels
containing this mark will subject you to significant liability for contributory trademark
infringement and vicarious liability under federal law.

our client is the holder of registered trademarks for M22 in a variety of International Classes
and for use in association with several different goods or services. Specifically, our client
holds a registered trademark for M22 for use in association with wine (Registration No.
3427900) and M22 for use in association with apparel, specifically, hats, t-shirts, long sleeve
shirts, sweat shirts, pants, shorts, underwear, and tank tops (Registration No. 3348635).
our client also has two applications currently pending registration in front of the US Patent
and Trademark Office for M22 for use in association with retail shops featuring clothing,
sporting goods, and novelty items (Serial Nos. 85040494 and 85041051), as well as an
application for M22 Challenge for use in association with entertainment in the nature of
competitions in the field of athletics (Serial No. 85089688). Evidence of these trademarks
are attached to this letter as Exhibit A. Our client also holds common law rights in the M22
family of marks by virtue of its longstanding use of those marks in commerce.
Consequently, our client’s M22 mark has become well and favorably known across the world
as an indicator of quality goods and services.

Understand that the test for trademark infringement applied by a court asks whether the
opposing party’s mark is “likely to cause confusion, or to cause mistake, or to deceive.” 15
U.S.C. § 1114. In examining whether a mark is likely to cause confusion, courts apply eight
non-exclusive factors: (1) the strength of the plaintiff’s mark; (2) the relatedness of the
goods; (3) the similarities of the marks; (4) evidence of actual confusion; (5) the marketing
channels used; (6) the likely degree of purchaser care; (7) the defendant’s intent in selecting
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the mark; and (8) the likelihood of expansion of the product lines. See Frisch’s Restaurants,
Inc. v. Elby’s Big Boy, Inc. 670 F.2d 642, 648 (6" Cir. 1982). When the likelihood of confusion
test “is closely balanced, the question should be resolved in favor of the senior user.” See 3
McCarthy § 23:64; see also Dallas Cowboys Football Club, Ltd. v. Am.’s Team Props., 616 F.
Supp. 2d 622, 637 (N.D. Tex. 2009).

We have no doubt that a court would find that the M119 Project’s use of the M119 mark is
confusingly similar to our client’s M22 mark. Specifically, the M119 Project is currently using
an identical logo, save for a change in the number displayed on the logo from 22 to 119, to
sell goods in direct competition with our client’s goods. This has subjected them to up to
42,000,000 in statutory damages under the Lanham Act. 15 U.S.C. §1117(c)(2). Further, the
M119 Project can also be held liable for our client’s actual costs, damages, and attorneys fees
under 15 U.S.C. § 1117(a).

Also note that your printing of labels for the M119 Project has subjected you to liability for
the same amount, up to $2,000,000 in statutory damages, for your contributory and
vicarious infringement. Contributory infringement occurs where a third party either (a)
induces a third party to infringe on a mark or (b) supplies a product to a third party with
actual or constructive knowledge that the product is being used to infringe upon a mark.
See Inwood Lab, Inc. v. Ives Lab., Inc., 456 U.S. 844, 853-54 (1982). Similarly, vicarious liability
for trademark infringement occurs where a party (1) has the ability to stop or limit the direct
infringement of a mark; (2) directly profits from the direct infringement of another’s mark;
and (3) declines to exercise the right to stop or limit the infringement. See Bridgeport Music,
Inc. v. Rhyme Syndicate Music, 376 F.3d 615, 621 (6th Cir. 2004). ltis clear that, should you
decide to continue printing these labels, you will be subjected to liability for both
contributory and vicarious trademark infringement.

our client indicated that you were concerned that its mark has been involved in a dispute
with another entity in Mackinac City. Rest assured that this issue was settled and that our
client continues to have full rights in and to its M22 family of marks. While | am hesitant to
provide you with confidential information concerning our client, | have attached the
settlement agreement in that matter to this letter as Exhibit B in an attempt to alleviate your
concerns. Understand that this document is provided to you for the limited purpose of
making you aware of our client’s rights and cannot be redistributed without legal
consequences.

| hope that the explanation of the law contained within this letter resolves your concerns
and that you will cease printing the M119 labels without further actions. Our clientis very
happy with your services and looks forward to a long and beneficial relationship with your
company. With that said, our client must reserve all rights, including the right to bring a
trademark infringement lawsuit for contributory infringement should you continue printing
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these bottles. If you have any questions, please do not hesitate to contact me directly at
231-932-0411.
Sincerely, -,
'(fj é'r{'/-""""‘\\BLf\,_/\ ),ﬁfﬂ/{_/?_}"'}’l’l,(ﬁ.w‘,,..-->
Faa R RS

jr" “John Di Giacomo
v john@traverselegal.com
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BISHOP(AHEINTZ.]

Arronnsys ~ COUNSELORS

DOUGLAS S, BISHOP* MEAGAN RAFTERY BELDEN+
PATRICK E. HEINTZ MATTHEW L. CLASSENS
DAVID A. CVENGROS P
STEVEN R. FOX JEROME COLLIGAN - of counsel
*registered patent attorney +also admirced in Wlineds
August 17, 2011
John Di Giacomo, Esq.

Traverse Legal
810 Cottageview Drive, Suite G-20
Traverse City, MI 49684

Also sent via email to john@traverselegal.com

Re:  Broneah, Inc./M22 Trademark
Your Letter with reference to Broneah, Inc, dated August 4, 2011

Dear John:

I believe you are missing a number of issues. First and foremost, since our client has been using
replicas of the state highway sign for M-119 on goods sold from her retail location for a substantial
number of years, before your client even existed, your suggestion that somehow your client’s “business
model” has been copied or infringed is pretey far off the mark,

Further, irrespective of whether your client is properly using the M-22 road sign as a trademark
(I submit that it is not, but it's not a dispositive issue), any person may utilize an exact duplicate of a
public road sign in any manner that they wish.

Finally, all other argument aside, I cannot agree with the suggestion that M-119 is confusingly
similar, in any way, to M-22, as that test is applied.

This letter is without prejudice to our client’s rights, all of which are expressly reserved. As with
my prior correspondence, it further constitutes a settlement communication and may not be used for any
other purpose without the prior written consent of Bishop & Heintz, P.C. and our client.

Sincerely,

Douglas S. Bishop
DSB/tms

cc: Ms, Carolyn Sutherland

440 WEST FRONT AT QAK - P.O. BOX 707 - TRAVERSE CITY, MICI HGAN 495850707
TELEPHONE (231) 946-4100 - TOLL FREE (877) 756-4529 - TELEFAX (231) 946-8543
email: Firm: info@bishopheintz.com - Individual Accorney: dougl@bishopheintz.com
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TRAVERSE!

September 11, 2008
VIA CERTIFIED MAIL/RETURN RECEIPT

Route Scouts

Attn: Mary Roberts, Heidi Marshall
and Rebecca Glotfelty

P.O. Box 533

Petoskey, Ml 49770

Re: Notice Letter of Trademark Issues
To Whom It May Concern:

This is a follow-up to two emails | sent you through your website of
www.routescouts.com. As you know, | represent M-22, LLC concerning their various
registered trademarks for M-22 and other brands in international classes relating to
apparel, wine and other products. This letter will again put you on notice of our
client’s trademark rights and our belief that your “route scouts” use of M-11g infringes
on my client’s previously registered trademarks. It is clear that you have essentially
copied my client’s business model. While we appreciate the goal of generating funds
to benefit the cultural preservation along M-119 corridor, we have already received
feedback potential customers who believe that my client owns, operates, endorses or
sponsors the apparel which you are selling at:

Cycling Salamander Art Gallery (7 miles south of Charlevoix),
McLean and Eakin Booksellers (downtown Petoskey),
Indian Hills Gallery (on M119),

Harborwear in downtown Harbor Springs,

Primitive Images (Good Hart), and

Legs Inn.

As noted in my previous emails, | am asking again that you contact our office directly
so that we can discuss this matter. Our next step would be to send to notice letters to
the retail establishments noted on your website indicating the trademark issues noted
above and asking them to cease distribution in order to avoid their potential liability in
the matter.
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L look forward to hearing from you no later than September 19, 2008.

Sincerely,
TRAVERSE LEGAL, PLC
.

Sy

1

Enrico é(j._hae‘é P

Enrico.Schaefer{@traverselegal.com
ESfcam

cc: M-22, LLC
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TRAVERSE

September 17, 2008
VIA MAIL [ FACSIMILE | EMAIL

Wallace H. Glendening
1550 Buhl Building
Detroit, Michigan 48226

Fax: 313-221-0488
Email: whg(@comcast.net

Re:  Mi11g Trademark Infringement
Mr. Glendening:

Thank you for your September 12, 2008 letter on behalf of route Scouts LLC. Let me
first clarify my typo and answer your question by noting that our client, M22, LLC does
not have a registered trademark for M119.

That said, we reiterate our position that your client’s continued use of the M119 logo
on t-shirts infringes upon our client’s registered M22 trademarks, which include the
following registrations with the United States Patent and Trademark Office:

1. M 22 M220NLINE.COM
Registration Number: 3348635
International Class: 025. Apparel specifically hats, t-shirts, long sleeve
shirts, sweat shirts, pants, shorts, underwear, tank tops.
First Use In Commerce Date: 20040101
Filing Date: August 29, 2006

2. M22
Registration Number: 3427900
International Class: 033. Wine.
First Use In Commerce Date: 20071000
Filing Date: June 4, 2007

It is clear that your client has not only copied our client’s business model, but they
have also copied our client’s trade dress by using the same colors and a confusingly
similar mark with the same logo design. See Exhibit A, Printout of website listing M119
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shirts for sale and directing consumers to distributors. These factors show purposeful
copying in an effort to divert business from our client, which further benefits our
client’s position. See Leelanau Wine Cellars v. Black & Red, 502 F.3d 504, 520 (6Lh Cir.
2007). Most importantly, the fact remains that your client’s use of the mark has
resulted in actual confusion. As you know, “[e]vidence of actual confusion is
undoubtedly the best evidence of likelihood of confusion.” See AutoZone, Inc. v. Tandy
Corp., 373 F.3d 786, 795-96 (6'" Cir. 2004).

As a result, we request that your client immediately:

1. Cease and desist any and all use of any mark, including M119, in such a way that
would create a likelihood of consumer confusion, dilute M2z, LLC's M22@ or
other marks, or otherwise damage the M22® mark or M22, LLG;

2. Not produce, advertise, market, promote, sell, distribute or otherwise use our
the M119 mark, or any colorable imitation thereof, in connection with any
clothing or other products or services that would be likely to cause consumer
confusion as to source or origin; and

3. Keep all evidence of use, all revenue attributable to the sale of the infringing
items, and all associated expenses attributable to the sale of the infringing
items. Failure to do so subjects you to claims of spoliation of evidence.

We would ask that your client confirm, in writing, its willingness to abide by our
requests no later than September 25, 2008. In the meantime, we welcome the
opportunity to discuss this matter with you further if need be, Our goalis to avoid the
consumer confusion that has undoubtedly accurred without court intervention, if

possible.
Sincerely,
TRAVERSE LEGAE, PLC
Enrico Schaefer .
Enrico.Schdefer@traverselegal.com
ES/bah

cc M-22, LLC
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AUDIO TOURS OF MICHIGAN'S HERITAGE HIGHWAYS

P.O. Box 533, Petoskey, Ml 49770 Route Scouts is dedicated to the preservation and celebration of
tradition, activities, heritage, stories, flora, and arts and culture of
northern Michigan. We create self-guided audio tours of the scenic
routes and trails and sights of Northern Michigan.

THE ROUTE SCOUTS

Home

WEDNESDAY
The Scouts

M-119 Apparel

CONTACT US:

Your
message
Name: .
ame r Route Scouts is proud to introduce M118 T-shirs.
Your Celebrate what many call Michigan's most beautiful scenic highway
location by sporting M119 apparel.
Email | B Shirts can be purchased at:
Address: Cycling Salamander Art Gallery (7 miles south of Charlevoix)

McLean and Eakin Booksellers (downtown Petoskey),

Howdid [ online search Indian Hills Gallery (on M119),

you [j word of mouth Harborwear in downtown Harbor Springs
learn ] audio tour .

= . Primitive Images (Good Hart),
about L) 119 tshirts Legs Inn (Cross Village)
Route [ 1 newspaper 9 3

Scouts? [ store
Twenty percent of sales will directly benefit the cultural preservation

along the M-119 corridor.

POSTED BY REBECCA AT 11:31 PM

create form

Newer Post Home Older Post

hitp://www.routescouts.com/2008/07/m-119-apparel.html 9/17/2008
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M-119 APPAREL

FEATURED ROUTE SCOUT
RECIPE

Cock-a-leekie Soup

SUBSCRIBE TO ROUTE SCOU”

BLOG ARGHIVE
¥ 2007 (5)
Y May (3)
M-119 Audio Tour
Mackinac Island Audio Tour
Cack-a-leekie Soup

¥ April (1)
b February {1)

Absolute Michigan - All Michigan, All
the Time

COPYRIGHT 2008 ROUTE SCOUTS LLC. ALL RIGHTS RESERVED
sitemeteradills

http:/Avww.routescouts.com/2008/07/m-119-apparel.htm! 9/17/2008
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Create Blog | Sign In

AUDIO TOURS OF MICHIGAN'S HERITAGE HIGHWAYS

P.0O. Box 533, Petoskey, Ml 49770

THE ROUTE SCOUTS

Home
The Scoufs

CONTACT US:

Your
message

Name: [

Your
location

Email |
Address:

How did [ online search

you [} word of mouth
learn || audio tour
about 1 M119 t-shirts
Route "] newspaper

Scouts? [] stare

create form

hitp://www.routescouts.comy/

Route Scouts is dedicated to the preservation and celebration of

tradition, activities, heritage, stories, flora,

and arts and culture of

northern Michigan. We create self-guided audio tours of the scenic
routes and trails and sights of Northern Michigan.

SATURDAY

M-119 Audio Tour

Coming Soont

Route Scouts is your
guide for the 27.5 mile
journey along this
Michigan Heritage
Highway. M-119 is a mix
of villages, lakes, pastoral
vistas and winding road.
You'll learn about Chief
Petoskey, the formation
of Little Traverse Bay,
wonderful places to shop

and dine, ancieni Odawa stories and much more. Various guides

such as John Riggs of Thorne Swift Nature Preserve and Ray
Kiogima, Odawa Elder, assist you on this journey. Join us in the

Land of the Crooked Tree.

{ Sean of Crooked Tree
Bread Works delivers fresh
bread daily)

Listen to the introduction of

the M-119 audio tour

10/14/2008




Route Scouts Page 2 of 2

M22002457

el oLy
TOUEEEGIHE &)

M-119 APPAREL

FEATURED ROUTE SCOUT
RECIPE

Cock-a-leekie Soup

]i CAAl Comments

8LOG ARCHIVE

¥ 2007 (5) POSTED BY REBECCA AT 3:29 PM

¥ May (3}
M-119 Audio Tour
Mackinac Island Audio Tour

Older Posts

Cock-a-leekie Soup Subscribe to: Posts (Atom)
» April (1)
B February (1)

Absolute Michigan - Alt Michigan, Al
the Time

COPYRIGHT 2008 ROUTE SCOUTS LLC. ALL RIGHTS RESERVED

http://www.routescouts.com/ 10/14/2008
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Riverside

for the Season
| Fricay April 22nd

FINE DINING

overlookinglihe Leland River

231-2566-2971
In'the:Village ofileland

Dining’- Lodding
Weddings = Catering

SpeciallEaster Brunch
Sunday:April24th

www theriverside:inncom

=1902
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FREE! FUN

FREE
online ads
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“THE M-272 LOOK

The Myers brothers capture the mood of Northern Michigan

Matt'and. - K [ Myers
Neahtawanta point on Old Mission
Peninsula;where they®arewsup.
Photo by Uason Hamelin.

By: Kristy Kurjan

Fresh waler, beaches, bonfires, and com-
fortable clothing. That is exactly what Kite-
boarding co-founders Matt and Keegan Myers
had in mind for their M-22 clothing company
based out of Traverse City. For the brothers,
M-22 is a way to express appreciation for the
region through comfortable fashion.

M-22 is not just a road; it is a way of life.
The Myers brother's line of cotton apparel is a
reflection of the simplicity and natural beauty
that Northern Michigan gives its visitors.

'Loving the beaches and Northem Michigan
summers, that is the feeling our clothing repre-
sents,” says Keegan. “Ttis easy for people torelate
to the road because of its cool location and most
people already have an attachment to it- M-22 is
a special place for people, good memories.”

The company has a diverse customer base
consisting of locals as well as out-of-towners.
The brand also appeals 1o a wide age spectrum
from 10-year-old boys to 80-year-old grandmas.
And, with over 5,000 fans on facebook.com, the
brand is growing in both size and popularity.

COMFORTABLE CLOTHING

M-22s philosophy is to keep their styles sim-
ple and comfortable. “When you get out of the
water after a day al the beach you want to put on
a comfortable sweatshirt,” explains Keegan, “We
have done a lot of research on comfy hoodies.”

The line is best known for it's classic logo
t-shirt but offers much more, including base-
ball hats, visors, coats and backpacks. Their
store on West Front in downtown Traverse
City even carries a line of M-22 coffee beans.
Clothing is offered in men's, women’s, youth
and toddler sizes. Pricing range from $25 for a
t-shirt to $49 for a sweatshirt.

Keegan says the M-22 brand will always
have the classic standard M-22 t-shirts to rep-
resent the area, but the brothers are looking to-
wards other ways to expand their brand.

“Right now we are working on technically-
enhanced garments such as spring/fall mid layer
jackets, Keegan says. “When it first started it was
all logo wear. Now that the brand is growing we
are becoming more refined and water focused.”

THE ROAD TO SUCCESS

How did this athletic duo decide to mix
fashion, kiteboarding and a road? **We came
up with the M-22 idea while kiteboarding”
explains Keegan. “All of the best kiteboarding
spots are off of M-22. We first made t-shirts for
our buddies and it took off from there.”

The brothers grew up in Traverse City and
attended Michigan State University. Keegan
eamning his degree in marketing and Matt in
landscape architecture, Matt is the designer
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BRONIZAH

while Keegan takes care of marketing, orga-
nizing and the running of the business.

The two also own a kiteboarding company
named Broneah, “bro” stands for “brothers” and
“Neah" is short for “Ne Ah Ta Wanta Road"” lo-
cated on Old Mission Peninsula. During their
college years they traveled the world, pursuing
waves in places like Bora Bora and Tahiti. Inre-
cent years, they established a winter kiteboarding
camp in Puerto Rico and have pursued their pas-
sion for big waves on the coast of Argentina,

Closer to home, you're likely to find them
on the Lake Michigan coast in the summer,
where a blossoming kiteboarding scene can be
found off locales such as Point Betsie or Otter
Creek in Benzie County.

In 2003, the brothers began making t-shirts
and stickers with the M-22 road sign for their
kiteboarding friends. After being featured on
the cover of Traverse the Magazine in 2006,
they took their products to boutiques in Leelanau
County and began producing t-shirts, hoedics
and stickers en masse. After receiving encourag-
ing feedback from both customers and retailers,
they decided to open a storefront. They now have
an official M-22 brand store on Front Street in
Traverse City and are opening a second store this
May in Glen Arbor. In addition, their online web-
site ships orders throughout the country.

PROTECTING WATERS

The Myers brothers have a theory on the M-
22 highway: “The highway is the nicest, most
beautiful stretch of road along any fresh water
in the world." With this idea in mind, they in-

Moe Murillo, a manager at the M-22 store in
downtown TC, doesn't have to look far for the
product line's label. Downes photo.
corporated eco-friendly ideas into their business
model. A pereentage of all sales are donated to
The Leclanau Conservancy, helping to protect
the landscape. They try to keep their production
local by using Northem Michigan companies
for their printing and screening needs.

“Eco-friendly is huge for us; it is the basis
of everything we believe,” says Keegan who is
always thinking of ways lo save fresh waler.
“The big driving force for us as a brand is to
protect fresh water. Our hope is to set a good
example for other companies to start similar
programs helping protect our waters.”

Another way the M-22 team is reaching out
to the community is through The M-22 Chal-
lenge. The multisport event, held in Glen Arbor,
benefits The Leelanau Conservancy. June 11
marks the third year of the Challenge. Competi-
tors will participate in a 17 mile bike ride, a 2
mile run/dune climb, and finish with a 2 mile
open water paddle. Registration is closed, as the
550 spots were filled up in just over 6 hours.

For more information on the M-22 clothing
brand check ont www.M-22online.com or visit
their store fronts in Traverse Ciry and Glen Ar-
bor (apening in May, 2011).

BUSINESS




EXHIBITS 43 TO
PETITIONER STATE OF MICHIGAN’S COMBINED

BRIEF IN REPLY AND RESPONSE
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Control Devices (MUTCD)

Knowledge > Frequently Asked Questions

Frequently Asked Questions - General Questions
on the MUTCD

The following list of categories lists questions relating to General Questions on the MUTCD:
+ General

+ Private Roads Applicability

+ State MUTCDs and State Supplements to the National MUTCD
+ Compliance Dates

« Printing, Copying or Obtaining Copies of the MUTCD

+ Other Topics

General

What is the Manual on Uniform Traffic Control Devices?

What is the legal status of the MUTCD?

Does the MUTCD apply to all roads and streets in the United States?
What does "open to public travel” mean?

Are State and local agencies required to use metric units?

The FHWA publishes the MUTCD, but who decides which traffic control devices are selected and
installed?

7. How often do MUTCD standards change, and how are the changes made?

8. Are the figures, tables, and illustrations in the MUTCD standards, guidance, options, or do they
have no particular status?

9. 1 am a manufacturer of traffic controt devices that are fully compliant with the MUTCD. Can |
adveriise my products as "FHWA Approved" or "MUTCD Approved"?

2 e e

Private Roads Applicability

1. Are ring roads, circulation roads, access roads, driveways, and fire lanes on private properties such
as shopping malls included in the definition of "private roads open to public trave|"?

2. Who will enforce the provisions of the MUTCD on private roads?

3. Does the MUTCD apply to private parking lots, such as at shopping malls?

4. My shopping center has 90-degree or angled parking spaces directly adjacent to the store
entrances. A main driving lane runs next to those spaces, paralle! to the building frontage, and
carries significant traffic leading to and from the shopping center entrance/exit. On the other side of

this main driving lane is the large shopping center parking lot. Would this main driving lane be
considered a roadway or a "driving aisle"?

http://muted.fhwa.dot. gov/knowledge/fags/faq_general.htm 10/2/2015
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State MUTCDs and State Supplements to the National MUTCD

1. My State has its own State MUTCD. |s that allowed, and if so how does a State MUTCD relate to
the Federal MUTCD?
2 \What does substantial conformance mean in regard to State Supplements and State MUTCDs?

3. From the perspective of a local agency, how do the State Supplements or State MUTCDs apply to
the local roads? Are the local agencies bound fo the State standards, which in turn are bound to
the Federal standards?

Compliance Dates

1. What Federal Reqister contains all the compliance dates for new standards?

2. |f there is no compliance date for one of the new requirements, when do devices in the field have to
be upgraded to meet the requirement?

3. If there is a compliance date, does that mean our new installations don't have to comply with the
new provision of the MUTCD until that date?

4. \What is the penalty for not meeting a compliance date?

Printing, Copying or Obtaining Copies of the MUTCD

1. How can | get a copy of the MUTCD?

2. The larger MUTGCD parts or chapters won't print, or print badly, What's wrong?

3. How can ! get high-qualily copies of images of signs and figures in the MUTCD? Using the "copy
and paste" functions in the MUTCD Web site's PDF documents doesn't produce images that are
high enough resolution for my needs?

4. s the text of the MUTCD available in Microsoft Word format?

5 |s the MUTCD copyrighted? Do | need permission from FHWA to copy material from the MUTCD
and include it in a book or other type of document?

Other Topics

1. What is the National Committee on Uniform Traffic Contro! Devices (NCUTCD), and what is ifs
role?

2 Are there PowerPoint slides showing the changes from the 2003 to the 2009 MUTCD?

3. Why doesn't the MUTCD contain standards for the design and spacing of speed humps and
bumps?

4. Where can | obtain more information about the historical development of traffic control devices and
the MUTCD, and why certain colors, shapes, designs, dimensions, etc. were chosen?

General Questions on the MUTCD

General

1. Q: What is the Manual on Uniform Traffic Control Devices?

A: The Federal Highway Administration (FHWA) publishes the MUTCD, which contains all
national design, application, and placement, standards, guidance, options, and support
provisions for traffic control devices. The purpose of the MUTCD is to provide uniformity of
these devices, which include signs, signals, and pavement markings, to promote highway
safety and efficiency on the Nation's streets and highways.

Return to Top
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hitp://mutcd. fhwa.dot.gov/knowledge/faqs/faq_general.htm

. Q: What is the [egal status of the MUTCD?

A: The MUTCD is adopted by reference in accordance with Title 23, United States Code,
Section 109(d) and Title 23, Code of Federal Regulations, Part 655.603, and is approved as
the national standard for designing, applying, and planning ftraffic control devices.

Return to Top
. Q: Does the MUTCD apply to all roads and streets in the United States?

A: Yes. In Title 23 of the Code of Federal Regulations, Part 655.603 states that the MUTCD
is the national standard for all traffic control devices installed on any street, highway, or
bicycle trail open to public travel.

Return to Top

. Q: What does "open to public travel" mean?

A: Title 23 of the Code of Federal Regulations, Part 655.603 states that "for the purpose of
MUTCD applicability, the phrase 'open to public travel' includes toll roads and roads within
shopping centers, parking lots, airports, sports arenas, and other similar business and
recreation facilities that are privately owned but where the public is allowed to travel without
access restrictions. Except for gated toll roads, roads within private gated properties where
access is restricted at all times are not included in this definition. Parking areas, driving
aisles within parking areas, and private highway-rail grade crossings are also not included in
this definition.”

Return to Top
. Q: Are State and local agencies required to use metric units?

A: No, States and local agencies are not required to use metric units. The 2008 MUTCD
uses only English units, but metric equivalents for alt English unit values in the MUTCD are
provided in Appendix A2 of the MUTCD so that those who choose to use metric
measurements will have them available.

Return to Top

. Q: The FHWA publishes the MUTCD, but who decides which traffic control devices are
selected and installed?

A: The individual State and local highway agencies {not the FHWA) select, install, operate,
and maintain all traffic control devices on all public roadways (including the interstate and
the U.S. numbered systems) nationwide. On private roads open to public travel, the owner is
responsible, although in some jurisdictions the State or local governments may exercise
some approval requirements over private road traffic control devices, especially in the
development approval process and in building and occupancy permits.

Return to Top
. Q: How often do MUTCD standards change, and how are the changes made?

A: The MUTCD is a dynamic document because standards change to address travel
patterns and road conditions, and to incorporate technology and materials advancements.
FHWA has stated its intention to issue a new edition of the MUTCD approximately every 5
years, and to keep revisions to an absolute minimum between new editions. The FHWA
previously relied on periodic updates, usually every 2 to 3 years, to revise existing manuals.
The 1988 edition was updated with many revised pages seven separate times over a period
of 12 years, until a new edition was produced in 2000. The practice of keeping field
personnel abreast of amendments to the MUTCD by mailing updates proved unsatisfactory
because traffic planners and engineers had difficulty identifying whether or not they were
applying the most recent "updated” version. This is one reason why the official version of the

Page 3 of 9
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manual is now published by FHWA on the Internet only. All MUTCD revisions and new
editions must be adopted via the Federal Register rulemaking process, which involves
publishing a Notice of Proposed Amendments (NPA) soliciting comments, analyzing
comments, and publishing a Final Rule.

Return to Top

8. Q: Are the figures, tables, and Hlustrations in the MUTCD standards, guidance, options, or
do they have no particular status?

A: There is no single answer to this. As stated in paragraph 11 of the Introduction of the
MUTCD: “Figures and tables, including the notes contained therein, supplement the text and
might constitute a Standard, Guidance, Option, or Support. The user needs fo refer to the
appropriate text to classify the nature of the figure, table, or note contained therein." For
example, the text may state that a sign shall be located as shown in Figure X-XX. The
portion of that figure that is referred to in the text as being a “shall” condition would thus bea
Standard, even though other portions of the figure may illustrate other things that are not
Standards.

Return to Top

9. Q:1am a manufacturer of traffic control devices that are fully compliant with the MUTCD.
Can | advertise my products as "FHWA Approved" or "MUTCD Approved"?

A: The FHWA does not approve or endorse individual devices or products as being MUTCD
compliant. It is not appropriate to include the terms "FHWA Approved” or “"MUTCD
Approved" In product literature or advertisements. State and local highway agencies are
responsible for assuring that devices they use on public roads under their jurisdiction are
compliant with the MUTCD. Note that highway agencies, before using a product, usually
have other determinations they must make, such as whether the product meets the agency's
qualification criteria, has been tested for quality, durability, etc., and meets the agency's
detailed product specifications. The FHWA is not involved in these determinations. For some
products, State and local highway agencies need to determine whether the product has
been found to be crashworthy in accordance with NCHRP Report 350. The FHWA Office of
Safety is responsible for reviewing and accepting crashworthiness tests of devices and
appurtenances (such as supports) that are placed within the right of way. Thatis a
completely separate issue from MUTCD compliance. For information on NCHRP 350
certification, please refer to the Office of Safety's Web site at

hitp://safety fhwa.dot.goviroadway dept/policy quidefroad hardwarefindex.cfm.

Return to Top
Private Roads Applicability

1. Q: Are ring roads, circulation roads, access roads, driveways, and fire lanes on private
properties such as shopping malls included in the definition of "private roads open {0
public travel"?

A: Definition 159 in Section 1A.13 defines "Private Road Open to Public Travel” as including
"roads within shopping centers" without specifying certain types of such roads. The terms
“ring road," "circutation road,” "access road," "driveway," and "fire fane" are in common use
and have general understanding in the commercial development industry but have not begen
precisely defined for regulatory purposes such as the MUTCD. Individual commercial
developments and the private roads within them exhibit a very wide variety of physical
conditions and layout designs. Thus, it is not possible at this time to provide any precise
definitions or clarifications beyond the language already included in the Code of Federal
Regulations and the MUTCD.

Return to Top

2. Q: Who will enforce the provisions of the MUTCD on private roads?

http://muted.fhwa.dot.gov/knowledge/fags/faq_general.htm 10/2/2015




Frequently Asked Questions - General Questions on the MUTCD - FHWA MUTCD Page 5 of 9

A: Private roads open to public travel are now subject to the same traffic control standards
as public streets and highways. However, the FHWA does not believe it is necessary for
State and/or local highway agencies to have specific authority or enforcement responsibility
for traffic control devices on private roads to ensure compliance with the MUTCD. Owners or
parties responsible for such private roads are encouraged to bring the traffic control devices
into compliance with the MUTCD and other applicable State Manuals, and those who do not
may find themselves exposed to increased tort liability. State and local jurisdictions can
encourage MUTCD compliance on private roads by incorporating pertinent language into
zoning requirements, building and occupancy permits, and similar controls that they exercise
over private properties.

Return to Top
3. Q: Does the MUTCD apply to private parking lots, such as at shopping malis?

A: No. The Introduction of the 2009 MUTCD and the changes to the Code of Federal
Regulations (23 CFR 655.603(a)) that were adopted on December 16, 2009, make it clear
that the MUTCD does not apply to parking areas and driving aisles within parking areas,
either privately or publicly owned. While MUTCD general principles and standard traffic
control device designs should be used in parking areas, there are some MUTCD provisions
that do not easily translate to conditions typically found in parking lots and parking garages.
Consideration of making the MUTCD apply to parking areas may occur in the future after
development of appropriate and feasible standards and guidance for the application of traffic
control devices in parking areas.

Return to Top

4. Q: My shopping center has 90-degree or angled parking spaces directly adjacent to the
store entrances. A main driving lane runs next to those spaces, parallel to the building
frontage, and carries significant traffic leading to and from the shopping center
entrancelexit. On the other side of this main driving lane is the large shopping center
parking lot. Would this main driving lane be considered a roadway or a "driving aisle"?

A: tt depends on whether the driving lane is separated from the adjacent parking lot.
Definition 133 in Section 1A.13 clearly states that parking spaces must be separated from
the roadway in order to be considered a "parking area." Thus, if the driving lane described in
the question is separated from the adjacent parking lot, it would typically be considered a
roadway and not a driving aiste within the parking area. Conversely, if there is no separation
of the driving lane from the adjacent parking lot, it would typically be considered a driving
aisle of the parking lot. It is important to understand that, because of the wide variety of site
layouts on private property, it not possible to make generalizations. Each specific case
needs to be analyzed individually by the property owner and/or its engineering consuitants
to make a judgment of where the MUTCD would apply or not apply. Such judgments and the
reasoning used should be documented by the owner for use in the event that future claims
arise over the issue of MUTCD applicability.

Return to Top
State MUTCDs and State Supplements to the National MUTCD

1. Q: My State has its own State MUTCD. Is that allowed, and if so how does a State MUTCD
relate to the Federal MUTCD?

A: Yes, State MUTCDs are allowed. Title 23 of the Code of Federal Regulations requires all
States to do one of three things within two years after a new national MUTCD edition is
issued or any national MUTCD amendments are made: 1) adopt the new or revised national
MUTCD as the standard for traffic control devices in the State; 2) adopt the national MUTCD
with a State Supplement that is in substantial conformance with the new or revised national
MUTCD; or 3) adopt a State MUTCD that is in substantial conformance with the new or
revised national MUTCD.
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Return to Top

2. Q: What does substantial conformance mean in regard to State Supplements and State
MUTCDs?

A: In 2006 a specific definition of substantial conformance was added to the Code of
Federal Regulations. 23 CFR 655.603(b) states that "substantial conformance means that
the State MUTCD or supplement shall conform as a minimum to the standard statements
included in the National MUTCD" and that "the guidance statements contained in the
National MUTCD shall also be in the State Manual or supplement unless the reason for not
including it is satisfactorily explained based on engineering judgment, specific conflicting
State law, or a documented engineering study." This section of the CFR also allows FHWA
to grant exceptions in cases where a State MUTCD or supplement cannot conform to
standard statements in the National MUTCD because of the requirements of a specific State
law that was in effect prior to the January 16, 2007 effective date of this provision, if FHWA
determines the non-conformance does not create a safety concern. Also, legal precedents
have determined that State Supplements and State MUTCDs can be more prescriptive than
the national MUTCD. This means that a State can make a national MUTCD "should"
condition a "shall" condition in that State, can allow in that State only one of several national
MUTCD optional designs for a particular device, or can prohibit the use in that State of a
particular optional device. However, State Supplements and State MUTCDs cannot omit or
change a national MUTCD “shall" to a "should" or change a "should" to a "may". The FHWA
reviews each State Supplement and State MUTCD and makes determinations as to
substantial conformance.

Return to Top

3. Q: From the perspective of a local agency, how do the State Supplements or State MUTCDs
apply to the local roads? Are the local agencies bound to the State standards, which in turn
are bound to the Federal standards?

A: The State law will govern in most circumstances. Each State enacts its own laws
regarding compliance with standards for traffic control devices in that State. If the State law
has adopted a State Supplement or a State MUTCD that FHWA has found to be in
substantial conformance with the national MUTCD, then those State requirements are what
the local road agencies (as well as the State DOT) must abide by. The exception is when
traffic control devices are installed on a federal aid project, in which case the Code of
Federal Regulations (23 CFR 655.603(d)(2)) specifically requires those devices to comply
with the national MUTCD before the road can be opened or reopened to the public for
unrestricted use.

Return to Top
Compliance Dates

1. Q: What Federal Register contains all the compliance dates for new standards?

A: The Federal Register dated December 16, 2009, contains the final rule that adopted the
new 2009 MUTCD standards. This Federal Register notice is located on the MUTCD web
site. The compliance dates for updating existing devices in the field to comply with the
changes effective with the 2009 edition are given in that Federal Register final rule in the
discussions of individual changes. A list of all currently relevant compliance dates (including
those established by prior final rules) is contained within the 2009 MUTCD itself, in Table |-2
in the Introduction on pages I-4 to |-6.

Return to Top

2. Q: If there is no compliance date for one of the new requirements, when do devices in the
field have to be upgraded to meet the requirement?
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A: Each State, in cooperation with its political subdivisions, is required by Federal law (23
U.S.C. 402(a)) to have a program for the systematic upgrading of substandard traffic control
devices and for the installation of needed devices to achieve conformity with the MUTCD,
The program should include dedicated time to properly assess traffic control operations and
needs, budgeting of funds required for implementing MUTCD changes and, to the extent
possible, and accomplishing the changes either when the devices are no longer serviceable
because they reach the end of their service life or otherwise need to be reptaced, or when
other events such as highway improvement or reconstruction projects occur. Specific
compliance dates have been established for only a few new requirements in the MUTCD
that are of critical safety importance justifying upgrading existing devices before they may be
at the end of their service life, or in cases where the new MUTCD requirement is for an
action, such as a study, that is not related to service life.

Return to Top

3. Q: If there is a compliance date, does that mean our new installations don't have to comply
with the new provision of the MUTCD until that date?

A: No, all new or reconstructed devices installed anytime after a new MUTCD is adopted
must be in compliance with the new MUTCD provisions, regardless of whether or not there
is a compliance date established for a given provision in the Manual. Compliance dates
apply to existing devices in the field that don't meet the new MUTCD provisions. Those
existing non-compliant devices must be replaced with compliant devices by the stated
compliance date.

Return to Top

4. Q: What is the penalty for not meeting a compliance date?

A: Failure to replace non-compliant devices for which a compliance date is established
could result in withdrawal of Federal-aid funds. Now that most States no longer have
sovereign immunity, tort liability in lawsuits is another possible penalty for non-compliance,
especially in situations where a crash has occurred that might be attributed to inadequate,
inappropriate, or noncompliant traffic control devices.

Return to Top
Printing, Copying or Obtaining Copies of the MUTCD

1. Q: How can | get a copy of the MUTCD?

A: You can print your own copy directly from this web site. Downloading and printing
instructions are included on the MUTCD web site. Please read the instructions provided and
if you are still experiencing difficulties after making the suggested adjustments, please
submit your problem to Operations Feedback and you will receive a reply. Alternatively, you
can purchase a bound copy, a 3-ring notebook loose-leaf version, or a CD-ROM version
through any of the four national associations listed below:

American Association of State Highway Transportation Officials (AASHTO)

Institute of Transportation Engineers (ITE)

American Traffic Safety Services Association (ATSSA)

International Municipal Signal Association (IMSA)

Return to Top
2. Q: The larger MUTCD parts or chapters won't print, or print badly. What's wrong?
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A: Certain parts and chapters of the MUTCD have very large file sizes due to the large page
count, number of illustrations, or both (for example, Part 6 has 184 pages with 60
illustrations). These large files can present problems when printing, depending on the printer
used. This is often due to the amount of memory within the printer itself, which is often
minimal. If the printer will not print the file, or prints it with errors, sending the file to the
printer in smaller sections {10 to 20 pages at a time) often solves the problem.

Return to Top

3. Q: How can | get high-quality copies of images of signs and figures in the MUTCD? Using
the "copy and paste” functions in the MUTCD Web site's PDF documents doesn’t produce
images that are high enough resolution for my needs.

A: Before attempting to copy an image from a page of the MUTCD PDF, try this: Using the
zoom tool of Adobe Acrobat, increase the magnification to at least 200% or 300%, then use
the snapshot tool to select the portion of the page you want to copy and paste. Often that
will produce an image that is of very good quality. If that is not sufficient for your needs, a
private web site (www.trafficsign.us) maintained by Mr. Richard Moeur of the Arizona
Department of Transportation is a convenient source of high quality images of MUTCD
signs. Also, FHWA's MUTCD Team can provide, on request, copies of any MUTCD figure in
high-resolution PDF or EPS format.

Return to Top
4. Q:ls the text of the MUTCD available in Microsoft Word format?

A: Yes, this is available on request from the MUTCD Team.

Return to Top

5. Q: Is the MUTCD copyrighted? Do | need permission from FHWA to copy material from the
MUTCD and include it in a book or other type of document?

A: The MUTCD is in the public domain and as such it is not copyrighted. Individuals can use
material from the online version of the MUTCD, such as tables, figures, and text quotations,
without seeking permission from the FHWA. When using or referencing material from the
MUTCD, please be sure to reference the source as the MUTCD, 2009 Edition, published by
FHWA at http://mutcd.fhwa.dot.gov/pdfs/2009/pdf_index.htm. [t is also helpful to include the
section and paragraph number of the material quoted, so that readers can easily find the
material in context within the full MUTCD.

Return to Top

Other Topics

1. Q: What is the National Committee on Uniform Traffic Control Devices (NCUTCD), and what
is Its role?

A: The NCUTCD is a private organization that has no official association with the Federal
government. Its current membership is more than 250 traffic control device experts,
representing a wide variety of organizations, who have a major interest in and experience
with traffic control device issues. The majority of the NCUTCD members are employees of
State and local agencies and are involved in the daily operation of highways or streets.
NCUTCD members are volunteers receiving no compensation for their contributions.
Committee members meet twice a year to discuss the Manual and develop consensus
recommendations, which are then submitted to the FHWA for consideration. The NCUTCD
is also one of many organizations and individuals that reviews FHWA's proposals for
MUTCD changes and submits comments to the rulemaking docket. For more information on
the NCUTCD, including its history dating from 1932, see their web site at www.ncutcd.org.

Return to Top
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2. Q: Are there PowerPoint slides showing the changes from the 2003 to the 2009 MUTCD?

A: Yes, the FHWA's MUTCD Team has prepared PowerPoint slides that provide details and
examples for the significant changes from the 2003 edition to the 2009 edition. These
slideshows are posted on the MUTCD Web site under "Training", near the bottom of the
navigation bar along the left side of the page.

Return to Top

3. Q: Why doesn’t the MUTCD contain standards for the design and spacing of speed humps
and bumps?

A: Speed bumps and humps are considered "physical features" of a roadway rather than
traffic control devices {TCDs), so the MUTCD does not address the height, width, length, or
spacing of the actual humps and bumps. The Institute of Transportation Engineers
(www.ite.org) publishes technical guidance on criteria, dimensions, spacing, etc. of speed
humps that many cities and counties use in developing their own policies for these features.
The pavement markings and signs used to warn road users of the physical features of the
road, such as signs and markings for speed humps, are TCDs and are therefore covered by
the MUTCD.

Raturn fo Top

4, Q: Where can I obtain more information about the historical development of traffic control
devices and the MUTCD, and why certain colors, shapes, designs, dimensions, etc. were
chosen?

A: One of the best references on questions about the history of traffic control devices is a
1971 publication entitlied "Traffic Devices---Historical Aspects Thereof." This book is
available from the Institute of Transportation Engineers (www.ite.org). Also, Dr. H. Gene
Hawkins of Texas A&M University has compiled a great deal of historical information on the
MUTCD and traffic control devices and he provides this information online at
https://ceprofs.civil.tamu.edu/ghawkins/MUTCD-History.htm.

Return to Top

Return to Frequently Asked Questions.
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_ CATEGORY
10BEST: Trusted Travel & Lifestyle Advice

Best Scenic Autumn

Drive

DEADEGECHOE As chosen by readers of USA
" .~ TODAY and 10Best

+1 - M-22
Michigan

The M-22 route along Lake Michigan is one of America's most
beautiful tours, and it gets even better in the fall. This 116-mile road
brings visitors through the peaceful countryside and along the shore,
past small businesses, wineries, galleries and, of course, countless
colorful trees. Visitors can stop and visit points of interest along the
way and meet some locals, making this fall leaves trip a little bit
wildlife and a little bit small town, all in one.

Photo courtesy of Lindspetrol / Flickr

Locate Share

http://www.10best.com/awards/travel/best-scenic-autumn-drive/

SAVE TO MY LISTS

=

Fall Color Tou

grayling-mi.com/fall-color-i

Explore Grayling's be
fall foliage and stay ir
of NM.

Save
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Michigan's M-22 Wins
Best Scenic Autumn
Drive!

Upper Delaware Scenic Byway; Kancamagus
Scenic Byway; Hocking Hills Scenic Byway and
Olympic Peninsula Loop Drive also winners

The kids are back in school, temperatures are
starting to drop and Mother Nature's gearing up for
her annual spectacle of fall color. 'Tis the season for
leaf-peeping, and USA TODAY 10Best readers have
been busy voting for their favorite scenic autumn
drives across the USA. After four weeks of voting, we
have a winner!

Locate Share Save
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According to our readers, the best stretch of road for
fall leaf-peeping is Michigan's M-22, a 116-mile route
along L.ake Michigan that is absolutely breathtaking
come autumn.

The top 10 winners in the category Best Scenic
Autumn Drive are as follows:

M-22 - Michigan

Upper Delaware Scenic Byway - New York
Kancamagus Scenic Byway - New Hampshire
Hocking Hills Scenic Byway - Ohio

Olympic Peninsula Loop Drive - Washington
Blue Ridge Parkway - North Carolina & Virginia
West Elk Loop - Colorado

Skyline Drive - Virginia

Peter Norbeck Scenic Byway - South Dakota
Scenic Route 100 Byway - Vermont

CO XN ODN -

—

Additional nominees for the category Best Scenic
Autumn Drive were the Dutch Country Roads in
Pennsylvania, Going-to-the-Sun Road in Montana,
Historic Columbia River Highway in Oregon, Historic
Route 1 in Maine, Jacob's Ladder Scenic Byway in
Massachusetts, Middlebury Gap Road in

Vermont, Mohawk Trail in Massachusetts, Pig Trail
Scenic Byway in Arkansas, Roaring Fork Motor
Nature Trail in North Carolina and Tennessee and
Scenic 7 Byway in Arkansas.

10Best and USA TODAY extend their
congratulations to all the winners.

License the 10Best Reader's Choice Award Logo
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The Experts

Anna Hider

Anna is a writer and social media
manager for Roadtrippers, the
coolest trip-planning site and app
on the planet, where she's spent
two years digging up the coolest
off-the-beaten-path things for
travelers to see and do. She loves
hiking, exploring, and sometimes
even getting lost in a good state
park, and is definitely a sucker for
any place with a waterfall, a ghost
town or a heach.

Lydia Schrandt

Lydia, photo editor and Readers'
Choice Production Manager for

to more than 30 countries in
Europe, Asia and North and
South America, and has lived in
Albuquerque, Galveston, Austin,
Thailand, Korea, China, Ecuador,
Colombia, Argentina, Brazil and
now Spain. When she's not at her
computer in a cafe, she's out
photographing the city, writing
fiction or cheering on Barga.

USA TODAY 10Best, has traveled

Larry Bleiberg

Vote for Other Categories!

Locate

Share
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Larry Bleiberg, a veteran
journalist with magazine,
newspaper and web experience,
has spent much of his career
living in, and writing about, the
South. The Virginia native is
former travel editor of the Dallas
Morning News and Coastal Living
magazine and founder of
CivilRightsTravel.com. He served
on a Pulitzer Prize team, is a
seven-time Lowell Thomas Travel
Journalism Award winner, and
was honored for producing the
best newspaper travel section in
North America. Learn more at
LarryBleiberg.com or
facebook.com/larry.bleiberg.
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November 7, 2011

Adtorncy Gencral Bill Schuctte

Gi. Mennen Williams Building, 7th Floor
525 W. Ottawa Street '

P.0, Box 30212

Lansing, Michigan 48909

Via email: miag@michigan.gov, schuettcb@michigan.gov
Dear Mr. Schuetie:

1 hope that yon will reinember me from the July fundraising cvent at the home of John Demmer
in Harbor Springs. I assisted Sarah Prues in securing the location for the event.

Afterwards, I spoke with you bricfly about the M-119 road sign trademark issue, witich is
currently posing a threat to my parents” business, the Good Hart General Store.

You provided me your contact information and said that it wouid be okay to submit the
information regarding this case for your review. Included in this PDF is a timeline of events, a
cast of characters, and of course all corresponding documentation with an index.

In summary, we are fooking for confirmation front the AG’s office that use of the designated M
rond signs are public domain and available for public usg. It is my belief that the federal
sovermnent has inadvertently issued trademarks on signage titat vas already decmed public
domsain and propesty of the State of Michigan. Our attorney, Doug Bisliop, concurs that ruling by
the AG office will finally put his matter fo rest,

You will find that while most parties involved in this situation are consistently seeking an
exclusive use of particulaf signege, we remnin at the other end of the equation, belicving that the
more entities which are promoting the sigus, the greater cxposure for the arcas and thus an
increase in fravel and tourism., Our store happens to be located on (quite Jiterally, due to early
zoning laws) M-119, the Tunnet of Trecs.

Please review the enclosed docunentation and lef me know what questions I can answer. My
mather Carolyn Sutherfand, the store owaer, is also available to you and better versed on the
topic. She can be reached at 231.526.6001 or via email at mail@goodhartstore.com.

Y ours Sincercly,

e

.

Ami Woods
Good Hart Geoeral Store
amiwoods@mac.com or 231.881,2200

1075 North Lake Shore Deive, | Good 1last, Michigan 49737 .1 wivw.gondhartstorscam | P 231.526.7661
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INDEX

PAGE 1
Intreduction Letier

PAGE 2-6
Index -

PAGE 7-8
Timeline

PAGE Y
Cast of Characters

PAGE 10

June 10, 2008

June 10, 2008 M-119 Tunnel of Trees Hetitage Route Commitice Mceting Minutes showing new
business where the Route Scouts are requesting use of the M-119 loge on an upcoming audio
tour, 1~shirts, and other merchandise. Dave Langhorst (Planner with MDOT's North Region
Office in Gaylord) confinns that said signage “such as M-119 and M-22 are public dornain”,

PAGE 11

January §, 2010

Trademark information for the word mark “M 119”, provided to Ami Woods by Christopher
Mitclicll, an early attorney assisting with the situation.

PAGE 12

May 6, 2010

Email from Susar Bemnquist of MDOT to Ami Waods, confirming that "MDOT considers that
the image or graphic of the sign, M-119, is i the public domain,”

PAGE 13

May 6, 2010

Additional email correspondence later on May &-between Ami Woods and Susan Bernquist with
MDOT, noting that “we [MDOT] don't waat private companies copyrighting our siga images”.

PAGE 14

July 27,2010

Email correspondence botween Lauea Lawson at Black Star Farms and Ami Woods regarding an
additional order of private Jabel Good Hart General Store wine depicting the M-119 lopo,
Lawson eludss 1o a possible conflict being generated by the M-22 group.

PAGE 15-28

August 9,2010 ]

Letter from M-22 attorney John Di Giacomo to Tracy Pichl of North Coust Imagewear in
Pctoskey. Morth Coast was the Good Hart General Store’s vendor for sereenprinted merchandise
during the 2009 and 2010 seasons, The letter is threatening North Coast to cease printing any
apparc] containing the “M-1"19 mark”, as he claims this is infringing on his client's family of
marks. ‘The lettes atso includes several attachments as part of *Exhibit A”, -

1075 Morth Lake Shore Drive, | Good Hart, Mickigan 49737 | www.goodhatstorecom | 22314267001
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PAGE 29

August 10, 2010

Email correspondence between Woads and Bernquist,. Woods is forwarding the August 9 Di
Giacomo/ Pich! letter for Bemnquist’s review. Bmail shows Bemquist forwarding the information
fo several people wilh the state including then Assistant AG in charge for MDOT, Pat Isom,

PAGE3Q .

Kugust 10,2010 : -

Additional email from Bemquist to Woods, later August 10, Email confirms that the Assistant
AG has assigned an atlomey from his office to look into the sitoation.

PAGE 31-33

August 12

Email from Beraquist to Woods including an cxcerpt from the Pederal Manual en Uniform
Traffic Control Devices stating that, “Any traffic controf device design or application provision
contained in this Manual shall be considered to be in the public domain, Truffic control devices
contained in this Manual shall not be protected by a patent, trademark, or copyright, except for
the Interstate Shield and any items owned by FHWA . Email further states that by law, the
Michigan Manual on Uniform Traffic Control Devices must be in compliance with the federal
manual. She also suggesis that the irademark(s) obtained for the M-22 sig or any other
Michigan M-route sige are legal,

PAGE 34-36

August 20, 2010

Bmail from Laura Lawson to Ami Wouods stating that Black Star Farms is not able fo priut the
Good Hart General Storg private label wine due to a threat by the M-22 attorneys.

PAGE 37-3%

Mazch 8, 2011

Bmail correspondence between Keegan Myers and Andrew Dawley. Keegan begins the
conversation on February 27, 2011 and claims that Dawley's merchandise design(s) infringe on
their M~22 trademark. On March 7, Keegan emails a PDF of the Good Hart General Store wine
label to Andrew Dawley asking if he{Dawley}, knows who made the design. Note, the design
clenrly states that it is a product of the Good Hart General Store and includes the store website.

PAGE 40

April 8,2011

First cmail from Kcepan Myers to Ami Woods. This is also the first ever contact of any type
{rom anyone with M-22/Broncah to anyone with the Good lart General Storc.

PAGH 41-47
April 9,2011]
Additional email correspondence between Ami Woods and Keegan Myers.

PAGRE 48-49

June 14, 2011

" Letter from Doug Bishop to Carotyn Sutherland afler review of the documentation after the May -
31 mecting,

PAGE 50-51(

Jupe 23 agd 27, 2011
Bmails from Sutherland to Bishop

10735 Nottlt Lake Share Drive, | Good Hart, Michigan 49737 | ww,goodhart.stc:'rc.cam | Papngebp661
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PAGE 52

July 3, 2011

Email from Sutherland to Bishop noting that Doug Marshall had just visited the Good Hart
Geseral Store regarding the M-119 merchandise (follow-up to his wife’s prior phone call).

PAGE 53

July 7, 2011

Letter from Doug Marshall fo Sutherland stating that tho M-119 togo is a registered Irudernark of
Route Scouts, LLC and suggesting that the fwo eutitics seltie on a “licensing arrangement™,

PAGE 54
July 11, 2011
Email from Bishop {o Sutherland regarding & conversation with Lee Lutes of Black Star Farms.

PAGE 35
July 12,2011
Leiter from Bishop to Brian Hall with Traversc Legal.

PAGE 56
July 15,2011
Lelter fromn Bishop to Sutherland regarding the response from Traverse Legat.

PAGE 57

July 18, 2011 _

Letter from Bishop fo Sulherland regarding the suggested involvement of Mark Mucher an
additional Traverse City attomey.

PAGE 58

July 19, 2011

Letter from Bishop to i Giacomo with Traverse Legal confirming 2 3pm meefing on
Wednesday, July 20, 2011,

PAGE 59-86

July 20, 2011

Letter from Di Giacomo to Bishop regarding the meeting carlier that day, also including several
pages of trademark information.

PAGE 87-83
July 21, 2011
Letter from Bishop to Sutherfand sumnarizing the July 20 meefing with Di Giacomo.

PAGE 89

Suly 26, 2011

Letter from Bishop to Sutherland recognizing Sutherland’s intent o provide all information fo the
state aliomey general’s office. :

PAGYE 90

July 26, 2011

Letter from Bishop to Di Giaconio regarding the trademark information provided by Di Giacomo
on July 20.

PAGE 91

August 4, 2011
Response from D Giacormo lo Bishop,

167§ Morth Lake Shore Dirive, | Good Haut, Michigan 49737 | www.goodhartstore.com | Pastg26.0661
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PAGR 92
August 5, 2011
Ietter from Bishop to Sutherland including the correspondence from August 4.

PAGE 93
Aupust 12,2011
Letter from Bishop fo Sutherland requesting permission to respond to Di Giacomo.

PAGL 94

August 17,2011 _ .
Letier from Di Giacomo to Bishop regarding a phone call from Doug Marshall to Traverse Legal
on August 10, suggesting that Sutherland “intended to hire Marshall to print M-119 shirts™.

PAGE 95
August 17,2011
Lefter from Bishop (o I Giacomo in response lo his letter regarding Doug Marshall.

PAGE 96
August 17, 2011
Letter from Bishop to Sutherland regarding a phone call from Doug Marshall to Bishop & Heintz.

PAGE 97
August 17,2011
Leticr from Bishop to Di Giacomo requesting discussions end regarding Marshall,

PAGE 98
August 17, 2011
T.etter from Bishop to Marshall, asking {6 cease and desist.

PAGHE 99-102

August 29, 2011

Letter from Bishop to Sutherfand including August 24 letter sent from Route Scouts atlorneys
Herness Dickey to Bishop regarding possible infringement, including copy of US trademark.

PAGE 103
Sepiember 8, 2011
Tetter from Bishop 1o Sutherland with proposed response to Harmess, Dickey & Pierce, PLC.

PAGE 104-105 .
September £3, 2011 :
Lelter from Bishop to Keith Miller of Hamess, Dickey & Picres, PLC.

PAGE 106
A list of Route Scouls and M-22 web links. |

PAGE 107-108
An archiive of the domain, www.toutescouls.com showing what the website looked like on

January 23, 2009,

PAGE 109
Conlact infonnation for Route Scouls, LLC as per their website from 2009.

1075 North Lake Shote Drive, | Good Hart, Michigan 49737 | www.goodhartstoiecom | P 231.526.7661
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PAGE 110-112
View of the current dowain, www.rotitescouts.com showing that the site is no longer promoting
M-119 related products.

PAGE 113-114
Whols Tookup for the domain, wew.routescouls,com showing that the site 75 registered to a
Marrhew Diamond of Belleview, Washingion.

PAGE 115

August 19, 2011

Fmail between Ami Woods and Matthew Diamond, the current registrant of the domain,
www.rontescotits.com asking what happened to the M-119 information on (he site, He replied
stating that he has no information on the Route Scouls praup that Woods is rofciring to.

PAGE 116-121
Photographs of 2011 Good Hart General Store merchandisc.

PAGE 122-126
M-22 trademark information printed from the M-22 website, www m2Zonline.com.

PAGE 127-128
M-22 company history from the M-22 website, noting a business start up year of 2006,

PAGE 129-131
Wikipedia information for the M-119 roadsign,

PAGE 132
The 2010 Good Hart General Store private label used by Black Star-Fanins.

PAGE 133-134
"I'he 201 Good Hart General Store private labef used by Black Star Farmus.

PAGE 135-136
A tandom photo of an “M-201" hat. Sowrce unknown.

PAGE 137-138
A random photo of an M-119 car sticker, Car was patked at Good Hart General Store, Localion
where sticker was purchased is unknown,

PAGE 139
Zazzle.com page showing avaitable of toddler M-1 apparcl.

PAGE 140
Zazzle.com page showing available M-1 adult apparcl.

1075 Morth Lake Shore Drive, | Good Hat, Michigan 49737 1 www.goodhartstorc.com b P ajns2b9661
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TIMELINE

16934
GGood Hart General Store opeds for business.

May 22, 1971
Carolyn Sutherland purchases Good Hart General Store,

1978 ' : - .
Good Hart General Store begins selling merchandise promoting the greater Good Hart area, "The
first design includes the saying, “I’s Gooder In Good Hart”.

1980°s
Good TTart General Store begins selling Tunnel of Trees specific merchandise, promoting M-119,
the Tunnel of Trees, .

Fall 2006 o
M-22 of Traverse City goes into business selling merchandise depicting the M-22 road sign,

. 2008
Raute Scouts, LLC is established as a business Jocated near Harbor Springs, selling audio tours of
M-119 and M-119 relatéd merchandise,

March 31, 2008
The domain name, www.routescouis.com is registered (o Mattew Diamond in Bellevue,
. Washington.

June 10, 2008

Tunnel of Trees Hetitage Route Commitiee Meoting Minutes show new business where the Routs
Scouts are requesting use of the M-1 19 image. Dave Langhorst (Planner with MDOT's North
Region Office in Gaylord) confirms that said sigaage “such as M-119 and M-22 are public
domain™.

2009
As rumors and grumblings begin regarding use of road sign logos, the Good Hart General Store
begins researching ownership use rights with the State of Michigan.

2009
The domain, www.routescouts.com is live and promotes an audio tour of M-119. There 1s no
mention of available merchandise on the website,

May, 2010 A
Good Hart General Store emails MDOT in an attempt to get-information regarding ownership and
use rights of the sign, MDOT confitms that all signage is public domain.

July, 2010
Black Star Farms, producing piivate label M-119 wine for Good Hart General Store, first wares
of a possible conflict regarding use of the signage on the label.

Aungust, 2010

M-22 proup begins threatening Good Iart Genoral Store vendors by sending a letter to North
Coast Imagewear, the store’s producer of M-119 apparel.

1045 North Lake Shote Dyive, | Good Hart, Michigan 49737 I www.goodhartstore.com | P agrs26.7661
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August, 2010
Black Slar Farms refuses to priut more private label wine for Good Hart General Store peuding a
conflict derived by the M-22 group.

March, 201
M-22 group contacts another entity, Andrew Dawley of Pctoskey, regardmg Dawley’s production
of M-I 19 merchandise sold on Pacebook au cites trademark infringement, '

April, 2011
M-22 group first contacts Good Hart General Store requesling a mcctmg to discuss suggested
trademark infrinpemoent.

May, 2011
Good Hart General Store retains Doug Bishop with Bishop & Heinlz to discuss the situation with
M-22.

June, 2011
Heidi Marshall with Route Scouts, LLC phones Sutherland claiming to have a trademark on
M-119 and demands that the store cease printing all M-119 merchandise, also threatens to sue.

July, 2011
Doug Marshall also with Route Scouls, LLC writes Sutherland also citing a trademark
infringement, and suggesting & “licensing agreement as a solution to the matier.

July 20,2011
Traverse Legal (M-22) and Bishop & Heintz {Good Hart General Store) meet to discuss the
trademark sitvation,

August 10, 2011
Doug Marshall phones both Traverse Legal aud Bishop & Heintz regarding the M-119 logo
situation also threatening trademark infringement. .

August 17, 2011
Bishop requests that Marshall cease and desist.

August, 2011
‘Route Scouts, LLC attomeys, Harness Dickey Law Finn, write to Bishop regarding the M-119
trademark situudion.

September, 2011
Bishop responds to the Harness Dickey letter from August,

MNovember, 2011
All information is sent to the office of Bilf Schueite, State AG.

1075 North Lake Shore Drive, | Good Hart, Micligan 49737 | www.goodhanstore.com | P 2315267661
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CAST OF CHARACTERS

Carolyn Sutherland
Owner of Good Hart General Store -

Ami Woods
" Daughter of Carolyn Sutherland (handling marketing efforts for Good Hart Goneral Store)

Good Hart Geneml Store
Continnally operating peperal store lucated in Good Hart, Michigan,

Doug Bishop
Attarney with Bishap & Heintz of Traverse City, attameys to Casolyn Sutherland/Good Hart
(eneral Store as of May, 2011

Matt and Keogan Myers
Brothers, owners of M-22 Online and Broneah Kitehoarding

M-22 Online/Broneah Kileboarding
A storc front and online operafion based in Traverse City, Michigan seliing M-22 apparel and
merchandise since 2000,

John DiGiacomo, Hsq.
Attorney with Traverse Legal of Traverse City, altornoy to Keegan and Matt Myers (M-
22{Broncah Kiteboarding)

Route Scouts, [LLC
A group believed fo be local to Harbor Springs, claitning to have a trademark on the M-119 logo
and supposedly producing andio tours and M-119 peschandise,

Doug Marshall
An official spokesperson for Route Scouts, LLC

Heidi Marshall
An officisl spokesperson for Rowde Scouls, LLC (wife of Doug Marshall)

. Keith Miller
Attorucy representing Route Scouts, LLC with the firm of Hamess, Dickey & Pieree, PLC.

Laura Lawson
Winery Administrator, at Black Star Fats in Traverse City, Michigan (producer of Good Hart
General Store private Iabel wines and M-22 private label wines)

Lee Lutes
Operations Manager at Black Start Farms,

Susan Bernquist
MDOT Plauning

Andrew Dawley

Petoskey resident who attempted to produce M-119 merchandise, sold via Facebool:, and was
told to cease and desist by M-22 representatives.

1075 North Lake Shore Drive, | Good Hart, Michigan 49737 | www.goodbactstore.com [ P 23052646061
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From: *Mitchell, Christopher® <mfichelfic@bulzel.come
Subject: NE: Trademaik Matler
Dale: January 8, 2019 12:40:48 PIA EST
To: Ami Woeds <cami@amiwoods.coms>
¥ 1 Altachmenl, 5.6 K8

Dear Ami,

Further to our phone call today, | found the following registered US trademark:

Word Mark M 119

Goads and IC 625, US 022 039, G & $: Clothing, namely, t-shirls, shirts, S\'.reatst‘lrts nals, FIRST USE: 20080522 FIRST

Services LISE IN COMMERCE: 20080703

Standard

Characlers

Glaimed

Mark Drawing (4) STANDARD CHARACTER MARK

Trademark Search )

Facitity LETS-1 M A single lelter, muliiples of @ single leller or In comblnaﬂon wilh a design

Classificatlon NUM-28-UP 119 Oihar Numersis - 26 amxd Up

Codo

Serlal Number 77561443

Filing Date Septembar 3, 2008

Curront Filing 1A

Basls

Orlginal Filing

Basls s

Published for

Opposition March 3, 2009

Regisiration

Nurber 3729510

Reglstration Date  Decomber 22, 2008

Owner {REGISTRANT) Roufe Scouls, LLC LIMITED LIABILITY COMPANY MICHIGAN P.O. Box 152 Harbor Springs
MICHIGAN 48740

‘Type of Mark TRADEMAIIK

Reglster PRINCIPAL

Live/Dead .

Indicator Live:

Best regards,

sIChuis

Chuis Mitchelt -

BUTZEL LONG, . profesalonal corgoralion toe :
350 South Matn Steeet, Sutte 304 | Ann Arbor, Mt 48304 [Tek 734-213-3435 | Fax: 734-855-1/77 ] £-mall; mitchelic@butzel.com
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From: BSusan Berquist <BERQUISTS@michigan.gov>
Subject: M-119 Slgn Image
Date: May 6, 2010 9:59:58 AM EDT
To: amhwoods@mac.colt

Ay -

The Michigan Department of Transportation (MDOT) canslders that the Ymage or graphic of the sign, M-119, Is in the public domaln,
MBOT considars that the images of graphles of alt *M route” signs are in the public domain,

Plaase let ine know if you have any questions.

Susa Berquist, MDOT-Pannig
berearistegtaihiian. oo
5173352129

000016
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Fronn: Susan Berquist <BERQUISTS@nichipan.gov>
Subjuct: Re: M-119 Sign Image
Date: May 6, 2010 11:63:64 AMEOT
To: AmiWoods <amiwoode@inao.coms

T vAll forveard this Information along - In my opinion there s & problem here already with M-22 that someone at MDOT should address, It
will probably be just a matter of priorities, since we are short-staffed In a lot of areas.

Susan B,, 517-335-2929

>>> Aml Woods <amiwoods@mac.com> 5/6/2010 10:56AM, 555>

1 will definitely keep you posted Susan, T imagine this Is golng to becoine more and more commeor,  The M-22 folks in Traverse City
(hitp:#fin22onkine.coms), stala In one of the aiticles about them thet part of their plan & to trademark other scenke highways (hroughout
the country. I forviarded you a fink to thelr site where they cleatly state that thelr Pradematk process Is complele and they threaten
Infingement with legat actien, :

Regarding the Route Scout folks, they are a very passive and suspect group who I have yet to figure eut. They do not have a real
viebsite, but rather  blog and the Information is at least bwo years out of date. They have made & wesk attempt 2t seifing audio tours of
© M-119, however strangely, never approached our store (the oldest and most recoqrizable retall outiet along the road). Their blog Is

at http:ffeeay rautescouts.comf.

Thanks again,
Aml Woods

On May 6, 2040, at 10:115 AM, Stusan Barquist wirote:

Amnd - Goad! And, If that lawyer for Reute Scouts continues to threaten.legal action, ask him for documentation that they have
opyrighted the slgn Image for M-119. ‘Those of us who have discussed this here at MDOT are not the faveyers, but we viould be
interested o see o capy of the lawyer's paner work. At sohte point, perhaps MDOT would have to make some st of legal step,
because ve don't want private companies copynghting our sign Images.

Suson B, 517-335-2929

Ami Woods
231.881.2200 Cell
231.826.7244 Oflca
_800.943.2353 Fax.
amivwaots cam
ami@amhvosds.com

FB: jacehook.comfamiwoods
Twditer: twillar.com/amiwoods
dlog: ambvonts hloagnoloom
Linkedin: [inkedin.comfnfamivicads
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From: ‘Laura Lavson® <llawson@blackstardfarms.coms
Subjeet: RE: Good Hart Generat Store Re-Order
Date: JJuly 27, 2010 2:01:19 PMEDY
Ta: “Amf Woods" <aml@amiwoods.cons
¥ 2 Attachments, 3.6 KB

Hey Anil - 50 just a little heads up for you..the guy that sells the M-22 wines came inmy offlce while we were printing off your
labels, Of course you know they think they own every steeet sign on the planet, he threw alittle fit and took a pleture of the
labels, Said his lawyer is poing Lo like seeing that, blah, blah, blah. Urgh!

Laura Lawson

Winery at Black Star Fareas
Winery Admintstrator
{231)944-1282 phone

- {231) 9441279 fax

\l bi ckstarfarms‘com

ANESE

P please conslder the environment before printing Lhis e-mall

From: Ami Woods [mallto;aml@amiwoods.com)
Sent: Tuesday, July 27, 2010 1205 PM

To: Laura Lawson

Subject: Good Hart General Store Re-Order

Hj There,

We would like to re-order 6 cascs of red and 6 cases of white, Please let me know if there is any chance these could be
ready for pick-up this Friday and if not, maybe next Tuesday. Thanks Laura. 'l wait Lo hear back,

Ami Woods

Aml Woods
231.881.2200 Cell
231.526.7244 Ofilce
£00.943.2363 Fax
amiwoods.com
ami@amivoods.com

Fa: jacehook.comfamiyogds
Twilter: {vdlter.comfamivonis

Blog: ainhwoods. blogspot.com

Linkedin: lakedin.cominfamivioods
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August g, 2010

North Coast image Wear
C/OTracy Piehl

610 West Sheridan, Suite 2
Petoskey, Ml 49770
Phone: (231).347:3016

Fax: (231) 348:2015.
tracy(@ncimagewear.com

RE:  [Infringement of M2 Trademark

Dear Ms.Piehl:

It has recently come to our attention that you are printing-séveral products for The M119
Project; which distributes products containing a mark that infringes upon-our client’s
registered Ma2 fanily of marks. This letter serves as your notice that any continued printing
of products containing:the Mg mark will subject you to.significantliability for contributory
traderark infringernent.and vicarlous Jiability under federal law,

Our clierit isthe holderof reglstered trademarks for M22 in a variety of International Classes:
and for use in assoclation with:several different goods or services. Specificatly, our client.
holds aregistered trademark for M22 foruse in association with wine (Reglstration No.
3427900) and Mz22 for tise in association with apparel, specifically, hats, t-shirts, long sleeve
shirts, sweat-stiirts; pants; shorts, underwear, and tank topsi(Registration Mo. 3348635),
Our-client also has two applications currently pending registration in front of the US Patent
and Trademark Office for M22 for use inassociation with retail shops fealuring: clothing,
sporting goods, and novelty items.(Serial Nos. 85040494 and 85041051), as well as an
application for M22 Challenge for use in assoclation with entertalnment In the-nature of
competitions in the ficld of athletics (Serfal No. 85089688). Evidence of these trademarks
are attached to thisletter as Exhibit A, Ourclient also holds common law.rights in the M22
family.of marks by virtue of its longstanding use of those marks in commerce,
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Travirstlegal

August g, 2010
Pagezof2

Consequently, our client’s M2z mark has become well and favorably khown across the world
as an indicator of quality goods and-services,

Understand that the test for trademark infringement applied by a court asks whether the
apposing party’s mark is “ikely to cause-confusion, or to calise mistake, oy'to deceive.” 15
1.5.C. § 114 In-examining whethar-a mark s likely to cause.confusion, courts apply cight
non-exclusive factg:’;ﬁ':‘;(i) the stiergth of the plaintiff's mark; (2) the relatedness of the
goods; (3) the similaritiés of the niarks; (4) evidence of actual confusior;:(5) the marketing
channels.used; (6) the likely degree of purchaser care; (7) the defendant’s intent in selecting
the mark; and (8) the likelihood of expansion of the product lines. Sge Frisch’s Restaurants,
Inc. v. Elby’s.Big Boy; Inc. 670 F.2d 642, 648 (6" Cir. 1982). When the likelthood of confusion
test “is closely balanced, the question should be resolved in favor of thesenior user.” See 3
McCarthy § 23:64; see also Dallas Cowboys.Faotball Club, Ltd, v. Am.s Tearn Frops:, 616 F.
Supp. 2d 622, 637 (N.D, Tex. 2009).

We haveno doubt that & court weuld find that the M119 Project’s use aif the Mg mark is
confusingly similar to olr cliént’s M22 mark. Specifically, the Mg Projectis currently using
an identical logo, save for a change-in the number displayed on the logo from 22 to 119, to
sell goods irvlivect.competition with our client’s goods. This has sub]eited{the’m'toup to
$2,000,000'in statutory damages under the Lanham Act. 15 U.S.C.§ Wi7(c)(2). Further, the
M119 Project canalso be held flable for pur client’s actual costs, damages, and:attorneys fees:
under 15 U.5.C. §1119(a), )

Also note that your printing of products for the M119 Project has subjected you to liability for
the same amount, Up'to $2,000,000 in statutory damages, for .your'.tontrib_u'tc:ry---and_-
vicarious inffringénient; Contributory infringement occurs where a third party either (a)

induces a third party to'infririge on-amark or (b) supplies a product to.a third party with

actual or constructive:knowledge that the product is being used to infringe ipon’a mark.
See nwood Lab, Inc. v, fves Lab., Ing., 456:U.5. 844, 853-54 (1982). Similarly, vicarious lfability
for trademark infringement cccurs whiere a party (1) has the ability to-stop or timit.the direct
infringement of a mark; (2).directly profits from the direct Infringement of another’s mark;
and (3) declines to'exercise the right to stop or limit the Infringement. See Bridgeport Music,
inc. v. Rhyme Syndicate.Music, 376 F,3d 615, 621 (6% Cir. 2004).. 1t is'clear that, shotlid you
decide to continué printitg these products, you will be sibjected to liability for both
contributcry andvicarious trademark infringement.

| hope that the explanation of the law-contained within this letter resolves any questions
that you may have asto-our client’s trademark rights.and that youwill-cease printing the
Mg products without themneed fof ftirther legal action. With that said, our client must
reserve all rights, including theright to bring atrademark infringement lawsuit for
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rrAveRsElegal
August 9,2010
Page3-0f 3
contributory infringement shouid you continue printing these jtems. If you have any
questions, pleéase do not hesitate to.contact me directly at 231-932/0411.
Singerely

VAR

John DiGlacomo
john@traverselegat.com

000024,
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Trademark Flecouic Search Sysiein {TESS) BJ6{10 3:07 PM

United States Patunt and Trademark Offics

Roma] Site Ingex] Search | FAQ] Glossary | Guldes | Contacis {oBusiness | abir alwts | Nevs] ielp

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated an- Fri Atlg 6 04:05:46 LOT 2070

) i I i
Ploase logout when you are done to release system resources afiocated for you.

Gy List At | OR (GG to record: [ M Record 3 out of 4

ikttt i mammmn i ar B e e e e e aee e m e AA L.t P T e R 45 R, AR e it M anntat e I e

] ;
Browser to retumi to TES

M22

Word Mark M2z

fgg‘;;:“d G 035, US 047 049. G & S Win, FIRST USE: 20071000, FIRST USE IN COMMERCE: 20074600
peleig

Standard

Chatacters

Claimed

Mark Drawlng.  (4) STANDARD CHARACTER MARK

Tradomark _ ‘ _ o

Search Facllity LETS-1 M A singla lelter, mwliiples-uf a single latter of in combinzition with a-design

Glagsification  NUM-22 The numbet 22 or the word Twenby-lwo

tLl { Use ifie "Back” buttan of the friternet

Gode

Serial Number 77197208

Flling Date June 4, 2007
Currant Eitlng A

Basls

Originat Flling 45

Basls 18

Publishiod for TSR
Opposition . Novariber- 27, 2007

[SYR P FPL e

tige) iess2mspioyov] blnfst_tu.ﬁiukfﬁn dueksiates4010:hondo.2.} fagE 1ol 2
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Tradensark Elecironic Search System (FESS) 816750 3:09 PN

rny oy d iU 2437600

Numbar

Registration - '

Date May 13, 2008 o .

Owner (REGISTRANT) Broneah, Ina. GORPORATION MIGHIGAN 121 E. Front SI. Site 103 Traverss City
MICHIGAN 49584

Altormey of s © ;

Record. Enﬁc? Schaster

Type of Matk  TRADEMARK

Reglster PRINGIPAL

LivelDead O

indleator LivE

e e - - ey

J.11ORE | SITE INDEX| BEARGH | BUSMESS | HELF | PRIVACY POLICY:

hiaped fiess? uspra.gorililnfshunficliitadbegsigte= 401 bohns. 2.3 ‘ bape Yol 2
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Tridemark Flectrontc Search System (FESS) $/6/10 3:10 P

United States Patont and Trademark OFfice

Home | Site Index | Search ] PAG| Glosancy | Goldes | Contacts] suusinues] etz wlects | Nows| Halp

Trademarks > Tradamatk Electronle Search System (TESS)

TESS was last updated ofr Fif Adg 6 04:05:46 E0T 2010

s a7 da sk I H T U S ey
e

RO

Record 1 out of 1

..... - ot A A e Rinm A e o ¥ B P ETRST T e b ot i e P e e b A e

Hp1ale ‘j ( Use the "Back" button of the intarite{

AR Ly Es

Browser to return to TESS)

3241 L

M 22 M220NLINE.COM _
Goods and |C 026, US 022 039, & & St Appavelspecifically hats, t-shidts, long steeve shirls; sweat shids, pants,
Hervices shotts; undarnyaar, tank tops: FIRST USE: 20040101, FIRST USE IN COMME‘:’RC:E;,ZOMO‘M'I.
fark Draving () DESIGN PLUS WORDS, LETTERS, ANDIOR NUMBERS
Deslgn Search  26.07.01 - Dlamonds-vilth plain sulifiple ling,border; Diamonds with plain stngle line border
Gode 26.09.20 - Squlares Inside one anolher o

94.08.21 ~Squaies thal are completely or partialiy:shaded
Traderark ART-07.13 Billboards, Signs

Search Facllity LETS-1 M A.single lelier, multiples of & gingle felter or In.conblnation wilth a dasign
Classification,  NUM-28-UP-22 ‘Olhier Nuierals - 26 and Up

Gode SHAPES:DIAMONDS Dlamoid shaped-designs including shaded or more than ong-digmond
SHAPES-GHOMETRIC Geamgtric figuras-and solids-including squares, reotangles, quaddfatorals and
pt’)iyg'onéj '

Sarial Number 75963038

Fillng Date August 29, 2008

Currant Flilng

Basls 1A

Qriginal Fillng

Bagis A

Published for T Ao

Opposition September 18, 2007

Registration \A 06

Numbor: 3948605

hup_;;'[mssz.uspw.qo-;fbwshmaﬂatarr-.abé&{;mnaom:h_;nﬁqa;n;.-i . | Fage 162
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Trademark Electronts Sedich System (TESS) 76§10 310 PM

Registration Drecamber 4, 2007

Date

Owirier (REGISTRANT) Broneah, Inc. CORPORATION MICHIGAN 121 E. Front St, Suite 103 Travarse Gity
MICHIGAN 49684 _

Attorney of - .

Record Enico Schaefer

Degeription of  Color I8 rict clalimed-as feahite of the mark; The mark.cansists of-an wtimounted ssquarp strept'sign

Mark with & eahteied dianiond contdlning M o2-arid with M22oniing;com in e hottom bordeg of (he syuare,

Type of Mark ‘TRAE)E_MARK

Reglstor PRINCIPAL

Live/Dead "

tiidlcator LIVE

= J T e g e e Vg o b BT e 4t e N

ety — e

1, HONE | S1TE INDEX| SEARGH | oBUSINESS | HELP | PRIVACY poOLICY

g eds2usprag ovfblafshoveflaldti~dectsiale =3010:hjghge.4.1 Page 2 af ¢
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Trademary §lectroni Seasch Syitem {TF35)

i
L
&

¢

2]
Gk
>

aist, 1
)
‘Q":

(C ((

G110 3DF M

?u;gq\ Unlted States Patent and Trademark Office

95  Homa| Site tndax | Search | FAQ) Glosuaty | Guides | comatis febusiness| etz aleits | Nowes| Help

Trademarks > Trademark Electronic Search Bystern (TESS)

T8 S was last updated on Fii Aug G:04:05:46 EOT-2010

TR ol
ST LY O
R i) £

a logoul vihien you are-done 1o ralease system resources allocated for you.

Word Mark

Goods and
Services

Standard
Charactars
Glaimed

Mark Drawing
Gode

Serfal Number
Filing Date

Current Filing
Basls

Original Filing
Basls

Owner’

Altorniey of
Record
Typo-of Mark
Rogister

LisimtPiansd

hwped hgss? .us_;_no.gowmmsho\-.»ﬁﬂsuud_‘o:(.sx.a.mnf.o'lc'ﬁmuhqp.'e;a'

~ or (i teresont: [ | Record 2 out of 4

SRRt Sttt o e st s e S s e

. :
A @( Use the "Back” button of the internet

M2 _ (
IG 035, US 100 101 102. G & 8: Refail shops featuring clofhing, sporting goods, and:novelty itoms.
FIRST USE: 20071421, FIRST USE IN COMMERCE: 20071121

{4) STANDARD OHARAGTER MARK

85040494
May 17,2010

1A

1A

(APPLIGANT) Broneat. inc..CORPORATION MIGHIGAN 121 £, Front 1, Suile 103 Traverse Gity’
MIGHIG/ 49684

Biian A Hall

SERVICE MARK
PRINCIPAL

Papel ol 2
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Tradedisk Electronle Search Systam {YESS) 861103100 Rt

LivBiLgall ~
Indicator LIVE

P e e oy e

LHOME | SITE BSEX] SFARCH | cBUIINESS | HELP | PRIVAGY POLIGY

hltp;!flcss?.uspso.gov}b!n,lsho-.vﬁ-:ld?fédu:&sute-44fiiﬁzhluilq'n.?.2_ Paget el 2
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Feademirk Elecitonle $83i¢h System {TESS) 816110309 PH

United Stotes Patent and Trademuik Office

Homa | Site Xnux | Search ] PAQ Glossary | Guides | contacts| ehuslyess | obilz. alects [ Hews| Holp

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Fri Aug 6 04:05:46 EDT 2010.

g -1}

figdout) Ple

e e A A A e = e R P £ 8% Ty e i oyt b n S

s ( Use the "Back” button of the internet

i

Word Mark M22
Goods. and 1€ 035. US 100 101 102, G.& S Relalt;slore servines fealuring clothing; sporing goods, and novelly-lems.
Services  FIRST USE: 20071121, FIRST USE IN COMMERGE? 260714421

‘Mark’ e

Diawlng  (3) DESIGN PLUS WORDS; LETTERS, ANRIOR NUMBERS

Gade

2%192 26.07.04 ~ Diamonds with plain muliiple iine‘;bb[d§r1-5[ilah1qﬁ;i3' with plain single fine border
Cz?i’: 26.11.21 - Reclangles hat-are complotoly or paitially shaded

Barfal e

Numiber "'850410’5.1

Filing Date May 18, 2010

Current

Flilng 1A

Basis

Orlglnal

Filing 1A

Basls o

Oemir (APPLIOANT)-Broneah, tnc. CORPORATION MICHIGAN 121 £, Front L, Suite 103 Traverse Gity

WMIGHIGAN 44684

A avane ~F

hilb:lflessz.Uss{l@.dov!h!nlshu}iﬂoldﬂgdac’_\’;s\alerdO;O:IIJrJﬁqr.\.?._l Pige 1012
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Trademark Electronk S#arch System (1555) Bf6710 3:09 PH

Mauiigy Ul .
Record Brian A Hall

Dosgription The colot(s) black and while Isfare claimed as a fealure of the mak, The mark conslsts of-a small, black,
of Matk  stylized fofler M above & lorge, black-number 22, withiin 8 white square, on a black background.

Typeof  geauiCE MARK

Mark-
Reglstar,  PRINGIPAL
LiveiDead LIVE

Indtlgitor

TR RN R AT SPPP T —— P CE TSRS LR

g e e # 4 M e  FrrAAAAAA n meof a2) s i

}HOME | STTE HOEXL.SEARGH | 6BUSHESS { HELP | PRIVACY POLICY

huﬁ:]}lc's‘s?.u,s]‘np.gay!b}n,‘_sltb‘z}[le]dHudo;&s\alé-db} 0:({}6!15;0.2;_1 pige-2of2
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Tradematk Eléctionks Saarch System (1E58) B/6)40 4:09 2N

United States Pitent and Tradeniark Office

Home| Site Index | Sanarch | FAQ | Gloseary| Guldos | Contacts] otiusiness | ol wierts | Hawes | Bustp

Trademarks > Trademark Eleotronic Search System (TESS)

TESS was fast updated on Fii Aug 8 04:06146 EOT 2810

[T oR () to record: {T‘T“Ti’]‘Recerd 1 6ut of 10

PSS TARE S I S R

Word-Mark THE M-<22 GHALLENGE

Goods and 1G:041, US 100 101 107. G & S: Eptertalnment In {he naturs of campetitions In the fisld of athletics. FIRST
‘Services  USE: 20000201, FIRST USE IN COMMER(;E 20090201
faark _
Drawing  (3) DESIGN PLUS WORDS, LETTERS; AND/OR NUMBERS
Golle
Desigh 02.01.02 - Men depleted as shadows ar slihousiies of imeti; Silhouciies of men
Search 02,07.01 - Groups, malas
Cotle 02,08,05 - Humans, incliding mén, women and- chitdren; gepiclad rudning; Running, humatis
02.09.19 -~ Diving, humans; Hunians,. inctodiag men, Womeh and children, depicted playlng games or
angaged 1o ather sporls; Playing gomes of. gpoits, humans
1B8.03.01 - Bicycles; Tricycles; Ugitysles:
18.07.01 - Boats, inflalable; Canoes:: K'zyaks, Row boats
18.41.07 - Bual paddles; Canoe patldlos; Oars; Paddles, canoe

Serial -

Nombor 85089688

Flllny Date July 21 2010

Currerit .

Filing AA,

Bagis-

Otigina

Wi et daispile.govfblafshowhieldHedordstar ~4408ir3hho0.3.1 Pege-Lof
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Tradenxrk Bectronbe Search Syatem (TESS) 816710 409 M

Flllng 1A

Basls

Ownor (APPLICANT) Broneah, Jie. GORPORATION MIGHIGAN Sulle 103 121 E. Front St Traverse Glly
MICHIGAN 49684

Attornoy of « ..

Record Brian A. Hall

Degeription Golor Is not claimed as & foature of the mark, The mark consisie.of sithoyeties of thres Individuals along

of Mask:  witty the words "It M-22 shallenge", One Indlvidual fs:blking,-one is canoelng, one is ruantng, The running
Iidividuat's logs make Up theitwo I's.1d e word “chidflengd”, and the samaindividual bears a stylized 1422
maik-oii'the chest; a while diamond ¢onlaining "M22¥-oha black background.

Typoof  SERVIGE MARK

Mark

Registet  PRINCIPAL
LivelDaad . .
Andicator LIVE

| HOME | SITEINDEX| SEARCH | oBUSINESS ] HELP | PRIVAGY POLICY

nupf fiass 2 drspra.godshig fshoifiabi =docd stale=d0NEisited 3.1 Page 2 2
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From: “Susan Berquist® <BERQUISTS@michigan.gos
Sublecl: He: Fwd: M22 Trademask
frator August 10, 2010 11:01:46 AM EDT
To: Bates, Coutlnoy” <BalesC@michigan.gova, *Boll, Maik® <BotiM&@mlchigan.gov>, 'Hicks, Barbara' <HicksBI@micklgan.gov-, “lsom,
Patrick® <lsamP@michigan.govs, "Woods, Amit <ami@ambiosds.coms>
Ge: 'Sulhodand, Garalyn® <geodhart@grahamre.coms
b 2 Altackments, 1.6 MB

Aml -

Thanks for sanding me the attached letter threatening legal action from the *holders® of copyright on M22 and M119 marks or Images. 1t
certainly doss not seem right, but I'm no lawyer. [ have copled this Information to Pat Isom, Assistant Attorney General In Charge for
MDOT - his office acts as MDOT's lawyer, so to speak,

Pat - isit legal for 8 cormerdal entity to acqulre copyright of MCOT M - route sign marks or irmages and refated Images? And then to
legally threaten other entilies if they use those Images on thelr own publications or merchandse? 1 undarstand from Mark that the MDOT
rogte sign Images are In the public domain,

Thanksl

Sussa Barquist, MUOT-Manséng
berguists@midhios m ney
517-3351929

»>> Ami VWoods <ami@amiviocds.com> 8/10/2010 10:41AM >5>
Hi Susan,

Ami Woods here In Good Hart, Michigan. If you remember, 1 contacted you back In the spring regarding the us2 of the M-119 signage.
Please see the attachment, This was sent to our screen printer and 1 thought you would want to be Tn the Joap. T hape to hear back
with any Insight yau might have. T hope all Is well In Lansing.

Ami Woods
Good Hart Ganeral Store

-~ Original Mgssaga o
RTINS I A R0 4 e rs

To Tesy@nclmagewsat.oom

Sent: Monday, August 09, 2010 12:08 PM

Subject: M22 Trademark

Boar Ms, Piohl

Plaace seq the allached lelter regaiding mfnngemenl of M22
Trademark. Please contac! mo vilh quesiions or lo dlscyss.
Sinceraly,

John A, M Giacoma, Esq.

Traverse Legal, PLC

fmail; John @ Traversel.eqal.com

810 Colttagovievs [, Unit (3-20

Travetse Gity, Ml 49684

2318320 11 (office)

231-932-0636 {fax)

hitp i traverselegal.comy

Plsaso note thal this email mossage and any attachments ray cenlaln
priviteged or confidential Information thal ks protected agalnst use
or disclosure under federal and stale law, H you have recelved Lhis
in emor, please advise by lmmedlato 1eply. Any fansmission to a
pareon olber then the Intended recipent shall nol consltute 2 waiver
of any applicable mivileges. Any voauthorzed use, disclasure,
copying ot dissemination is sleiclly prohibitad,
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From: *Susan Bemuist® <BERQUISTS@michigan.gov>
Subject: Re: Fwd: M22 Trademark
Dale: August 10, 2010 11:19:33 AM EDT
To: "Woods, Ami cami@amivoods.com>
Ce: "Sulhetand, Garolyn® <gaodhatl@grahamre.core-
| { Atlachmenl, 0.8 KB

Aml -

The Assistant Altorney General In Charge for MDOT has assigned an attorney from his office {that 15, part of the overall oftice of tha
Michigan Attorney General) to fook Into this, T know those attomeys are vety busy, so 1 don't know how long it vail take for there to be a
respornse, but T also keep YOU in the [oop.

Susan B, 517-225-2929

>>> Aml Woods <aml@amiwoods.com:> 8/10/2010 10:41AM >>>

Hi Stisan,

Amil Woods here in Good Hait, Michigaa, If you remember, T contacted you back In the spring regarding the use of the M-119 signage,
Please sae the attachment. This was sent to our séreen printer and I thaught you would vant to be fn the loop. [ hope to hear back
with any Insight you might have. I hope all s wel In Lansing,

Aml Weods

Goad Hait General Store

—— Oilglnal Message — . I " N
B B R L S
Ta: tracy@ncimagewear.Com

Sent: Monday, Augost 08, 2010 12:00 PM

Subject: M22 Trdemark

Doar s, Plehi:

Please see (he alached lefter regarding infdagerment of 1422
Trademark. Plaase contact me with questions ar to discuss.
Sincarely, .

John A, Di Glacomo, Esq.

Traverse Legal, PLC

Emaft Joha@Travarzal egal.com

810 Cottageview Br, Unlt G-20

Teaverse City, M1 48684

231-932-0411 (olfice)

£31-932-0636 {fax)

ttndheeervelraverselaoal.com!

Pleass note that thls ema®l message and any attachmanls may contain
privileged or confidential Information that is prolecied agalnst use
of disclosure under {adetal and state Jaw, If you have received s
In error, pleass advise by immediate reply, Any fransmisslon io a
person other than tha Intended recipient shall nol consilule a vraiver
of any applicablo psivileges. Any enauthorized vsg, digclosure,
capying or dissemination Is striclly prohiblted. {
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From: "Susan Barqulst™ <BERQUISTS@michigan.gov-
Subjeal; Re: M22 Trademark
Date: August 12, 2010 1:44:02 PM EDT
Ta: *AmiWoods' <arni@amiwcods,cor-
Ce: *Caiolyn Sulherland® <goodhart@grahamre.comes, "Mark Bolt* <BoliM@mlchlgan.govs
1 Allachment, 30.2 KB

Hi, Ami -

Matk Bott (MDOT Traffic and Safety) and I mat with an asslstant from the attemey gencraf's office this mornlng. 1 think I may have
mentioned that this office acts as legal counsel to MDOT. Therefore, they are not avalfable to advisa the general public, unless the lssue
-divectly affects MDOT. For example, If MDOT were lo get a letter from Traverse Legal Counsel that sald MDOT had to seck their dizot’s
parmission in order to replace worn or damaged M-22 slgns, located along M-22 - that woutd be a direct Impact for "otir lawyess™ to deal
with.

In your situalion, we can offer some Infaemation, Attached Is an excerpt (rom the Federal Manual on Uniform Traffic Conlrol Devices - 1
copled this from the POF version of the entlre manual, because i s a large file, T can provide a link to the entire file, ifyou like, The
pertinent section 1 have highlighted fn yellow tn the attached:

Any taflic contrel devics design or applieation provision contained in this Manval shall bs considered 1o be in the public domatn. Traflie control deviees tantainzd
in this Mannal shall pot be protected by a paten), vedenzrk, or copyright, exenpt for the Interstate Shicld and any items ovmed by FHWA.

By law, tha Michigan Manual on Uniform Traffic Conliol Devices must be In compllance with the Federal mapal. Ineffect, reute marker
slgns, such as that for M-22 or M-118 are also in e public domain and cannot be protocted by rademark. Thus, it does not appear thal
the trademark(s) oblalnad for the M-22 sign or any Micligan M - route sign, aro legal,

Again, via're not lavwyers, and our lawyer, from the Alteiney General's office, can riot provide legal advice outside of MDOT, However, if
you do seuk logal counsel, we can provide dosumenlation of the Information provided here.

Hapa this helps!
Susan Peapist, MOOT-Panning

Lersuktsmithyan. oo
547-335-2923

= Ami Woods <ami@amivoods.com:> 8/10/2010 1;22PM >>>
Thanks Susan, 1hope to hear back,
Aml Woods

On Aug 10, 2010, at 11119 AM, Susan Berquist wirele:

Amf -

The Assistant Attorney General In Charge far MDOT has assloned an altorney from his offica {thal s, part of the overall office of the
Michigan Attorney General) to Jook Into this, T know thase attcmeys are very busy, so 1 don't know how long & vl take for there 1o
be a response, but 'l alse keep YOU in the loop. .

Susan B,, 517-225-2929

>>% Ami Woods <ami@amiwoods.com> 8/10/2010 10:41AM >5>

Hi Susan,

Ami Woods hera'in Good Hart, Michigan.- If you remembar, | contacted yoli back in the spring regarding the use of the M-119
signage. Please see the attachment, This was sent to cur screen printer and T thought you would want Lo be in the foop. 1 hope to
hear back with any Insight you might have. [ hope all Is well in Lansing.

Ami Weods

Good Hart General Store

-—- Orginal Message --—

| B I kA e e R S
To! Irvey@ndmagewear.com

Sent; Monday, August 09, 2010 12:08 PM
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Subject; M22 Tradamark

Dear Ms, Pichi:

Please sea lhe altached leler 1egunding infringamant of M22
Tradamack. Pigase conlacl me vith questions or fo discusds.
Sinceraly,

John AL Di Glaconwo, Esq.

Fravorse Legal, PLC

Emall; John@Traversel.eaal.com

810 Cottagaview U, Unil G-20

Travesse City, W[ 49084

231-932-0411 {oillea)

231-932-0636 {fax)

hilto Hyeeny lraveraelagob.eony -

privileged of confidential infurmation thal Is proleciod against use
or disclosure undar federal and state law, 1f you have receqved this
fn errof, please advise by immedlale reply. Any ransmisslon to a
parson other than the Intended reciplent shall not consitute a8 vaiver
of any appicable privileges. Any unauthorized use, disclosure,
copying or dissembnatian bs sirklly prohibited.

Haill Attochient.gifs

Ami Woods
231.881.2200 Cel|
231.526.7244 Office
£00,043.2383 Fax
amiwopds.com
ami@amivicods.com

FB8: Jacebook.comiamivoads
Tvdter: twiller.convamhvoots
Blog: ainlwoods.biegspot.com
LUnkedin; linkedincondmfaniveods

Federal MUT...doc (30.0 KB)

Pleaso note that tids emall message and any attachments may contaln
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From: *Lavra Lawson® <lawson@blackstarfarms,com>
Subject: RE: M22 Trademark
Date: August 20, 2010 10:47:00 AM EDT
Ta; *An Yoods® <ami@amivioods,com:
|2 2 Altachments, 3.5 K8

At this tne our attorney is advlsing us not to do the label for now, unless you can take off the black area around the 119, Sorry.
He Is writing a letter back to the 1n-22 attorneys with some of the info you sent ine bielow, hopefully this will work. 1will ask our
attorney If I can forward his letter to you as well. 1hoge we can wark something out, [ove warking with you and you dad, and
love the store. : '

Latrra Lawson

Winery at Black Star Farms
Winery Administrator
{231} 944-1232 phone
(231} 944-1279 fax

wwaw blackstarfarms.com

Facobnok: R

From: Aml Woods [matito;ami@aaivoods,com]
Sent: Thursday, August 12, 2010 8:15 M

To: Laura Lawson

Cce: Carolyn Sutherland

Subject: Fud: M2 Trademark

Laura,
See below. Plense let me know your status on this meaning are you prepared fo continue providing us private label wine

or are you unable to move forward at this point when we need a re-order. Thanks and I'l1 talk to you saon,
Ami

Begin forwarded message:

From: "Susan Berquist" <BERQUISTS@michigan.gov>

Date: August 12, 2010 1:44:02 PM EDT

To: "Ami Woods" <ami@amiwoods.corm> '
Ce: "Carolyn Sutheriand” <goadhart@graharre.com:>, "Mark Botl" <BoliM@ richigan.qov:-
Subject: Re: M22 Trademark )

Hi, Al -

Mark Bott (MDOT Traffic and Safety) and 1 met with an assistant from the attomey generals office this mornlng, I think 1 may have
meniibnad that this office acts as legal counsel ko MDOT, Therefare, they are not available to advise the genera) putdic, unless the
Issue directly affects MDOT. For example, If MDOT were to get a leller froem Traverse Legal Counsel that sald MCOT had to seek thelr
clienl’s permission In arder to replace worn or damaged M-22 slgns, located along 14-22 - that wiould be a direct impact for “our
lawyers" 1o deal with, '

In your sitisation, we can offes some information. Attached Is an excerpt from the Federal Manual on Uniferm Traftic Control Davices -

1 copled this from the ,PDF version of the entire manual, because 1L is a farge file, I can provide a link to the enlire fife, If you like,
The pertinent saction I have highfighted in yellovr in the atiached:
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Any traffic control device design or application provision contained in this Manual shall be considered to be in the pubtic
domain. Traffic contral devices contained fn this Manual shall not be protected by a patent, bademad, or copyright,
except for the Inferstate Shield nnd any items owaed by FHTWA.,

By law, lhe Michigen Manual on Unlionin Traffic Conlral Davices must be In compliance wilh the Federal manual. In effec!, route
marker skgns, such as thal for M-22 or M-118 are also in the public domaln and cannot be protecied by radomark. Thus, itdoes not
appear {hat the imdemark(s) obtained for the M-22 slgn o any Michlgan M - route sign, are fegal,

Again, via're not laveyers, and our lawyer, from the Attomey General's office, can not provide legal advice outslde of MDOT. Howaover,
it you do sack kegal counsel, we can provide documentation of tha infarmation provided here.

Hopa this halps!

Susan Berquist, MDOF-Planning
berqulsts@mkhioan.gov
517-335-2929

>3> Aml Woads <ami@anmbwoods.com> 8/10/2010 1:22PH >3
Thanks Susan. [ hope to hear back,
Ami Woods

On Aug 10, 2019, at 11:15 AM, Susan Berquist virote:

Al -

The Asslstant Attorney General In Charge for MDOT has asslgned en atterney from his office (that Is, part of the overall efilce of the
Michigan Atomey General) to koo Into this, I know those attorneys are very busy, so T don't know hoy long It will take for there lo
be a response, but Ti ako keep YOU in the boop. )

Susan B,, 517-225-2829

>>> Aml Woods <ami@amivioods.com> 8/10/2010 10:41AM »>>
Hi Susan,

-Ami Woods here In Gaad Hart, Michigan. 1f you ramember, 1 contacted you back in the speing regarding the use of the M-119
signage. Please see the atlachment. This was sent 1o our screen printer and 1 thought you would want to be Inthe focp. Thope ta
hear back with any Inslght you might have. 1 hope all is well in Lansing,

Al Woods
Good Hart General Store

—— DOriglnal Message —- e N
BT T ) A A A R s e R e,
Tot ragy@ndmayewear,oom

Seont: Monday, August 09, 2010 12:08 P
Subject: M22 Trmdomark

Dear Ms. Pighl:

Please see the aitached leller regarding infringement of M22
Trademark. Please contact me with questions or to discuss.
Sinceraly,

John A. Dl Giacomo, Esq.

Traverse Legal, PLC

Email; John@Traversel.egal.com

810 Cotlagsview Dr, Unit G-20
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Traverse City, Ml 45684

231-932-0411 (ofiice)

231-932-0636 (fax)

hitp://www iraverselegal.com/

Please note that this emall message and any attachmenis may contain
privileged or conlidential information that is protected agalnst use
or disclosure under federal and state law, If you have raceived this
in error, please advise by immediata reply. Any transmission to a
persan other than the intended recipient shall not consitule a waiver
of any applicable privileges. Any unauthotized use, disclosure,
copying or dissemination is strictly prohibited.

<Mail Artachmant.gif>Errov! Filename nob specified.

Ami Woods
231.881,2200 Call
231,6268.7244 Office
000.948,2353 Fax
amlygods,com
ami@amiwocds.com

Fir; lacgbonk.comfprabuoods
Teatter: itter.comfamiweods

Blog: amiveaods. blogspotcom
tinkedin: linkedin convinfamivnods
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From: Andraw Dawley <andrew@motogl.com:
subject: Fwd: TRADEMARK lssue
Dale: Murch 8, 2011 12:03;:31 PMEST
To: amiwoods@mac.com
| 1 Altachimeni, §098 KB

el Fovarded massago —-—-

From: Broneah Kiteboutding <pigneah@bronegh.com=
Data: Moan, Mar 7, 2001 at 8553 PM .
Suhjecl: Re: TRADEMARK lssue

Ta: Andeew Dawley <andrew@nelogh cou-

Androw,

Hows 1t golng. §have a question for yeu. Can you pl2ase sze The altached Iniage? Do you know who mads lhis, ts this you?
Lel me know if you have any info, Thanks Keegan!

On Mon, Feb ;‘28, 2011 al 6,40 PM, Bronesh Kiteboardlng <bronesh@broneah.coms Veale:!

Thanks for the call tloday, leel free to oonlasl us anytime with quastions,

Keecgan

On Mon, Feby 28, 2011 at 6:46 AlS, Broneeh <broneah@bronesh.come viote:

Call anytime, Thanks!

Bosl regards,

Broneah inc.
M22 fle.

231.392.2212
Bronegh@broneah.com

On Feb 27, 2011, al 8:33 PM, Andtew Rawley <andtem@motout, oot wirole:

17) give you a call tlatnorrowe mosming 1o talk more,
| had pinchased 2 UREs... vavw.m 1 190miine.com and wyavmi i9unglofiees.com
I have switchad the URL. listed on my facebock page lo the 2nd addrassa.

Thats Jos alf the tips, Talk {0 you tomorrow,
Andrew

On Sun, Fab 27, 2011 al 8:05 PM, Beotizsh Kitaboarding <broneali@bronsah.cont- vwidle:
Andiow.

Thanks for yeur emal. | researched this a bl and ¢i find your iniia) email, 1 forwarded that o Travarse Legal back on Jan t4th, bul
understand that it vas not received by them, | sssumed they waud follow up vdth you back al Ihat ime with the answer 1o your Fritia)
yuestions. Sorry that vas not the case.

Rogardloss, hopelully you Fistened to the Inferview and got a bit more knowledge sbout sur brand, how we proledt i, and vwhat we have Inlo
it. For me lie mosl upselling thing abaul gatling sent lo your facebook sile was the exact copy of the stickers aud mugs, in adgitlon tha
use of our same domain nemo, yyami18online.com as We ute yww.mZonfing.com

With tha hige amount of time and effort we have inlo the M22 brand its hard to see Ihlngs like Ihis pop up. Regardiess vic wotld ke ©
tnt with yon about your kieas In mere detail, prelerably via phone, My number is 231,392.3556 of emali me your and ) will cal ASAP,

FY!, there Is another group In your area What has already tled 1ot the M1'!9 mark and have since stopped production atter commeinication
wilh ouwr legal team. ' .

| uaderstand 1k }E 1 15 & areat road also. £ul he issue is thal since wa were the fial company ta produce @ biand afolnd *a fozd” vie
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ahways ge! customer confusion in fhe markalptace anytime somewne yies 1o éopy vihal wo have created, Thisls guncily vhy wahava a

prolected and reglstured trademark

Floase give me a call mankday and we can discuss inmore detad,

Thanks Keegan

On Sun, Feh 27, 2011 al 1:53 PM, Andrew Davidoy <tales@mi10oniing.com= wrote:
Thanks lor getling back 1o me. T has sent yout an emall several Waeks ago acking aboul o 1119 design... | understand and vill take the
*sign* dusign down. | havent sold anything from iy site, so il's nat atig deal.

Thanks agaln, 1Y gat those llems down asap.

Andreve Davdey

HeXo.

View following link:

htip:fim22on'ine comntodusts-nagefiadomarks

‘Best Regards,

M-22

121 East Front Streel, Suite 104
Teaverse City, Ml 49604

v, it 0.L0m
231-360-90%0

BRONEAH

=Jain® on FacebeoX - htlnhevarfacsbook.com/Bronesah
$21 East Front Steeet, Suits 103 ]

Traverse City, Ml 49684

vapvhrongah.com

201-392-2212

Hast Regards,

1422

wole on Facebaok - hilodrenwe facobank.comiizzonling
121 East Fran! Skreel, Suite 104

Travorse Cily, Mi 49684

veay M2goniog.com

23§-3306-9090

HRONFAH
aJoin" on Facebook - hitodherww facehaok.comiBrongaly
121 Ensl Front Streol, Svita 103

Acandom customer of oues (ecently informad us of your faceboo
from, We undorstand yorr ‘wnned of trees™ logo that you use for your main inege,
ihal you are olforingg enline. Unloriunalely {hose items infringa on our Irademask. Please fislen to the Inlerdaw on the link batove 1o
uaderstend our irademark righls, We would be happy to talk personally It you have any questions, athenvise you ¢an send any
questions dhectly lo Traverse Legal {hiovfiaverseleqat.coms)

On Sun, Feb 27, 2011 nt 12:36 PM, Bronesh Kiizhoarding <roneah@ggeat.com> wrale:

k website, aftec viewing the fink we reahzed where lhe issue came

fooks groatt The issup Is fnthe stickar and mugs
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Traverse Gity, M 46684
vovrvdbyoneah,go
23{-392-2212

Best Regards,

Me22

*join* on Facebook - hitndhvenvacebook comfd22ontine
121 Easl Front Streel, Suile 104

Traverse Clty, Ml 49634

wynw M22onilne.com

231-360-90%0

BRONEAH

tJoln* o Facebook - hitpivaanioebook.comiBroneah
121 East Front Sles, Suile 103

Traveise Chly, Ml 49684

yeenbroneah.con

231-342-2212

Best Regards,

M-22

*Jola® on Foacebook - hRpyAanv facobookcomihid2onfine
121 East Front Slract, Sulte 104

Travarse Gily, M| 49684

e, M22anline.com

231.360-9000

BRONEAH

“Join' on Facebook - hitpvany facabook cotwBronzah
121 East Front Streel, Sufle 103

Traverse Clty, Ml 49884

y¥ravhroneah.com

731-392-2212

——
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From: Broneal Kilabearding <tioncah@bronanh.con:
Subjecl: M22 CONTACT
Date; Aprl 8, 2017 5:44;18 PR EDT
To: amb/oods@mac.com, aml@amivoods.com
Ce: Mal Myers <inall@broneah.conts

Aml.

We wanted to contact you In elforls o have a tace lo fece maeting with You regarding tha M119 logs you heve been using. Please et me kaow if i
would be posshle, We aro avallable anytime, and i necessary we could corme up nacdh of maybe meol in he middlet

Thanks Keegan

Besl Regads,

M-22

"Join® on Facobook - hitoyAnny fucebook apline
121 East Front Steey, Suile 104

Traverse Gity, Ml 49684

yivrve M22online, com

231-360-6030

BRONEAH

"Joln® on Facebock - ilipdhvwyt daceboak.comyBroneah
121 Eas! Fronl Sbieel, Suils 103

Traverss City, M1 40684

wenbonegh.com

231-392.2212
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From: Aml Woods cambwooeds@mac.com>
Subject: Re: W22 CONTACY
Date: Agil9, 2011 $:30:15 A EOT -
To: Hroneah KHeboarding <ironesh@broneeh.com>
F 2 Allachments, 1.2 NB

Thanks. Please seg altached, | befleve you already have (his, but am resanding 1o be sure. Yes, our slore Is quile a fixture and has been so for
ovor 76 years, We know of ot lear 6 other businesseslarganizallons producing M-119 marchansise and apparel, That number seomns to ba rapldly
groving. .

Ami

;ﬂiﬁ o

S= GiusiE S1b

40 ey Adopite

nddbnkRrrToX. oot

On Apr 8, 2011, al 9:23 AM, Broneah Kiteboarding vrote:

Amil.

It you woukt not mind serxding over (he logo thal you plan 1o uso thal would ba great, Typically the best “est* for people by for somoihing That
small lo stand about 10ft away, and If yau Think R could be confusag for Ihe M22 logo then Lhere s probably st and issue. Far a {-shii, its more
like 200t avvay. Agaln, the only [ssue wo hava ls the amount of customer confusion we get from the W19 logo. As you may know thete have
been mulliple companies launchlg M119 geur Iy that arex.

Again, we appieciale ihe open communication and we are happy o discuss INs In elforts 1o create semething that warks fof everyone lnvolved.
The stors ¥aalion you guys have loaks incredible, whal an smazing spolt

Keegan
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OQn Sal, Apr 9, 2011 a1 9:18 AM, Ami Woods <ambwocds@mac.coms viols:

Thank you Keegan,

Wa aclually don’ seo any confusion batween M-22, K-119, o any ofher M road In tha state as (he numboers obviously differ - but Hyou do, then
lhat's not o he disputed. ’

Whal vie wouks realy fike lo do is 1o proceed vith our vine Isbels. To do sa, wave madified the lego lo a navy blue varsus black, Please lel
ine Know [l we ¢an proceod with these warklng with Black Star Fasms. 'We'd appieciate your help on this. Thanks agaln.

Anil Woods

Cn Apr 9,201, al 8:51 A}, Bronaah Kiteboardlng wm-tﬁ:

. A

Thanks for the emal. 1 would not say Hs unforlunate that you are in FL for the monih! Although il is suppesed lo be 70 here tomereowl

I think the Bes! thing al Ihis posts tor you lo hear things flom ow perspeclive. We have a great Interviow online hat discusaes the use of our
maik and you can listan to it al the loliowing link:

Mwm22entine. comfaroducts-pagedrademani)

We apprediate Ihe 2dvice [rom the State's Atlomey General's office and the Michigan Department of Transpoitation but this lssue is aclually a
United Shates Putenl and Trademark Olioe lssur, Of course we viould never stop anyong frem using the M22 sozd sign for use of directions,
map, or aay tesm of ranspoit ele.

We lovo e Tunnel of Trees™ concapt, the anly Issue we have is the ditect vse of the blackAvhlte road sign. The largost Issue wa havo with
110 produet fs Ihal we are constanlly getiing emails, phone cafls, and lace to face discussions wilh people whe think that anything with the
M119 gign Is par of owr brand. We continualiy have to explain lo people thal it is nol part of the M22 trand, M22 has giown to the poinl
where angtirme someone usas the blackivhite road emblem In a form of "marketing/randing® the ganeral public thinks itls somsliing thal
was crealed by e M22 brand no maller what M number Is placed in the emblem, Thatls lhe whole Issua. | The M113 Jogo coukl be crealed
in a way that wiit avold this cuslomer confugion then fve would not have this issue.

Let me know It that makes sense for you guys. Happy lo discuss this furthar via ernall or phona If you preler.

Thanks Keegan
Qn Sat, Ape 8, Z011 at 8:36 AM, Aml Woods <amiwoods® mac.com> yirote:
HI Knegan,

Thank you so much for getting In louch vith us, We definilaly appreciate it and wo agree that a faco to face woukl ba beneficial
Unfortunately, my srtire family Is ln Florida unlB mid-May so that might not be a reafity unlsss you want to fly soulh. 1}

it might ba best to apen up a dialogue via emall and work trom there for now. Bul again, wo do appreciale the offer t chat b person and
maybe could {ake you up on that come spring.

Gur business, he Gond Hatt Genoral Store, has been in aperalion since 1834 and we've been selling N-119 and Tunnel of Trees
metchandise for about the last 30 yewrs {jus! about the time M-119 became exactly that... M-116). We specifically began selling items
displaying the scluel road slgn image aboul § years ago.

We hugely respeat the business thal you have bull for yourself, and we encetirage your grovith just as ve du anyone promoting Michigan's
cconks foadways i the landscapo in genaral, Gur theory Is that the more attention to Northerm Michigan as a whole, the bolter business
vl ber for pvaryona involvad.

Gunanlly, we are boking to move forward vath our private fabel wine production for the 2011 scason, We very much valuo our relationship
with Black Star Farms and would like Yo continue that relationship and even grow it in years to come, Documentation we have from the
Stale's Allorney General's office, the Michigan Departmant of Transpertation and research from our attomeys all confirm thal the Michigan
road signs are public doynain. We realize that you passinly have difering informatian from your sources, hoveever wa can enly go with what
has been provided 10 s by these oflices ard organizallons,

Weld 1o o ask atthis time, fof you 16 Wisi our webslte, lamillarize yourself vith our business, and then [st us know how vie can haest work
Ingether In moving farward. Once agaln, we thaak you for reaching out 10 us and look forward to heailng back. Thanks Keepan, Have a

geod woaekend,

A Woods

Good Harl General Slore
hitodfwvew.goadhantstare.com

On Apr 8, 2011, at 544 PM, Broneah Kiteboarding virale:
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Al

Yo wanled to contact you i efforts to have a Jace to face meeling wilh you regarding the M119 bgo you have been ustry. Pleage fat ma
knove If 1 vian'd bo possible, We are avaliable anytime, and If necessary we could come up noith or maybe meol 1o the middial

Thanis Keegan

Best Regards,

M-22

*Juln® on Fecobook - hitodfswy Jacabaol.coin22anfing
121 East f'ront Slreet, Suile 104

Travarse Gity, Ml 49004

v ME20nline.coi

231-360-8030

BROMEAH .

«Joln® on Facebock - fllodiwin. facebouk.comBionesh
121 East Front Streel, Svlta 103

Traversa City, Ml 48684

weervhronaal.eom

231-302-2212

Ami Woods
£31.881.2200 Cell
231.526.7244 Oflice
500.943.2353 Fox
amiwands.com
aml@amivinods.com

F8: [acabook.com/amivoods
Twilter: witter.convamivioods
Blog: amivoods. blogspot.con
Linkedin: lipkedin.comin/amnivoods

Bosi Begards,

1M4-22

«Join* an Facehoak - hiio;isnavtaceboglk.convid22oaling
121 East Front Streal, Suite 104

Traverse Ciy, Ml 49684

231-360-9090

BAONCAH

sJoin® on Facebaak - kitoyAnav Sacabook. camiBropaah
{121 £asl Fraal Sireet, Suite 103

Travarse City, MU 48684

231-392-2212

Aaml Woods
231.861,2200 Cell
231.526.7244 Olflice
800.943.2357 Fax
Amivoods, com
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Frontt Bronoah Kiteboarding <broneah@bronegh.com>
Subjact: Re: M22 CONTACT
Data; April 9, 2011 10:33:24 AM EDT
To; Ami Weods camivoods@mags.corme
Co: Matt Myors <malt@bronsah.con-
P 1 Allachmanl, 824 K8

Ami,

Yes wo have scon lhosa. Please 22 lhe attached knage. It1s an exampla of anather person who changad the logo encugh to make N <o Diere Wil
not be the continved gustomer confuston. The loge you sent will cerlelnly continue Uie cusiomer confusion we are weilking lo wvold. Tho *navy
biug® s so dark it still kooks black Lo me. 1f that color was changed to a tuight bive or something significantly ditferent thal would probably help allol.
Ox if a differenl design that foctiges more on the Tunnel of Treos kirvda the tho orte altachod would also be e greal way lo gel the

message acioss witheut the conluslon,

The M119 sign was dready allempled and danted by the United Siales Patent and Trademark Otfice due to the simiiaslty to our logo.' Instoed thosa
same people rademarked the *word® 114,

Lat mo know i you guys arc abla 1o make any adjustments to this design? Wa would not have a huge issue wilh you girys sefling thsough Lha labels
Ihat have already bean peinted s long as we have some Lypa of agieement en fiiute deslgns,

Any thoughts?
Thanks Keegan!

On Sat, Apc 9, 2011 at 9:30 AM, Aml Woods amiveeds® mat.cont> wiote:

Thanks. Plaase see aflached. |beleve you alroady have thig, bul am resending lo be swe, Yes, our store is quile & fixture and has been 50 fos
ovar 76 years, Wo know of at ieast & olhar businessesfoiganizations productig -1 9 morchandlse and apparel, That nuinber séems lo be
rapidly groving, -

Amti

On Apr 9, 2011, at 8:23 Ab, Broneah Kiteboarding wiote:
Ami.

1 you would nol tnind sending over fe logo thal you plan to uso that viould be greal. Typleally the best *lest” for people ks lor samething that
amal le stand about 101 avray, and #f you tink § could be confused lar the M22 fogo then thate §s probably stil and lssua. For al-ghirt, ds
more like 201 avway, Again, the only ssue wo have is tie amount of customer corusion vwe gel from the M119 loge. As you may know there
have been multiple compantes launching K119 gear In that area, '

Agalt, vte sppreciate the open communication and we are happy to discuss livs in offorts 1o create somelhing that vorka lor everyone involved.
The steee location you guys have loaks Incradible, wihat an amazing spoll

Kaegan

On Sat, Apr 9, 2011 at ;18 AM, Aml Woods <ambwecds@mag.cons- wiala:

Thank you Keegan,

Wa aclually don't see any confuston batviaen M-22, M-116, o7 any oiher M road (n the stale as the numbess obvigugly ditfer - but if you do,
then that's nol Lo be disputed,

What we wauld reaty live to do Is ta proceed with our wine labsle, To do &0, vie've meditied the togo to a ravy blug vetsus black. Ploase lal
me know I wa can proceed with these woiking with Black Slar Farms. We'd appredale your ieip on liis. Thanks again.
Aml Waoods
On Apr 8, 2011, at 8:51 AM, Bronesh Kileboarding veole:
Aml.
Thanks for the emall. | vwitd not say ils unforlunata that you aro In FL for the montll Although Itls supposed to be 70 here tamonow!

{ think he best thisg at 1us paint 1s fof you o hear things from our perspective. We have a great interview online thal discusses the use of
our mark and you caa fiston to it ait the fellovdag link:

hiiom22onting.cominroducts - naociademarif
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We spprediate the advlee from the Slato's Allomey Geaeral’s ofiica and tha Michigan Dapariment of Transportailon bul Ihis lssue [s aclually
a United States Palent and Trademark Olfics ssua. Of course we would neved stop anyons (rom vsing the M22 raad stgn for use of
directions, map, of any form of transpail ele,

Wo love the *Tunns! of Trees”™ concept, the only lssue we have Is the difect uso of the blackhvhite road sign. The fargest Issue Ve have
wilth 44119 produt is that ve aie constently galling emalls, phone oalls, and facs lo face discuasions with people who think that anyihling
with The ¥1 19 skgn 1s padt of our brand. We contnually have to explain 10 people thal itis nol par of the M22 brand. 822 hus grown lo the
polnt wehare anylime somecne uses the blackAvhlte road emblesn Ina fonn of *marketingforanding' he general public thinks it ts somalhing
that wins croated by tha M22 brand no matler what M aumber & placed in the emblem, That is the whole Issue. i the M118 logo could ke
crealed in a way tat will avold this customer canfisston thea we viould not hrave this Issite.

Lel o knaw il that makes sense for you guys, Happy to discuss this further via emall or phone il you prafer,

Thanks Kesgan

On Sat, Apr 9, 2011 at 8:35 ALY, Ami Woods <amiwaoda@mag,.comp> wrele:

Hi Keegan,

Thank you so much for geling in touch with us, We dafinilely approcinte R and we agree that a lace ta faco would be bonoficlal,
Unforlunalely, my entire family is In Florida untit mid-May o that might not bz a reality unless you want to fiy soulh, ©)

It migtt be Lest ta open up a didlegue via emall and work from there for nove, But again, we do appreciate the offer o chat In person and
maybeo could take you up on that come spring. ’

Our busiiess, the Guad Hart General Store, has been in eperalion since 1934 and we've baen soliing M-119 and Tunnel of Troes
merchandlse lor about the lasl 30 years Gust aboul the Ume k-119 hecame exactly thal... M-118). Wa specifically began selling lems
displaying the aclual road sfgn lmage aboul § years ago.

Wo hugsly rospect the business ihat you hava budit for yourself, and we encourags your growth Jusl as we do anyene promoting
Michigan's scanle readways and the landscage tn generid. Our ieory is thal thie more aliention o Norihorn Michigan as a whole, tho
beltor businass will be for averyone involved,

Cursenlly, we are looking to move lorprard with our private label wine produstion for he 2011 season. We vory much value our
refattonship with Black Star Farms and woukd Fke to conlinue that celationship aryd even grow it in years ta come. Documentation we
have from the State's Altorey General's office, (he Michigan Deparimenl of Transpestation end research lrom aur attlorneys all confirm
ihat Ine Michlgan road signs are public domain, We realize thal yod possivly have lading Informalion froin your sources, however we
can only go with what has beea provided to us by those offices and argentzatons.

We'd like to ask at this time, fos you ko visit our websHe, Jamiiiatize yoursoll with our business, and then lot us know havs vie can best
work togalher in moviag larward. Onee agaln, we thank yon for taaching out to o and look fosward lo headag back. Thanks Kesgan.
Have a good weekend.

Ami Woods

Good Harl Gengral Slore

On Apr 8, 2011, al 5:44 PM, Blonesh Filebourding vrold:

Aml,

We wanled o conlasl you ln ofions to have a lace to face meeling wilh you regasding ths 14118 logo you have been using. Please ot
me know if it vould bo possible, Wo are avaliable anying, and i necassary we could come wp norh of mayne meet in the middiel

Thanks Ke=gan

Best Regards,

t4-22

Joln® an Fagebaok - hllpifenne lacebuok,cosnd?2onling
121 Edsl Froml Slcet, Sutlo 104

Traverse Clty, Ml 49684

v dd2 Zonline.com

231-280-9080

BAONEAH i
“Joln™ on facebook - hipdfva facebook comsBronsalt
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From: Ami Weods <camiwonds@mac.com>
Subjsck Ro: M22 CONTACT '
Dote: Aprd 8, 2011 10:33:38 AWM EDT
To: Broneah Ktehoarding <bronaah@brongah.com>

Thanka Keegan. | roally don't wanl te aller cur deslgn any lurher. | ke K and H's & very altractive fabel that we plan te mova forweard wilih. There
are no labels printed and we are sadly out of wine. We deflallsly want ¥ gel maving befoie May. Let ma talk this over with my wolher, the slore
owner, and gel back wilk yau, | appieciate the dlalogire and ihe Information. Thanis again and welM be In louch. Enjoy thal great weather you

" mentioned|
Aml Weods

On Apr 9, 2011, al 10:33 AM, Broneah Klieboarding wiole;

Amt.

+

Yas we have seen those. Please see the altached imnge, 113s an exampla of another pemon who changad [ho logo enciigh to make it so there
villl not ba fhe continued cuslomer canfusion, The Yogo you sent witt cartainly contintie e cuslomar confuston we are working to avold, The
*navy blue' is 5o dark it S fooks black to e, If that calor was changed to a hight blue or something significantly differant thal would probably
help allot. Or lf a diffacent deslyn thal focuser mare on the Tunnct of Trees Knda ke he onu atlached would elso be a great way 1o gel he
message across without the confusion.

The M1 19 sign was alteady altempted end denled by the Unfted States Paient and Tradamnary Office dué to the similartly to our logo. Instead
those same people tradomarked the *waud* K113, ‘ -

Let mo krow if you guiys are abla o make any adjusimoats lo this deslgn? We wow'd not hava a huge Issue wilh you guys selling through the
labels that have already beon prinled as Jong as we have some lype of agreemant on fultire designs,

Any lhotghte?

Thanks Keegan

On Sat, Apx 9, 2011 al 9:30 AM, Aml Woods <ambyoods@inac.come- wwate: '

Thanks. Plaase see attached. | believe you already have this, bul am resending te bo sure. Yas, our store Is quite & fixturo and has baen so
for over 75 years, We know of at least 5 other businesseslorganizations producing M-119 merchandice and apparel. That number seems lo be
rapldly growing,

Ami

On Apr g, 2011, al ::23 AM, Bronesh Kileboarding virote:
Aml,

it you veauld not mind sendirg aver the fogo that you plan Lo use that would be greal. Typleally the best *est® lor paople is lor scmelhlag that
analt to stand aboul 10k away, and I you think it coudd be confused for the 1422 loyo then there Is probatily slilf and jssus, Fora {-shid), its
ore like 20/t away. Again, the only lssue we have £s the amount of custamar confusken we get from the K119 logo. As you may know lhere
have been multiple compunles faunching M118 geat in that acea, : ,

Apain, we appreclate the open communksation and wa are happy to discess this in efforts to ereale something that vorks for averyons
involved, The store loeation youl guys have 1ooks lncredble, what an amazing spott

Keegan

Cn Saf, Apr 9, 2011 at 918 AM, Ami ‘Woods <amiwoods@mac.cony vrotal
Thank you Keegan,
We actially dont sae any conlusion betvrenn M<22, M-119, or any other M road in the slale as the numbers obvicusty difier - bul if you do,

then that's not o be dispuled.

Whiat we would really like to do is 10 proceed with cur wina labels. To do so, we've modiied the logo to a navy blue varsus black. Please
ol fe know If we can proceed vill these woiking vith Black Star Farms. We'd apweclate yeur helg on this. Thanks aguin,

Ami Woods

On Ape @, 2011, a1 851 Al4, Broneah Kiteboarding wrole:

| And,
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Thanks for the amail. | would ol say its unforlunate thal you are fn FL for the monthi Alhough il ls supposed to be 10 here lomoriowl

1tk Whe bost ihing al this potnt Is for you Lo hear things from our perspective, Vo have a greal Inlerviow online thal discussas tho use
of our mark and you r=n Uslen lo it al the follovdng tink:

hlipAim22online. conmiproducts-nagetradeinark/

We appredate tha advice om e Sale's Alarey General's office and the Michigan Department of Transportallon but this issuo is
actually a Unlted States Patent and Trademark Olfice issua. Of caurse wo wauld neved step anyons from using the H22 road sign for use
of directions, map, ar any form of franspori el :

Va love tho "Tunnel of Trees* concept, the only issua we have is the direct veo of fie blackhvhite tozd sign. The largest issue we have
wliit 14119 producl §s that we sre constanlly gelting emails, phone calls, and faca to face discussions with people who fink that anything
wiitit tha M118 sign Is pail of our txand. We continually hava to explaln fo pecple that it Is not part of tho M22 brarxl, 422 has grovm lo

“tha palal whate anylime someone uses the biackivhite read emblem In a form of *markelingforanding” lhe ganeral public thinks it is
somelhing that was crealed by The M22 brand no maller whal M aumber Is placed in the smblem. 1hal fs the whole lsue. If the MT19
logo could bo created In a way hat vdi avokd this customet confusion then wa would not have 1his issue,

Let e krow if that makes sense for you guys, Happy 1o discuss this furtiver via eall or phane If you prefer.

Thanks Keegan

On Sal, Apr 9, 2011 a1 8:36 AM, Amt Woods <amivoods@ mae.oor> wiote:

Hi Keagan,

Thank you so much for godting in touch vdth us. We dofinliely appreciate it and wa agfes thal a Jace lo faco vould be haneficial,
Uniortunately, my enilia family is In Florida uatil mid-May so hat might not b a reality unfess you vant lo fly south, )

1t might bio best 1o opon up a dinlogue via smal and work rom there for now. But again, we do appreciate the offer o ¢hal I person
and mayba could lake you up on that come sgring.

Our business, the Good Hart General Store, has been in apevallon sinco 1834 and weve baen sebing M-118 and Tunnel of Trees
merchandise for abaul the last 30 years (ust aboul the lime M-119 became exacily that... M-118). .Wo speoifically began selling items
displaying the aclual rond sign Image ahout 5 years ago.

We hugely respect the business that you have buill for youraell, ard we encontage yowr grovith just as we do anyone promoling
Michigen's scenic roadways and the landscape In genetal. Our theory Is that tho mare aftenilon fe Nonthem Michigan as a whele, the
baller businesa will ba for averyone Invobred. ) N
Currenlly, we are looking lo move fornward with out privals label wine peoduction for the 2011 season, Wo very much valte our
relationship vith Black Skar Fams and would lixe lo conlinue thal relationsiip and aven grow it In years to come. Documentation wa
have from the Slate's Altorrey General's office, the Michigan Department of Transposiation and research from our altornoys all confirm
That the Mictigan road signs are public domaln. Wa realize that you poasibly havo differing informatfon from your sources, huwever we
can ony go witkr what has been provided to us by those olfices and organizations,

Vo'd ke 1o ask ol this ims, for you to visit aur viebsite, famifiarize yourself with owr busingss, and then lat us knaw hery ve can besl
work logelther I moving forward. Orce agafn, we thank you for reaching out lo us and kok forward to hearing ack. Thanks Kecyan.
Hava a good weekerxl.

Anil Weods

Giood Hart General Store

hitoihenny noadharstore. cont

On Apr 8, 2011, at 5:44 PI4, Broneah Kileboarding virote:
Al

We wanled 1o contact you in effons lo have & fuce 10 face meeting wih you regarding the 14119 loge you have been using. Pleass lal
e know il it would ba possible, Wa ate avafiabla anytime, ond If necassary we could corme up noh of mayhe meel in the middled

Tharnks Keggan .

Best Regards,

M-22
"Juin® un Facebook - hitpdvavriacebook comp/ii22onfne
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From: J Rad <cheshire.la.darkness@gmall.com>
Subject: Re: Route Scouds
Bale: August 19, 2011 811542 PMEDY
Ta: Amt Woods =amiwoods@mnac.coms
LS

Hi Ak,
No sorry, no ¢lue whal thoir story was.
M

On Wad, Aug 17, 2011 al 11:31 AM, Ami Woods <gmibvaoeds@mag.com> wiote:
% Hi Mallhew,

| on what happoned to the slte. Thanks In advanca.
i Ami Woods
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From: AmiWoods <ami®@amiwoods.com:
Subjecl: Good Harl Genetol Slore Images

PM EDT
0N

45

40
Ta: lraciel @bighopheinlz

Dator June 2, 2011 1

12 Attachmenls, G43 K8

-3

Hello Tracia,

ase lel me know if you

anks, Ple

g former Images from past years, Th

aton

akan this mornlng. t vl alzo send

Attached are Images from our store

neead anylhing else.
Ami Woods

Good Hart General Store
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EXHIBITS 46 TO
PETITIONER STATE OF MICHIGAN'S COMBINED

BRIEF IN REPLY AND RESPONSE




Harris, Toni (AG)

From: Lollio, Sharon (AG)

Sent: Tuesday, June 12, 2012 12:16 PM

To: Restuccia, Eric (AG); Rusty Hills (rustyhills@gmail.com); Cropsey, Alan (AG); Wright, John
(AG); Isaacs, Carol (AG); Ianni, Robert (AG)

Cc: Dowker, Cristina R (AG); Nurenberg, Beth (AG); Teszlewicz, Barbara (AG); Kirkey, Alicia
(AG)

Subject: FW: M22 Meeting in Traverse City at 1030 a.m.

Attachments: Map to Traverse Legal.pdf

FYI -

This meeting is to take place on Tuesday, June 26, After Alan contacted Enrico on the matter of our opinion
release, Enrico said they would like to meet with our team and asked if we would be willing to drive to Traverse
City to see M-22's operation.

Alan, Eric and John Wright are scheduled to go.

From: Cathy Dittrich [mailto:cathy.dittrich@traverselegal.com] On Behalf Of Enrico@traverselegal.com
Sent: Monday, June 11, 2012 4:55 PM

To: Lollio, Sharon (AG)

Cc: Enrico@traverselegal.com

Subject: M22 Meeting in Traverse City at 1030 a.m.

Sharon:

This will confirm the meeting at the offices of Traverse Legal, PLC. | am attaching a map with
directions to our office. We are located in the largest Renaissance zone in the country, known as the
Commons in Building 20. This was known as the old Insane Asylum for Michigan.

My thought is that we will spend some time at our office going over some of the issues related to the
matter. We would also like the opportunity to show you the stores, run through some numbers, and
give you an idea about not only the success of the M22 brand, but its importance to the Northern
Michigan economy and its global reach.

At the end of the day, we can take what we have learned and talk about any possibilities for
resolution of the outstanding issues.

In the meantime, please do not hesitate to have anyone on your team contact me directly with any
questions or concerns. We appreciate this opportunity and look forward to meeting with your team.

Enrico Schaefer
Cathy Dittrich
Legal Assistant to Enrico Schaefer

Traverse Legal, PLC

Email: cathy.dittrich@traverselegal.com




810 Cottageview Dr, Unit G-20
Traverse City, Ml 49684
231-715-3277 (direct line)
231-932-0636 (fax)
http:.//iwww.traverselegal.com/

Please note that this email message and any attachments may contain privileged or confidential
information that is protected against use or disclosure under federail and state law. If you have
received this in error, please advise by immediate reply. Any transmission to a person other than the
intended recipient shall not constitute a waiver of any applicable privileges. Any unauthorized use,
disclosure, copying or dissemination is strictly prohibited.
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Harris, Toni (AG)

From:
Sent;
To:

Cc:
Subject:

Alan, John, and Eric.

Broneah Kiteboarding <broneah@broneah.com>

Friday, June 29, 2012 7:12 AM

Cropsey, Alan (AG); Wright, John (AG); Restuccia, Eric (AG)

Matt Myers; C Enrico Schaefer Schaefer; meganmadion@gmail.com
M22 MEETING

I wanted to thank you guys for making the trip to Traverse City to meet with us this week. We
hope you were able to get a solid perspective of the M22 brand and the incredible amount of work
and effort we have into it. I also wanted to send you the link to the video we showed you guys at

the shop:

http://www.youtube.com/watch?v=6K3iRqwQRVs&feature=plcp

I hope you are enjoying the great weather.

Best Regards,
Keegan Myers

M-22

"Join" on Facebook - http://www.facebook.com/M220online

125 East Front Street
Traverse City, MI 49684

www.M22online.com
231-360-9090

BRONEAH

"Join" on Facebook - http://www.facebook.com/Broneah

125 East Front Street
Traverse City, MI 49684
www.broneah.com
231-392-2212
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ATTORMEIYS & ADVISORS

July 19, 2012

Alan Cropsy

Eric Restuccia

Michigan Department of Attorney General
525 West Ottawa Street

PO Box 30212

Lansing, Ml 48909

Re: M22 Trademark - Settlement Purposes Only
Dear Alan and Eric:

Thank you for coming to Traverse City to meet with my clients Matt and Keegan Myers,
investor Megan Madion (former CEO of Hagerty Insurance) and Paul Britten (president and
CEO of Britten Media). We believe that the meeting was very productive and sincerely
appreciate the time and effort your office put in to make it happen.

The primary topic of our meeting was Michigan Attorney General Opinion No. 7265, dated
May 29, 2012. As you know, we have some general concerns about the opinion itself and its
impact on all Michigan companies seeking to protect their trademark rights, as well as the
opinion’s specific application to the M22 trademark. It is my goal to generally discuss some
of the issues herein.’

As you know, my client owns the following federally registered trademarks for goods and
services around the M22 brand they created: Reg. Nos. 3348635, 3427900, 3992151 and
3992159. | think we can all agree that Matt and Keegan Myers have done a great job
promoting their brand, and incidentally the State of Michigan, in a way that is beneficial to
all concerned. Our client has already established distinctiveness for all of the marks. With
regard to mark 39921251 for its retail stores, my clients established secondary meaning to
the examining attorney at the federal United States Patent and Trademark (USPTO)
trademark office. Thus, they own distinctive marks for all M22 trademark registrations.

' This letter will not address all of the issues in the AG letter. Nor will it address inaccurate facts included
therein. This letter is submitted under MRE and FRE 408, for settlement purposes only.
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We appreciate that the state of Michigan’s concern is that someone might use a road signin
an inappropriate way. Under AG Opinion No. 7265, however, anyone can use the M22 road
sign for any purpose, without any limits whatsoever. Federal trademark law actually limits
uses of road signs as marks in several important ways, all of which have been complied with
by my clients. It seems to me that the real issue that we all ought focus on is whether we
can develop an approach that is consistent with established federal trademark law and
addresses the concerns of the State of Michigan over potential misuses of state road signs.

One of my goals is to outline what | believe is a better approach to the road sign/trademark
issue which addresses a primary concern of the state of Michigan: (a) the use of Michigan
road signs by businesses in a way which might cause confusion between the trademark
owner and the state of Michigan as an institution and (b) a use which might bring disrepute
to the reputation of the great State of Michigan.

1) FEDERAL TRADEMARK LAW CONTROLS

It should be noted that our clients’ trademarks in M22 have ‘zero’ impact on the State of
Michigan or the public’s right to use the M22 sign as a geographic indicator. The mark
registrations simply preclude another person or company from using the sign as a trademark
in a way that may deceive the public as to source or origin of goods or services. Put another
way, our client’s trademark registrations merely gives it exclusive rights to use the M22 mark
in connection with the goods/services with which it uses it so as to avoid any likelihood of
consumer confusion as to the source of the goods/services in the event another commercial
entity makes an infringing use. There is no conflict between the State or public’s rights in
the road sign and our client’s exclusive right to the M22 trademark as brand.

As noted in AG Opinion No. 7265, all alleged issues related to the M22 trademarks are
governed by federal trademark law. Because federal law supports the M22 trademarks, we
do not believe Opinion No. 7265 affects the validity of my client’s marks in any way. It may,
however, inspire others to violate federal trademark law, and subject themselves to
damages for trademark infringement.

The federal trademark office has already reviewed many of the issues cited in the AG
opinion, including secondary meaning, and granted the M22 trademark registrations. Under
15 U.S.C. § 1115, a trademark registration is presumptive proof of validity. Under 15 U.S.C. §
1052, there are only five reasons that a trademark registration can be denied. Once
registered, a trademark and can be only be invalidated for the enumerated reasons under
Section 1052. Under § 1052 (f), any item may be used as a trademark under federal law and is
subject to federal trademark protection. (“Except as expressly excluded in subsections (a),
(b), (<), (d), (e)(3), and (e)(5) of this section, nothing in this chapter shall prevent the
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registration of a mark used by the applicant which has become distinctive of the applicant's
goods in commerce.”). Obviously, road signs are not per se precluded,

We remain aware that the Attorney General issued his opinion with limited facts available
and no facts from my clients. Under § 1052, the two arguments to invalidate the M22
trademarks are noted below:

(a) Consists of ... [a] matter which may disparage or falsely suggest a connection
with ... institutions ... or national symbols, or bring them into contempt, or
disrepute; ...

(e) Consists of a mark which (1) when used on or in connection with the goods of the
applicant is merely descriptive or deceptively misdescriptive of them, (2) when used
on or in connection with the goods of the applicant is primarily geographically
descriptive of them ...

| will examine each provision below.
a) M22 Mark Has Acquired Distinctiveness under the Doctrine of Secondary Meaning

{ would like to first discuss Section 1052(e), which limits the registration of items considered
to describe a geographic region. The M22 mark is not ‘merely descriptive’ of the road known
as M22. All of the relevant cases noted in the AG opinion confirm that descriptive or public
domain items can achieve trademark status if they achieve secondary meaning. Our clients
have invested substantial sums of money in the creation of and advertising of its mark,
implemented a successful business plan that has garnered the requisite goodwill associated
with its mark, and opened two stores to meet the demand from consumers who have
purchased a high volume of its M22 branded items. The result, our client has established
‘secondary meaning’ around their mark. The federal trademark office has already agreed
that the M22 marks have, through extensive marketing and branding, achieved the
secondary meaning necessary to make them distinctive in the market. In short, the
trademark office agrees that the M22 brand is not geographically or otherwise descriptive.
Instead, it has agreed, as it relates to four separate applications for registration, that our
client’s M22 mark is in fact distinctive. The AG Opinion had almost no facts or basis for the
opposite conclusion.

We understand that the AG Opinion did not take any position on secondary meaning, and
had no facts available on that issue. While a TTAB Petition to Cancel the M22 marks as
descriptive could be filed, we have little doubt that such a petition would be denied. The
trademark office has already determined that secondary meaning has been established and
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otherwise registered the M22 marks. Thus, the M22 marks are presumed valid. Further, M22
has invested well over $1 million doltars establishing its M22 mark as a brand. Consumers
overwhelmingly see the M22 mark placed on specific goods, such as apparel and storefronts,
as a private company brand, rather than as a state road sign.

b) False Connection with the State of Michigan as an Institution

In order to be successful on a Petition to Cancel the M22 marks under Section 1052(a), a third
party would need to establish that consumers believe that the State of Michigan or possibly
the Michigan Department of Transportation is endorsing, sponsoring or an owner of the
M22 stores and goods. Consumer surveys would need to be commissioned to establish that
such a false association exists in the minds of a substantial number of consumers.

Because my clients have been building the M22 brand for over seven years, we already know
the answer to this question. To our knowledge, none of the likely hundreds of thousands of
consurmers who have been exposed to or purchased M22 goods, or visited the M22 stores,
have expressed any confusion about the goods or stores being associated with the State of
Michigan or the Department of Transportation. We are unaware of any emails or anecdotal
stories of consumers asking questions indicating confusion (and consumers ask a lot of
question each day). Establishing that most consumers identify the M22 mark as anything
but a private company would be highly improbable. There is no false association between
the M22 brand and the state of Michigan.

Finally, the cases decided under Section 1052(a) make it clear that false association typically
occurs when the government does the same thing that the trademark holder is trying to do
(i.e. if our clients tried to open a toll road, consumers travelling that road might falsely
believe it was operated by the state of Michigan). See Inre Cotter & Co,, 228 U.5.P.Q. 202
(T.T.A.B. 1985) (WESTPOINT for firearms was rejected as falsely suggesting a connection
with the U.S. Military Academy (West Point)). Conversely, where the government has no
existing fame or notoriety with regard to the goods being offered by the trademark owner,
there can be no false association. See 43 Heroes, Inc. v. Boomer Esiason Hero's Foundation,
inc., 43 U.5.P.Q.2d 1193(D.D.C. 1997) (a composite mark consisting of the word HEROES on a
shield design with a picture of the U.S. capitol building in the shield does not violate § 2(a)
because it does not mislead

persons into assuming that the U.S. government has sponsored or approved of the
charitable services symbolized by the mark); see also 44 U.S. Navy v. United States
Manufacturing Co., 2 U.S.P.Q.2d 1254, 1987 WL 123804 (T.T.A.B. 1987) (When used on
orthopedic devices, the letters "USMC" did not point uniquely to the United States Marine
Corps).
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Interestingly, Section 1052 identifies numerous items associated with government functions
that are specifically precluded from registration. Specifically, § 1052 (b) precludes
registration of “the flag or coat of arms or other insignia of the United States, or of any
State or municipality, or of any foreign nation, or any simulation thereof.” Case law makes it
clear that an ‘insignia’ of a State, or the United States, is very narrow and that this provision
does not include road signs. “Flags and coats of arms “are specific designs formally adopted
to serve as emblems of governmental authority.” Trademark Manual of Examining
Procedure § 1204. Such “insignia” include the U.S. flag, the Great Seal of the United States,
the Presidential Seal. In re United States Dep't of the Interior, 142 U.S.P.Q. 506, 507 (TTAB
1964).” Heroes, Inc. v. Boomer Esiason Hero's Found., Inc., CIV. A, 96-1260 (TAF, 1997 WL
335807 (D.D.C. June 6, 1997) amended, CIV.A. 96-1260(TAF), 1997 WL 350097 (D.D.C. June 16,
1997)

There is no ‘catch-all’ provision that exempts other government landmarks, buildings,
symbols or designs, thus making them available for trademark use and registration. In fact,
the USPTO has a specific classification for design marks that use monuments, buildings,
human beings, flags, crowns, geographical maps and other items directly out of the public
domain. In fact, the trademark office has a specific design classification, 18.15.03, for road
signs used as trademarks.” http:/ftess2.uspto.govf/tmdb/dsem/dsc_18.htm#1815

One need only look as far as Liberty Mutual Insurance, and its use of the Statute of Liberty,
to know that matters in the public domain and related to the government have regularly
been used as private company trademarks.
http://tess2.uspto.gov/tmdb/dscmfindex.htm#toc. Other examples are Patagonia apparel (a
city/region in South America), New York Life’s use of a New York City building it neither built
nor owns, COCA COLA’S use of the US Capital building for its Civil Action Network, the
Seattle Sonic’s use of the Space Needle and many others. (Exhibit A). There are thousands
of other examples of trademark use of otherwise ‘public’ and ‘private’ images, designs and
outlines.

2) SPECIFIC RESPONSES TO AG OPINION 7265
a) Dastar Corp v. Twentieth Century Fox Films Corp.

AG Opinon No. 7265 focuses primarily on a Supreme Court case which considered whether a
company whose copyright in a film has expired as a matter of law can then re-label the film

? “Transport; equipment for animals; traffic signs - This category includes all types of land, water and air
vehicles, whether powered by animals, humans or motors. Equipment for animals such as saddles, leashes and
horseshoes are found here, Traffic signs including stop signs, road signs and buoys are found in category 18.”
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as a trademark in order to extend their intellectual property rights beyond that provided by
the Copyright Act. The AG opinion states:

“Even work that was previously subject to copyright protection cannot be protected
under trademark law if the work has passed into the public domain. Dastar Corp v
Twentieth Century Fox Film Corp, 539 US 23, 34; 123 S Ct 2041; 156 L Ed 2d 18 (2003).
See also Comedy Il Productions, Inc v New Line Cinema, 200 F3d 593, 595; 53 USPQad
1443 (CA 9, 2000) (“[T)he Lanham Act cannot be used to circumvent copyright law. if
material covered by copyright law has passed into the public domain, it cannot then
be protected by the Lanham Act without rendering the Copyright Act a nullity”).

Even the AG Opinion recognizes that the limitations of copyright owners to try and
repackage their expired copyrights as trademarks is a limit on ‘former rights-holders.” (“But
once a copyright in a creative work expires, the former rights-holder may not enforce his or
her exclusive control over the intellectual property). Even assuming the State of Michigan
could have claimed copyright ownership over its state road signs, which as noted below it
could not, the limitations of Dastar would only apply to limit the State of Michigan from
extending its expired copyright as a trademark.

The Attorney General's reliance on the Supreme Court decision in Dastar is misplaced for a
more basic reason. Dastar dealt with the very narrow issue of a copyright expiring and a
large proportion of film clips from a TV series being thereafter claimed by the former
copyright owner as a trademark. The Daster limitation precluding a copyright owner whose
copyright has expired to try and extend the life of the copyright by claiming a trademark
applied only to “communicative works.” A communicative work is typically a film or book
(“a communicative product—one that is valued not primarily for its physical qualities, such
as a hammer, but for the intellectual content that it conveys, such as a book or, as here, a
video. The purchaser of a novel is interested not merely, if at all, in the identity of the
producer (the publisher), but also, and indeed primarily, in the identity of the creator if the
story it conveys (the author)”).

“In Dastar Corp. v. Twentieth Century Fox Film Corp., the Supreme Court established
that where the good in question is a "communicative product...suchas...avideo,"
the term "origin" in Section 43(a) refers to "the producer of the tangible goods that
are offered for sale, and not to the author of any idea, concept, or communication
embodied in those goods." LaChapelle v. Fenty, 812 F. Supp. 2d 434, 443, 2011 U.5,
Dist. LEX!S 80337, 101 U.S.P.Q.2D (BNA) 1283 (S.D.N.Y. 2011) (citing Dastar, 539 U.S. 23,
29,123 S. Ct. 2041, 156 L. Ed. 2D 18 (2003)).
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As stated in Dastar:

Although purchasers do care about ideas or communications contained or embodied
in a communicative product such as a video, giving the Lanham Act special
application to such products would cause it to conflict with copyright law, which is
precisely directed to that subject, and which grants the public the right to copy
without attribution once a copyright has expired, e. g., Sears, Roebuck & Co. v, Stiffel
Co., 376 U. 5, 225, 230.

Obviously, a road sign is not a communicative work whose value is within its intellectual
expression such as a movie or book. As also noted below, there was never, nor could there
ever have been, a copyright in a purely functional state road sign such as M22. Finally, a
copyright owner is not trying to extend the life of an expired copyright by repackaging it as
atrademark.

b} Public Domain Items as Trademarks

The AG Opinion states: “The MUTCD is consistent with case law establishing that materials
or works in the public domain are not subject to trademark protection. See Inre
Chippendales USA, Inc, 622 F3d 1346, 1352; 96 USPQ2d 1681 (Fed Cir, 2010) (“If the mark is not
inherently distinctive, it is unfair to others in the industry to allow what is in essence in the
public domain to be registered and appropriated, absent a showing of secondary
meaning”). The AG Opinion analyzes no fact nor provides any analysis as to whether M22
has achieved secondary meaning.

Works in the public domain are regularly trademarked and available for trademark under
law. As noted in Chippendales, items which are not inherently distinctive may not be taken
out of the public domain by trademark law without first acquiring sufficient secondary
meaning to consumers. Chippendales, at 1352, M22 has already established secondary
meaning to the examining attorney at the USPTO. Attacking secondary meaning ina TTAB
proceeding, or in court, is an available procedural option, but would likely be considered
frivolous given the worldwide notoriety of my clients’ M22 brand.

The AG's assertion is that trademark law cannot extend protection to something formerly in
the public domain also tends to undermine hundreds of millions of dollars in established
trademark rights of existing Michigan companies. Even in the Fifth Circuit's decision in
Singer Mfg. Co. v. Briley, 207 F.2d 519 (5th Cir.1953), the court acknowledged that trademark
protection can extend to the name “Singer,” which the Supreme Court had held was generic
in 1896, where such name for use in connection with sewing machines had been
“recaptured” from the public domain through continuous and exclusive use and advertising.
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In the Fifth Circuit decision of Boston Professional Hockey Ass'n v. Dallas Cap & Emblem Mfg.,
Inc., that court laid out what is required to establish trademark rights in an item formerly in
the public domain. 510 F.2d 1004, 1014 (5th Cir. Tex. 1975), cert. denied, 423 U.S. 868 (1975).
The Fifth Circuit noted that the key inquiry is whether the mark comes to symbolize a
product or business in the public mind:

“An individual selects a word or design that might otherwise be in the public domain
to represent his business or product. If that word or design comes to symbolize his
product or business in the public mind, the individual acquires a property right in the
mark. The acquisition of such a right through use represents the passage of a word or
design out of the public domain into the protective ambits of trademark law. Under
the provisions of the Lanham Act, the owner of a mark acquires a protectable
property interest in his mark through registration and use.”

Boston Professional Hockey, at 1014.

Creating trademark rights in public domain items has long been recognized under US law.
The court in Pebble Beach Co. v. Tour 18 I Ltd,, 155 F.3d 526 (5th Cir. 1998) noted:

“[UTnder trademark law, a party acquires rights to a symbol in the public domain
through use of the mark and the public's association of the mark with the user.”

Pebble Beach Co. v. Tour 18 I Ltd., 155 F.3d 526, 542 (5th Cir. 1998) (abrogated on other
grounds by TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.5. 23, 121 5.Ct. 1255, 149
L.Ed.2d 164 (2001), & Amazing Spaces, Inc. v. Metro Mini Storage, 608 F.3d 225, 234 (5th Cir.
2010)), See Boston Prof'l Hockey Ass'n v. Dallas Cap & Emblem Mfg., Inc., 510 F.2d 1004, 1014
(5th Cir.1975)

Over 100 Michigan companies use a form of the outline of the State of Michigan as all or part
of their trademark design and seven companies use the single word ‘Michigan’ as their
trademark. (Exhibit B). Thousands of Michigan companies use items from the public domain
as key design elements of the trademarks. Other companies using road signs as their
trademark designs are attached as Exhibit C.

There are numerous other problems with the AG Opinion’s rendition of trademark law, and
the misapplication of copyright principles to trademark issues. Trademark law does indeed
protect items that have entered the public domain. In fact, most design marks come directly
out of the public domain. The Fifth Circuit noted that the question of whether a public
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domain item achieves trademark status is whether the mark comes to symbolize a product
or business in the public mind, also known as secondary meaning:

“An individual selects a word or design that might otherwise be in the public domain
to represent his business or product. If that word or design comes to symbolize his
product or business in the public mind, the individual acquires a property right in the
mark. The acquisition of such a right through use represents the passage of a word or
design out of the public domain into the protective ambits of trademark law. Under
the provisions of the Lanham Act, the owner of a mark acquires a protectable
property interest in his mark through registration and use.” Boston Professional
Hockey Ass'n v, Dallas Cap & Emblem Mfg., Inc., 510 F.2d 1004, 1014 (5th Cir. Tex. 1975),
cert. denied, 423 U.S. 868, 96 S.Ct. 132, 46 L.Ed.2d 98 (1975).

Put another way, the moment any mark from the public domain acquires distinctiveness (by
establishing secondary meaning) and serves as the exclusive identifier of the source of the
goods or services sold in connection with the mark, trademark rights vest in the source
owner. | am confident we can all agree now, having shown our client’s use and operation,
secondary meaning has been established.

The primary problem with an opinion in Michigan that public domain items cannot be
subject to trademark protection, beyond the fact that it is directly contrary to established
federal law, is that it diminishes the inteliectual property value and goodwill of all Michigan
companies who have used public domain elements as part of their design marks. The impact
of such fanguage goes well beyond M22 or road signs, and potentially gives safe harbor to
any third party infringing a Michigan company mark using public domain elements. Such
infringers can rely on the Opinion’s language to avoid a finding of ‘intentional infringement’
and thus avoid all of the penalty provisions under the Lanham Act which provide leverage to
trademark owners, We recognize that protection of consumers was likely the impetus for
the AG Opinion, but it has (albeit quite possibly inadvertently) the opposite effect since it
would eliminate the only true way of ensuring there is no likelihood of consumer confusion —
trademark faw. As a result, our client should maintain the exclusive right to use its M22 mark
in connection with the goods and services it offers, which in no way overlap with the State
of Michigan, and, as necessary, rely upon trademark law to enforce its rights for the purpose
of avoiding consumer confusion.

¢) Road Signs as Copyrights
Even if Dastar were read to broadly preclude trademarks where a copyright has expired

under law, there was never a copyright in the M22 road sign, nor did any copyright expire
under law. A fundamental premise of the AG analysis of Dastar is that the State of Michigan




July 19, 2012 Page 10 of 12

intentionally abandoned its existing copyright in the road sign, relegating it to the public
domain, As noted above, the fact that an item exists in the public domain does not disqualify
it from achieving distinctiveness through secondary meaning. More importantly, Michigan
could not claim a copyright in something created by the State to be functional. Functional
items are specifically precluded from being copyrighted. In Lamps Plus, Inc. v. Seattle Lighting
Fixture Co., 345 F.3d 1140 (gth Cir. 2003), the court noted:

“Lamps Plus's mechanical combination of four preexisting ceiling-lamp elements with
a preexisting table-lamp base did not result in the expression of an original work of
authorship as required by § 101. Lamps Plus did not create any of the “design ...
features that can be identified separately from, and are capable of existing
independently of, the utilitarian aspects” of any of the lamp's component parts. 17
U.S.C. § 101. But cf. Brandir Int'l, Inc. v. Cascade Pacific Lumber Co., 834 F.2d 1142, 1145
(2d Cir.1987) (“Conversely, where design elements can be identified as reflecting the
designer's artistic judgment exercised independently of functional influences,
conceptual separability exists.”). The Victorian Tiffany table lamp “facks the quantum
of originality needed to merit copyright protection.” Satava, 323 F.3d at 811.” Id at
147.

To the extent the AG Opinion is keyed by the false premise of a voluntary relinquishment of
any copyright into the public domain, its position is clearly distinguishable and without legal
support. The M22 road sign was never subject to copyright protection, was never claimed as
a copyright and did not expire as a copyright under the Copyright Act.

d) The Manual on Uniform Traffic Control Devices (MUTCD)

The fact that the MUTCD places traffic control devices in the public domain is of no
importance to the primary issue of whether a person or company has created secondary
meaning in that design, sufficient to make it distinctive. The language in the MUTCD that
“Traffic control devices contained in this Manual shall not be protected by a patent, trademark,
or copyright” clearly applies to federal and state agencies implementing road signs. This
makes both legal and practical sense, since the federal government would not want states
to limit other states in the use of road signs.

Regardless, any interpretation of the MUTCD that is in conflict with federal Lanham Act
enacted by Congress would be outside the rule making authority of such agency and
preempted. Here, the federal Lanham Act specifically precludes the denial of any trademark
not otherwise specifically precluded under the Act. It is hard to imagine any scenario where
the Department of Transportation would be authorized to limit trademark rights otherwise
allowed under the Lanham Act.
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Conclusion.

The State of Michigan should not limit the intellectual property rights of trademark owners
or interpret trademark rights in a way more limited than what federal law allows. Such an
approach only serves to make Michigan less attractive to businesses and creates uncertainty
for Michigan companies trying to build value in their intellectual property rights, not to
mention erases the efforts of our client and others like it that have invested in their brand by
relying upon federal law. Under the current AG Opinion, any person or company could use a
road sign for any purpose, without any limits, since a road sign would never be considered a
trademark no matter how used, The opinion allows people to use the road signs in ways that
diminish the image of Michigan. Strip bars, liquor stores, cigarettes, condoms and a host of
other products might find safe haven under AG Opinion No. 7265.

A better approach was actually raised at our Traverse City meeting. Michigan should
support intellectual property and trademark rights to the extent allowed under federal law
and use a permit system to ensure that road signs sought to be used on goods and services
is consistent with the limitations in Section 1052(a) “which may disparage or falsely suggest
a connection with .., institutions ... or national symbols, or bring them into contempt, or
disrepute; ...”" This strikes the right balance between encouraging innovation and
intellectual property creation and protecting the State’s interest in making sure road sign
uses are appropriate and consistent with existing federal law.

There is little doubt that the M22 brand is the shining example of how the State of Michigan
would want private enterprise to use a road sign as a brand. The M22 brand has created over
100 Michigan jobs and has become one of the most significant success stories of any
northern Michigan company over the last few years. The M22 brand compliments state
tourism goals and can be found across the United States and the world, The M22 brand has
the potential to be as large as the Patagonia or Moosejaw brands. Creating a system that
encourages other road sign usages, as ‘positive message’ brands would put Michigan out
front on both the pro-business and business innovation fronts. That should be Michigan'’s
goal, which accomplishes the goal of avoiding consumer confusion while maintaining the
functional integrity of its road signs.
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We look forward to continuing the discussion, Please let me know if there is any further
information you need or questions you may have.

Very truly yours,

TRAVERSE LEGAL, PLC

Enrico Schaefer
enrico@traverselegal.com
ES/cad
Enclosures
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Harris, Toni (AG)

From: Restuccia, Eric (AG)

Sent: Friday, February 01, 2013 8:33 AM

To: 'Broneah Kiteboarding'; Matt Myers

Cc: Matt Myers; C Enrico Schaefer Schaefer; Cropsey, Alan (AG); Wright, John (AG); Lollio,
Sharon (AG)

Subject: RE: M-22 Meeting -- February 4, 2013

Keegan,

Yes, thanks for the reminder! I had intended to email yesterday.

The meeting will be here at the Williams Building, in Lansing, 525 W Ottawa. We will
meet in our Kelley Library.

Here is my cell phone number -- (517) 749-6052 -- in case anything comes up.

I have a few things to discuss, but my thought is that since you have asked for the
meeting, that I am looking for you all to take the lead in what you would like to see happen.

Let me know if you have any questions.
Otherwise, see you on Monday, February, 2013 at 2 pm.

Eric

B. Eric Restuccia

Michigan Deputy Solicitor General
P.O. Box 30212

Lansing, Michigan 48909

Office: (517) 373-1124

Facsimile: (617) 373-3042

Email: restucciae@michigan.gov

----- Original Message-----

From: Broneah Kiteboarding [mailto:broneah@broneah.com]

Sent: Friday, February 01, 2013 8:13 AM

To: Restuccia, Eric (AG); Matt Myers

Ce: Matt Myers; C Enrico Schaefer Schaefer; Cropsey, Alan (AG); Wright, John (AG); Lollio,
Sharon (AG)

Subject: Re: M-22 Meeting -- February 4, 2013




Eric.

We are still waiting from a confirmation from your office for the Monday meeting. We would
like to hear back from you regarding the specific meeting location and time before we commit to
the trip.

We hope to hear from you at some point today to confirm.

Thanks Keegan

On Mon, Jan 28, 2013 at 8:12 PM, Broneah Kiteboarding <broneah@broneah.com> wrote:

Eric.

Please let us know the specific details for the meeting. Location and any other info we
should have. Thanks Keegan

On Tue, Jan 15, 2013 at 1:28 PM, Restuccia, Eric (AG) <Restucciali@michigan.gov> wrote:

Keegan,

Consistent with our conversation last week, I am hoping to pin down a date
and time for a meeting to discuss your November 30, 2012 letter. From our conversation, we had
discussed Monday, February 4, 2013 as a possible meeting date.

Given that you and Matt would be traveling in from Traverse City, it would
make sense for us to set the meeting for the early afternoon. How does 2 pm on February 4, 2013
sound?

Let me know.
Thanks.

Eric

B. Eric Restuccia

Michigan Deputy Solicitor General

P.O. Box 30212

Lansing, Michigan 48909

Office: (517) 373-1124 <tel:%28517%29%20373-1124>
Facsimile: (517) 373-3042 <tel:%28517%29%20373-3042>
Email: restucciae@michigan.gov




Best Regards,

M-22

"Join" on Facebook - http://www.facebook.com/M22online
125 East Front Street

Traverse City, MI 49684

www.M22.com

SHOP# 231-360-9090

BRONEAH
"Join" on Facebook - http://www.facebook.com/Broneah

www.broneah.com
SHOP# 231-392-2212

Best Regards,

M-22

"Join" on Facebook - http:.//www.facebook.com/M22online
125 East Front Street

Traverse City, MI 49684

www.MZ22.com

SHOP# 231-360-9090

BRONEAH
"Join" on Facebook - http://www .facebook.com/Broneah www.broneah.com SHOP# 231-392-2212




EXHIBITS 50 TO
PETITIONER STATE OF MICHIGAN'S COMBINED

BRIEF IN REPLY AND RESPONSE




Honorable Frank D. Foster, 2012 Mich. OAG No. 7265 {2012)

2012 Mich, OAG No, 7265 (Mich.A.G.), 2012 WL 1980356

Office of the Attorney General
State of Michigan
Opinion No. 72065
May 2g, 2012

TRADEMARKS
*1 Michigan highway route marker design as a trademark

No entity can lawfully claim exclusive control over use of the State’s highway route marker design because the design is in
the public domain and is otherwise not subject to protection under trademark law,

Honorable Frank D. Foster

State Representative

The Capitol

Lansing, M1 48909

You ask whether a private entity can legally claim exclusive control over a state highway route marker design for use on
novelty merchandise and other items,

Information supplied with your request indicates that at least two Michigan corporations claim to have exclusive control over
the use of a Michigan highway route marker design. (Attachment 1.) The first corporation claims to have exclusive control
over the use of the plain characters “M 22” as well as the M-22 highway route marker design, to promote various goods and
services. State Highway M-22 is a picturesque and well-traveled 116-mile drive along Lake Michigan through Manistee,
Benzie, and Leelanau Counties.! The first corporation obtained registrations for a trademark and service mark’ with the
United States Patent and Trademark Office (USPTQ) for the standard character mark “M22” (Attachment 2) with no
particular claim to color, style, or design. The corporation also obtained a separate registration for a design identical to the
M-22 highway route marker. (Aftachment 3.)

The second corporation claims exclusive control over the use of the plain characters “M 119" when used to promote goods
and services. State Highway M-119 is known as the “Tunnel of Trees,” and is a 20-mile, scenic drive stretching between the
Petoskey area and Cross Village in Emmet County.’ The second corporation obtained a USPTO registration for the plain
character mark of “M 119” (Attachment 4) with no particular claim to color, style, or design.* The second corporation applied
for a trademark on the design of the M-119 highway route marker, but failed to obtain one because the USPTO deemed it too
similar to the M-22 registered trademark. Nevertheless, the second corporation claims exclusive control over use of the
M-119 highway route marker design to promote goods and services.

Both corporations have demanded that other businesses stop using the Michigan highway route marker designs for M-22 and
M-119 to promote their own goods and services.

You ask whether these entities or others may claim exclusive control over Michigan’s highway route marker design through
trademark law or by other means.

Trademarks are governed under federal law by the Lanham Act, 15 USC 1051 et seq., and under state law by the Michigan
Trademark and Service Mark Act (MTSMA), 1969 PA 242, MCL 429.31 ef seq., and common law. Definitions under each
body of law are distinct, but a trademark may generally be understood to mean “any visible sign or device used by a business
enterprise to identify its goods and distinguish them from those made or carried by others.”™

*2 Federal trademark law represents an exercise of Congress’ authority under the Commerce Clause. Dawn Donut Co v
Hart's Food Stores, Inc, 267 F2d 358, 365 (CA 2, 1959). The purpose of the Lanham Act is to prevent consumer confusion
in the marketplace by providing an assurance to a consumer about the origin of the goods or services the consumer purchases.
Foley, Kathryn M., Protecting Fictional Characters: Defining the Elusive Trademark-Copyright Divide, 41 Conn L Rev 921,
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939 (February 2009). When a consumer purchases a good or service with a registered trademark, the consumer has some
certainty about the origin of the good or service and can make an informed decision on whether to complete the purchase. See
Shakespeare Co v Lippman's Tool Shop Sporting Goods Co, 334 M ich 109, 113-114; 54 NW2d 268 (1952) (observing that
“[tThe function of a trade-mark is simply to designate the goods as the product of a particular manufacturer or trader and to
protect his good will against the sale of another’s product as his”).

Trademarks are similar to but distinct from copyrights. Copyrights protect creative works and are created under authority of
the Copyright Clause of the United States Constitution, which states that Congress can create laws “[t]o promote the Progress
of Science and useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective
Writings and Discoveries.” US Const art 1, § 8, ¢} 8; Trade-Mark Cases, 100 US 82; 25 L Ed 550 (1879). The purpose of
copyright law is to enrich the public domain of creative works by rewarding creativity with the opportunity to have a limited
monopoly over a creative work. Sony Corp of America v Universal City Studios, Inc, 464 US 417,477, 104 S Ct 774; 78 L
Ed 2d 574 (1984) (citations omitted).

But once a copyright in a creative work expires, the former rights-holder may not enforce his or her exclusive control over
the intellectual property. Kellogg Co v Nat'l Biscuit Co, 305 US 111, 120-122; 59 S Ct 109; 83 L. Ed 73 (1938); Singer Mfg
Co v June Mfe Co, 163 US 169, 185; 16 S Ct 1002; 41 L Ed 118 (1896). The creative work becomes public property. Singer
Mfe Co, 163 US at 185, “The prevailing view of the public domain is that of a commons, where material is free for anyone to
take and use without restriction.” Heymann, Laura A., The Trademark/Copyright Divide, 60 SMU L Rev 55, 85 (Winter
2007). Thus, items in the public domain generally are not subject to copyright protection. See Gofan v Gonzales, 501 F3d
1179, 1189 (CA 10, 2007) (“[TIhe principle {is] that no individual may copyright a work in the public domain, [{in] that
ordinarily works in the public domain stay there”) (citations omitted).

Unlike copyrights, the term of a trademark is indefinite. “[Flederal trademark law provides the grant of rights to the
trademark owner for an indefinite period, the duration of which depends on public recognition that the trademark identifies
the user’s goods and distinguishes them from the goods of others.” Time Mechanisms, Inc v Qonaar Corp, 422 F Supp 905,
910 (DNIJ 1976) (citation omitted). It is thus possible for a trademark owner to mainfain rights in a registered mark in
perpetuity, so long as the registration with the USPTO is renewed every ten years. 15 USC 1058-1059.

*3 With these general legal principles in mind, the question is whether Michigan’s state highway route marker design is in
the public domain and thus not subject to trademark or other similar protections.

Both federal and state law provide for a uniform system of traffic control devices. In 1971, the United States Department of
Transportation, Federal Highway Administration issued regulations designed to bring uniformity to the roadways of the
United States pursuant to the Highway Safety Act of 1966, These regulations are set forth in the federal Manual on Uniform
Traffic Control Devices (MUTCD). The federal MUTCD is promulgated by the Department of Transportation and sets “the
national standard for all traffic control devices installed on any street, highway, or bicycle trail open to public travel,” 23
CFR 655.603(a); 23 CFR Part 655, Subpart F, “in accordance with” 23 USC 109(d) and 23 USC 402(a).* See 23 CFR
655.603. In order to remain eligible for federal highway and highway safety program funds, a state must adopt the federat
MUTCD as a state regulation, adopt a state MUTCD that is approved by the Secretary of Transportation as being in
“substantial conformance” with the federal MUTCD, or adopt the federat MUTCD in conjunction with a state supplement.
See 23 USC 109(d), 23 USC 402(c); 23 CFR 655.603(b)(3).

Consistent with these federal provisions, the Michigan Vehicle Code, 1949 PA 300, MCL 257.1 ef seq., requires the
Michigan Department of Transportation (MDOT) and the Michigan State Police to adopt and maintain a uniform system of
“«raffic control devices,” which includes all signs,” that conforms with the federal MUTCD. See MCL 257.608* In
compliance with the Michigan Vehicle Code, MDOT has adopted versions of the Michigan MUTCD that are consistent with
the federal manual regarding guidelines on how to create and utilize Michigan traffic control devices.” The federal manual
suggests a default design for state highway route markers with a white circle imposed on a black square featuring the
respective highway number in black. (Attachment 5, Page 2). But it allows states the option to create a unique design, and
Michigan chose to maintain its historic design using a white diamond rather than a circle, and a block “M” over the black
number. (Attachment 5, Page 4.)"

With respect to traffic control device designs — like Michigan’s highway route marker design — both the federal and the
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Michigan MUTCD provide that such designs are in the public domain:

Any traffic control device design or application provision contained in this Manual shall be considered to be in the public
domain. Traffic control devices contained in this Manual shall not be protected by a patent, trademark, or copyright, except
for the Interstate Shield and any items owned by {the Federal Highway Safety Administration]. [Emphasis added; Attachment
5.]”

*4 The MUTCD is consistent with caselaw establishing that materials or works in the public domain are not subject to
trademark protection. See /n re Chippendales USA, Inc, 622 F3d 1346, 1352; 96 USPQ2d 1681 (Fed Cir, 2010) (“If the mark
is not inherently distinctive, it is unfair to others in the industry to allow what is in essence in the public domain to be
registered and appropriated, absent a showing of secondary meaning”). Even work that was previously subject to copyright
protection cannot be protected under trademark law if the work has passed into the public domain. Dastar Corp v Twentieth
Centiry Fox Film Corp, 539 US 23, 34; 123 S Ct 2041, 156 L Ed 2d 18 (2003). See also Comedy HI Productions, Inc v New
Line Cinema, 200 F3d 593, 595; 53 USPQ2d 1443 (CA 9, 2000) (“IT]he Lanham Act cannot be used to circumvent copyright
law. If material covered by copyright law has passed into the public domain, it cannot then be protected by the Lanham Act
without rendering the Copyright Act a nullity”). Accordingly, Michigan®s highway route marker design cannot — indeed
“shall not” --- be subject to trademark protection as provided for in the MUTCD.

The State of Michigan created the highway route marker design and could claim ownership of the copyright if it had not
expressly abandoned those rights by proclaiming in the MUTCD that the designs are in the public domain. See |7 USC
201(a)-(b). “Rights gained under the Copyright Law may be abandoned. Abandonment of such rights, however, must be
manifested by some overt act indicative of a purpose to surrender the rights and allow the public to copy.” Hampton v
Paramount Pictures Corp, 279 F2d 100, 104; 125 USPQ 623 (CA 9, 1960) (citations omitted). By publishing the designs to
the public with the statement that the designs are to remain in the public domain, the State of Michigan took an overt act to
surrender its copyright in the design.

Because the State of Michigan, the creator of the design, placed the Michigan highway route marker design in the public
domain, no entity can lawfully obtain intellectual property protection of the design under trademark or copyright law. The
two corporations at issue could not gain copyright protection over the Michigan highway route marker design because
neither created the design. See 17 USC 201(a)-(b). And under the Supreme Court’s decision in Dasfar, they cannot use
trademark law to perpetually protect a design that they did not create and is in the public domain. The fact that they have
appropriated the design from the public domain and affixed it to merchandise offered for sale does not create a legitimate
basis for trademark protection, To do so would create a “mutant copyright” over works in the public domain that the Supreme
Court has specifically sought to avoid. Dastar, 539 US at 34.

The corporations may continue to utilize the Michigan highway route marker design alone¢ or incorporate it within another
design. But they must “disclaim” any right or interest in intellectual property that does not belong to them. I5 USC 1056(a)
(“The Director may require the applicant to disclaim an unregistrable component of a mark otherwise registrable. An
applicant may voluntarily disclaim a component of a mark sought to be registered”).” Any other individual or company is
also free to use the design to promote commercial goods and services.” In other words, the corporations may not exclude
other persons and businesses from using the Michigan highway route marker design on the basis of trademark law because a
design in the public domain generally cannot be made the subject of a trademark or other protection.

*5 Despite these legal principles and facts, the first corporation registered a trademark for the M-22 highway route marker
design. In addition to the route marker design being in the public domain, there are at least two other reasons why this design
does not qualify for trademark protection under the Lanham Act. Each is based on section 2 of the Lanham Act, 15 USC
1052, which provides that certain marks are not permitted in the federal register, and provides a process whereby a party may
challenge a registration."”

First, use of the Michigan route marker design as a trademark falsely suggests a connection with the State of Michigan.
Registration for marks that “falsely suggest a connection with persons, living or dead, [or] institutions” is prectuded. 15 USC
1052(a). The State of Michigan and MDOT qualify as both persons' and institutions'® as defined in the Lanham Act, and the
route marker design has been used since the early 1900’s in such a way that the State and MDOT's reputations are directly
associated with the respective roads on which it appears. The corporations’ use of the Michigan route marker design and
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enforcement suggests that the State of Michigan approved or somehow licensed that use, which is not the case.

Second, use of the Michigan route marker design on the corporations’ goods, is an improper trademark because it is
primarily geographically descriptive, contrary to Section 2(e)(2) of the Lanham Act, 15 USC 1052(e)(2). See, e.g., Baglin v
Cusenier Co, 221 US 580, 591: 31 S Ct 669; 55 L Ed 863 (1911) (“[N]ames which are merely geographical cannot be the
subject of exclusive appropriation as trade-marks”)."” The Trademark Trial and Appeal Board has stated, “[T]he purpose of
Section 2(e)(2) of the [Lanham] Act is not to punish a particular business for using a geographic name, but rather to leave
geographic names free for all businesses operating in the same area to inform customers where their goods or services
originate.” f re Spirits of New Merced, LLC, 85 USPQ2d 1614 (TTAB 2007), skip op, at 19, 23 (finding ““YOSEMITE” for
beer from California brewery (o be primarily geographically descriptive).

Michigan trademark law requires the same. The MTMSA is a model statute based on the Lanham Act. Specifically, it
mirrors section 2(e)(2) of the Lanham Act provision in order to similarly prevent geographically descriptive marks from
entering the Michigan trademark register. See MCL 429.32(e)."™ At common law, the Michigan Supreme Court came to the
same conclusion as the Trademark Trial and Appeal Board in Merced, stating, “[T]he general rule is that geographic and
place names may be used by all for indicating the location of a business, subject to the proviso that any such use which
occasions actual or probable confusion, or misleading of the public, constitutes unfair competition and may be enjoined.”
Belvidere Land Co v Owen Park Plaza, Inc, 362 Mich 107, 113; 106 NW2d 380 (1960) (citations omitted),

*6 All of the facts presented in conjunction with your request involve placing the M-22 and M-119 Michigan highway route
marker designs on apparel, novelty items, and to advertise events that all originate near the respective Michigan highways in
a geographically descriptive manner. People who travel along M-22 and M-119 associate the signs with the Northwestern
Lower Michigan region and everything contained within it. That association is not specific to the corporations or any other
business. Instead, it encompasses the natural beauties, distinctive shopping and tourism experiences, local foods, and other
attractive qualities of the geographic region. One person or company cannot claim to have produced all of the good will
associated with the particular highway route marker design that represents the region. The good will does not just belong to
these corporations who have used the Michigan route marker design as a trademark for the past few years. The good will
belongs to the State of Michigan and its citizens who built or improved the roads and the communities that surround them.

Both federal and Michigan law support the conclusion that no entity may lawfully commandeer the Michigan route marker
design as its exclusive trademark because the design is in the public domain. Other businesses in Michigan may use the
M-22 route marker to promote the region as a whole, just as businesses near the “Tunnel of Trees” may use the M-119 route
marker design. Indeed, the Lanham Act was not meant to deprive commercial speakers of the ordinary utility of descriptive
words. “If any confusion results, that is a risk the plaintiff accepted when it decided to identify its product with a mark that
uses a well known descriptive phrase.” Cosmetically Sealed Indusiries, Inc v Chesebrough-Pond’s USA Co, 125 F3d 28, 30
(CA 2, 1997). See also Park ‘N Fly, Inc v Dollar Park & Fly, Inc, 469 US 189, 201; 105 S Ct 658; 83 L Ed 2d 582 (1985)
(noting safeguards in Lanham Act to prevent commercial monopolization of language).

It is my opinion, therefore, that no entity can lawfully claim exclusive control over use of the State’s highway route marker
design because the design is in the public domain and is otherwise not subject to protection under trademark law.

Bill Schuette
Attorney General

Footnotes

! A 64 mile segment of M-22 in Leelanau County has been designated a Michigan Scenic Heritage Route under 1993 PA 69, MCL
247.951 ef seq. See < http/Awww.michigan,gov/som/0,4669,7-192-29938_30240-220123--,00.Mml> (accessed May 8, 2012). The
“heritage route” designation may be applied to “[c] ertain portions of the state trunkline highway system [that] are so uniguely
endowed by natural aesthetic, ecological, environmental, and cultural amenities immediately adjacent to the roadside that their use
by a larger percentage of the motoring public, particularly during the recreational season, is for the experience of traveling the road
rather than as a route to a destination.” MCL, 247.953,

2 Trademarks and service marks are regulated under the same standards. See 15 USC 1053, The term trademark is used to refer to
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both for convenience,

A 13 mile segment of M-119 has also been designated a Michigan Scenic Heritage Route. See
<http:/Awww.michigan.gov/som/0,4669,7-192-29938_3024(-220123--,00.html> {accessed May 8, 2012).

"I'his opinien does not address either corporation’s use of the character marks “M22” and *M 119.” (Atlachment 2 and Attachiment
4.)

“Trademark.” fneyelopedia Britannica. Encyclopedia Britarmica Online. Encyclopedia Britannica Inc., 2012, Web, 28 Mar. 2012.
<http:// www.britannica.com/EBchecked/topic/601724/trademark> (accessed May &, 2012).

23 USC 109(d) gives the Secretary of Transportation the authority to approve the “location, form and character of informational,
regulatory and warning signs, curb and pavement or other markings, and traffic signals” on any highway project involving the use
of federal funds. 23 USC 402(a) mandates that each state create “a highway safety program ... designed to reduce traffic accidents
and deaths, injuries, and property damage resulting therefrom” and requires that cach state program be “in accordance with
uniform guidelines promulgated by the Secretary.”

The term “raffic control devices” “means afl signs, signals, markings, and devices not inconsistent with this act placed or erected
by authority of a public body or official having jurisdiction, for the purpose of regulating, warning or guiding trafiic.” MCL 257.70
{emphasis added).

The federal MUTCD is available at <http:/muted.thwa.dot.gov/kno__ 2009.htm>(accessed May §, 2012).

MDOT’s version of the MUTCD is avaitable at <http:// mdotwas}.mdot.state.mi.us/public/tands/plans.cfm> (accessed May 8,
2012),

Michigan organized its highway system by number in 1919, using the design of a whitc diamond containing a black letter *M” at
the top with the assigned highway number below. For additional in-depth historical analysis, sec Michigan Highways: The Great
Routes of the Great Lakes State <http:// www.niichiganhighways.org> (accessed May 8, 2012},

This provision has been part of the Miehigan MUTCD since 2005, two years before the first corporation’s first use in commerce of
the M-22 route marker design. (Attachment 3.)

For example, the “M-22 Challenge” trademark (Attachment 6) is a completely original design that incorporaies the M-22 highway
route marker design, as is the stylized mark incorporating the M-119 road sign. (Attachment 7.) Both companies could maintain a
registered trademark and disclaim any exclusive rights over the route marker design.

Such use remains subject to any other applicable laws. For example, the State of Michigan may have a causc of action under
section 43(a) of the Lanham Act to bar the commercial use of an image to aveid confusion, mistake, or prevent a business from
deceiving somcone to believe that the images were affiliated with the State of Michigan or the Michigan Department of
Transportation. 15 USC 1125(a).

A party may challenge an crroneously issued federal registration, as provided by section 15 of the Lanham Act, 15 USC 1065. A
challenge must be brought within five years of the period during which the mark holder has made continuous use of the trademark
after its registration,

“The term *person’ also includes any State, any instrumentality of a State, and any officer or employee of a State or instrumentality
of a State acting in his or her official capacity. Any State, and any such instrumentality, officer, or employce, shall be subject to the
provisions of this Act in the same manner and to the same extent as any nongovernmental entity.” 15 USCS 1127,

The term “institution” is defined broadly, Sce /i re Shinrecock Smoke Shop, 571 F3d 1171, 1173: 9} USPQ2d 1218 (Fed Cir,
2009) (“[O]rdinary meaning of ‘institution” suggests the term is broad enough to include a self-governing Indian nation”},

An applicant for a federal trademark that is refused under section 2(¢) for being primarily geographically descriptive may apply for
registration under section 2(f) by showing that the mark has gained “secondary meaning.” 15 USC 1052(t).

MCL 429.32(c) states: “A mark by which the goods or services of an applicant for registration may be distinguished from the

goeds or services of others shall not be registered if the mark ... [clonsists of a mark which, when applied to the goods or services
of the applicant ... is primarily geographically descriptive or deceptively misdescriptive of them.”
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2012 Mich, OAG No. 7265 (Mich.A.G ), 2012 WL 1980356
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Inspiring Progress and Prosperity
Michigan Entrepreneurs

Michigan Celebrates Small Business
May 5, 2016 at the Lansing Center

The Twelfth Annual Awards Celebration

The 12th Annual Michigan Celebrates Small Business Awards Program and Celebration Event, will be dynamic and exciting, offering entertainment, a great party
atmosphere, and amazing Michigan companies to recognize.

Nominate Today!

Michigan Celebrates Small Business through the years.
|
|

! Michigan Celebrates Small Business (MCSB) remains on the forefront of championing small business and fostering
the entrepreneurial spirit in Michigan. The MCSB's role is to serve as a catalyst for creating an entrepreneurial culture while inspiring the next generation of entrepreneurs,

For an insight into the history of Michigan Celebrates Small Business, and it's work to to foster creativity and invigorate Michigan entrepreneurs for the past decade, visit
the link below.

The History of MCSB
MI 50 Companies to Watch

Watch the exclusive Michigan 50 Companies to Watch 2014 Award Winners Video
Jick | st

Twitter Updates

+ Cross MCSB nominations off your to-do list today. Nominations close in two weeks! www.michigancelebrates biz pic.twiller.com/ALbOnFI579
October 19, 2015 9:00 am
follow @theMCSB on Twilter

http://www.michigancelebrates.biz/ 10/21/2015
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©2015 Michigan Economic Development Corporation

MEDC Mission

OUR MISSION

We market Michigan and provide the tools and environment to drive job creation and
investment.

VISION

We will transform the Michigan economy by growing and attracting business, keeping talented
residents here, and revitalizing our urban centers.

A Top 10 State For:

» Low unemployment

» Per capita income

» GDP growth

* Young adult population growth

OUR CUSTOMERS

We engage with customers globally, including:

« Businesses, entrepreneurs and communities
« A talented workforce that adds value to Michigan businesses

http://www.michiganbusiness.org/about-medc/mission/ 10/21/2015
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Contact Us

To contact a business development specialist, click here [/contact-medc/] or call 1.888.522.0103.

©2015 Michigan Economic Development Corporation
300 N. Washington Sq., Lansing, Ml 48913
888.522.0103
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From: Enrico Schaefer <enrico@traverselegal.com:>

Sent: Tuesday, October 15, 2013 8:20 AM
To: Restuccia, Eric (AG)

Subject: Re: M22

Hey Eric:

I'look forward to working with your designated Warner attorney. Could you provide me his name
again? Thanks.

Enrico Schaefer

www. Traverselegal.com
enrico.schaefer@traverselegal.com
866.936.7447

231-715-3298 (Direct Dial)

On Oct 2, 2013, at 4:30 PM, Enrico Schaefer <enrico@traverselegal.com> wrote:

Eric:

Thanks for the update last week. It sounds like I should interface with the contracted counsel at
Warner from this point forward. Could you provide his name and contact info? I'll introduce
myself. Thanks

Enrico Schaefer

www. TraverselLegal.com
enrico.schaefer@traverselegal.com
866.936.7447

231-715-3298 (Direct Dial)




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

State of Michigan )
)
Petitioner, ) Reg. Nos.: 3992159
) 3348635
)
V. )
)
M22, LLC, ) Proceeding: 92058315
)
)
Registrant. )
)

CERTIFICATE OF SERVICE

I, Susan Lubitz, legal secretary to Assistant Attorney General Toni L. Harris,
certify that on October 22, 2015, I served a true and correct copy of Petitioner State
of Michigan’s Combined Brief in Reply and Response to Respondent’s Cross-Motion

on Registrant’s counsel of record by via electronic transmission.

[s/ Susan Lubitz
Susan Lubitz




